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PART I 


TRADE-MARK TRAPS 
By Stewart L. Whitman* 


Despite protestations to the contrary by the opponents of “Fair Trade” and the 
proponents of grade labeling, there is nothing inherently wrong with trade-marks. 
Rather, the fault lies with those owners who abuse them, with the result that in 
some quarters, trade-marks are regarded with a critical eye. The great value and 
importance of trade-marks has just been demonstrated again by the enactment of 
the New Fair Trade Law which depends entirely upon trade-marks for its 
effectiveness. 

The rights of trade-mark owners in their brands are protected by the principles 
of common law growing out of custom and commercial usage. Everyone today has 
the privilege of labeling his goods with his trade-mark, or not, as he sees fit. But 
it was not always so: In the Fifteenth Century, an ordinance of one of the Guilds of 
that time provided that every master swordsmith in London should “put his own 
mark upon his work that it may be known who made the same if default be found 
therein”. Bakers giving a short measure of bread were similarly apprehended. 

No such compulsion exists today with respect to trade-marks in the free markets 
of the world, although a manufacturer may still be called upon to label his goods 
with his name and address if their character be such as to require this in the public 
interest. But whether subject to this requirement or not, it is customary for manu- 
facturers to stamp their goods with their trade-marks. Consequently, a strong 
temptation confronts the manufacturer of a popular article, especially if it be new, 
to label it with a short handy name designated a trade-mark, but which is employed 
in such a manner as to encourage the public to regard and use it as the name of the 
product. Such a concept takes out of the trade-mark what one manufacturer refers 
to as “the priceless ingredient”. 

While this procedure may be relatively harmless where there is already a well 
known descriptive or generic name for the product, like sugar, the opposite is true 
when no such handy name exists. At some point, the trade-mark is likely to lose its 
distinctiveness and become the name of the article without regard to source, with 
consequent loss of trade-mark rights to the manufacturer. 

This situation may continue for some time without the trade-mark owner 
becoming aware of it. Usually it does not become manifest until competitors find 
it desirable or even necessary to use the trade-mark in order to obtain a fair share 
of the business. When this occurs, the competitor first appropriating the erstwhile 
trade-mark is usually careful to accompany it with his own name so as to be in 
a position to argue that he has clearly distinguished the source of his goods. But 
very likely the fact of the matter is that the public has no clear idea of the actual 
identity of the original manufacturer, and, therefore, use of the competitor’s name 
is meaningless as a distinguishing measure. 

It is natural, of course, for each trade-mark owner to want his mark to be the 
best remembered—even to be the only one remembered—for a particular product. 
The advantages of this are obvious as pointed out above, but there are countervailing 


* Member of the New York Bar. 
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disadvantages, especially if the trade-mark is of a type which lends itself readily to 
use as a descriptive name for the product. This occurs most naturally with new 
products as they emerge from drug and chemical laboratories. Usually, these lack 
simple everyday names, and use of their chemical names frequently results in com- 
binations too unwieldy for everyday use. Failure to give these products a handy 
name at the outset encourages the public to seize upon the trade-mark since this 
usually has a suggestive meaning anyway. And so what started out to be a trade- 
mark becomes, instead, the name of the product, and whatever identification of 
source may have been present initially is soon lost. Competitors who are free to 
make the same thing are under pressure then, either to use the same name or to 
select a different name, and contribute in either case to the general confusion. 


A recent trend in the chemical industry is toward christening new products with 
easily pronounceable names, such as Nylon; then, when the products are ready 
for marketing, to promote these as generic names. After they have become fixed 
in the public consciousness, trade-marks are used in association with the generic 
names to identify the source of the products. Another plan which has found accept- 
ance is the establishment of a committee by an industry whose job it is to agree 
upon generic names for new products and in some cases to secure governmental 
approval for such names. The word Rayon was selected in this fashion. 


The excellent and long-standing work in this direction of the United States 
Department of Agriculture has been supplemented by the formation of an Interde- 
partmental Committee on Pest Control representing the United States Departments 
of Agriculture, Interior, Army, Navy, Air Force and Federal Security Agency. This 
Committee, as its name implies, is actively engaged in processing the selection of 
coined names for new pesticidal chemicals for those products which have reached 
a stage of commercial development requiring adoption of a coined name. An 
example of the work of this Committee is the recent announcement that the word 
“malathon” had been selected and approved by the Committee with the agreement 
of the American Chemical Society, as a coined name for the insecticidal chemical O, 
O-dimethyl dithiophosphate of diethyl mercaptosuccinate. ‘“Malathon” was for- 
merly designated as S-(1,2-dicarbethoxyethyl) O,O-dimethyl dithiophosphate and 
also as Experimental Insecticide No. 4049. “Malathon” seems much simpler. 


The medical group has a similar plan. This field, particularly, affords an 
opportunity for confusing nomenclature. New drugs are constantly being produced, 
many of whose true names are made up of a combination of elements, unpronounce- 
able by the general public and difficult to remember even by the physician. It is 
the practice of some drug manufacturers in such cases, therefore, to select short 
handy names which suggest the character of the products to be initiated, and to 
promote these names as trade-marks with doctors and druggists in the hope that 
they will be used in writing prescriptions or in recommending the products to the 
public. It is fondly hoped, of course, if any thought is given to it at all, that these 
names will be upheld as trade-marks. Admittedly, this is a difficult problem, which 
probably can only find a solution within the industry, and although the courts, 
generally, have been very liberal in their treatment of pharmaceutical trade-marks, 
the aspirin case is an ever-present reminder of the danger confronting them. 
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The American Medical Association offers splendid help and cooperation to 
industry in this regard. The subject is covered in the Official Rules of the Council 
on Pharmacy and Chemistry of that Association with respect to drugs submitted 
for description in new and nonofficial remedies. According to these rules, the 
Council favors the use of generic names, that is, a single name for each drug, freely 
available to all. When an article is not new and not original, the Council believes 
that the legitimate interests of the producer are sufficiently served by the use of its 
generic name, together with the name of the manufacturer or of his “agent” or by 
the use of a general or house trade-mark which will function only as a trade-mark 
and not as a designation of the particular article. In fact, the Council has a definite 
rule that it will not recognize “protected names” for articles which are included, or 
which have been adopted for inclusion, in the United States Pharmacopoeia or 
National Formulary. Only if the protected name was in public use before it was 
included or adopted for inclusion in the United States Pharmacopoeia or National 
Formulary will it be recognized. 

Where a pharmaceutical preparation is an original mixture, and not only 
original but also a distinct improvement over previously known preparations the 
Council may accept a “protected name” for it, but the Council claims that such a 
situation is exceptional because such preparations rarely involve sufficient originality. 

The only situation which in the opinion of the Council justifies the use of a 
“protected name” is in connection with a new remedy. The Council concedes that 
a manufacturer who undertakes the expense and risk of the practical development of 
such a new remedy has the right to some protection. The Council, however, points 
out that restriction to one “protected name” tends to undue prolongation of monop- 
oly and, therefore, considers it advisable to accept, whenever possible, several 
“protected names” for the same article. It also has rules that the generic name 
must be added to the “protected name” as, for example, “Luminal brand of pheno- 
barbital” or “Trimeton brand of prophenpyridamine.” The Council also advises 
physicians to protect themselves against confusion by using the official names, that 
is, the generic names, in speaking or writing of the drugs. 


Briefly stated, the Council’s position on trade-marks for drugs seems to be that 
these trade-marks should be limited to their function as trade-marks, namely, to 
identify the source of the product, and that trade-marks that perform the additional 
function of designating the drugs as a general rule are not necessary for the pro- 
tection of any legitimate interest and are tolerated only for the purpose of encouraging 
manufacturers to undertake the expense and risk involved in the introduction of 
new remedies, and even then are accepted only if they are used in connection with 


the generic names of the drugs. 

The advantages of such plans are so obvious as to require no further comment. 
It is also recognized that many difficulties lie in the path of devising an approach 
which will satisfy an entire industry. But cooperation between Industry and Govern- 
ment with the coordination of associations such as the American Medical Asso- 
ciation, the American Chemical Society, National Agricultural Chemical Association 
and many others with outstanding records of progress and achievement in their 
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respective fields, may ultimately provide an answer to this complex and serious 
problem. 

Another danger to the survival of trade-marks, and one which is likely to 
increase because of its apparent sanction under the 1946 law, is the practice of 
licensing. This danger lies rooted in the very meaning and function of trade-marks, 
and may be explained in this way: At common law a trade-mark serves as the 
owner’s personal representative. It goes with his goods to the buyer in the hope that 
it will lead to an invitation to come again. Therefore, it is essential for trade-mark 
owners to maintain the integrity of their trade-marks if the public is to believe in 
them and have an incentive to continue buying their goods. 


The licensing of trade-marks conflicts with these objectives. To illustrate, let 
us consider the case of Mrs. Newlywed, the bride, whose family has had a well 
known make of piano, clock or sewing machine in the home ever since she can 
remember. Mrs. Newlywed is entirely familiar with the brand of that article for 
she herself has made daily use of it and has seen the trade-mark time and again. To 
her, the name has stood for integrity and quality of the product and its maker down 
through the years. In deciding to purchase a similar article, it is safe to assume that 
Mrs. Newlywed has these thoughts in mind. When the time arrives to make her own 
purchase, she will undoubtedly ask for the article by the trade-mark. Will she get 
what she expected? That all depends. If the same concern, or its successor, is still 
carrying on the business, the chances are largely in her favor; for she will then be 
dealing with an old established business with the skill and “know-how” to maintain 
the same high standards which have prevailed down through the years. Moreover, 
being the original business it has the incentive to maintain an established reputation. 
All of this, of course, is represented by the trade-mark to Mrs. Newlywed, who pro- 
ceeds to buy the product with confidence. There is a serious question whether she 
would have made the purchase at all, had she known that the product with the 
familiar trade-mark, came not from the old business but from a different concern, 
even though operating under a license from the old concern, a fact which she 
might or might not know. 


True, the Statute requires in such a case that the licensee or “related company” 
must be controlled by the owner of the trade-mark in respect to the nature and 
quality of the goods in connection with which the mark is used; also, that the mark 
shall not be used in such manner as to deceive the public. But the rules for avoiding 
this deception are not stated and the fact remains that the trade-mark will stand 
out as a guide beckoning those who have bought the goods before to get them again; 
and what is more natural than to suppose from the same concern? Obviously, 
however, the source of goods made by a “related company” is not the “original” 
and, in some situations, it may be questioned whether the goods themselves may 
even be classed as “genuine” since the “related company” licensee owns neither 
the trade-mark nor the good will which it represents. Neither can it be said to have 
the same stake in preserving the good will and integrity of the mark as the owner. 
Rather, its stake is, naturally, in the profits to be made out of the good will repre- 
sented by the trade-mark during the period of the license with little or no concern 
for what happens thereafter. 
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Therefore, even though the licensee be given the full “know-how”, specifications 
and instructions for manufacturing the same product as that made originally by the 
trade-mark owner, the licensee lacks the important intangibles which the trade-mark 
stands for, including the incentive to maintain the integrity of the mark through 
continuance of the same high quality standards for the product as before. Under 
such circumstances, it is highly problematical whether the products of the licensor 
and licensee will be identical, and there is no doubt whatever about the source of 
the goods being different. In this respect, if in no other, Mrs. Newlywed and many 
others may be deprived of their natural right of selection. 


This criticism is not to be understood as directed at the situation in which a 
mark is used to identify products of a group of concerns all under a common man- 
agment, as, for example, a family of companies in which the parent owns the trade- 
mark, or those cases where, under proper controls exercised by the trade-mark owner, 
the trade-mark for an ingredient or material is applied by a converter to the finished 
product in order to indicate the brand of ingredient or material used in or from which 
the finished product is made. Here, there is a community good will which is safe- 
guarded by the owner of the trade-mark exercising appropriate controls over the 
nature and quality of the products of each of the concerns using his trade-mark. 
Such use would appear justified also in the case of a group of hotels, restaurants, 
laundries, etc., operating in different parts of the country under common control. 
And, it would also seem proper for a business to license another to carry on a 
separable part of that business under the trade-mark with which it has been identified. 
But to authorize a totally different business to use the same trade-mark on the same 
goods as the trade-mark owner, without deceiving our Mrs. Newlywed, takes judicious 
juggling indeed, and the trade-mark owner who attempts it may find himself caught 
in a trap of his own making. 
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TRADE-MARKS AND THE MONOPOLY PHOBIA* 
By Beverly W. Pattishall** 


In 1914, the late Edward S. Rogers, who was to become known as the Dean 
of the trade-mark bar, concluded his book, Good Will Trade-Marks and Unfair 
Trading, as follows: 

“People are beginning to realize that business should be conducted as games 

are played among gentlemen—not only in accordance with the letter of the rules 
but with a proper sense of sportsmanship. The courts are more and more reflecting 
this healthy public sentiment, and are alive to the fact that in business as in the 
ordinary affairs of life there are things which while in violation of no express law, 
decent people do not do. Judges are realizing that relief in these cases cannot be 
made to depend upon principles of law evolved in past centuries concerning con- 
tracts, trade-marks, literary property and the like, when conditions were different, 
affairs less complex and when parasitic ingenuity was less highly developed.” 


During the thirty-eight years that have elapsed since publication of the above, 
it appeared for a time that Mr. Rogers’ view that business should be conducted 
“as games are played among gentlemen” would be written into the common law 
of this country, as it has been largely into that of England. But in recent years, 
and particularly during the last decade, retrogression seems to have been dominant 
in the standards imposed by the courts for business ethics in matters of trade iden- 
tification.! This writer submits that a primary causation of the retreat is a mis- 
taken and contradictory application of the current antipathy for anything thought 
to smack of monopoly. 


I 


If it can be said that trade-mark rights are, in fact, monopoly rights, it must 
be added that they are monopoly rights justified in the same way that one’s own 
particular physiognomy is a monopoly or one’s rights enumerated in the first ten 
amendments to the Constitution are individual monopolies. 


The anti-trust acts are directed only toward monopolies that are in “restraint 
of trade.” Trade, says Webster, is an “Act or business of exchanging commodities 
by barter or sale.” Obviously, trade, as we know it, is impossible without indi- 
vidual identity; and equally obviously, identity in trade without trade-marks cannot 
be had. The avowed purpose of the anti-trust acts is to encourage competitive 


Copyright 1952 by The Michigan Law Review Association. 
* Reprinted by special permission from 50 Michigan Law Review 967 (1952). 
** Member, Illinois Bar. 


1. See: Lunsford, “Woe Unto You Trade-Mark Owners,” 49 Micu. L. Rev. 1103 
(1951); Lunsford, ““Trade-Mark Infringement and Confusion of Sourse: Need for Supreme 
Court Action,” 35 Va. L. Rev. 214 (1949); Lunsford, “Are Our Courts Protecting ‘Sec- 
ondary Meaning’ Trade-Marks?” 39 T. M. Rep. 767 (1949); Oppenheim, “The Public 
Interest in Legal Protection of Industrial Property,” 40 T. M. Rep. 613 at 622-636 (1950); 
Callmann, “The ‘Sunkist’ Decision: Trade-Marks at the Crossroads,” 38 T. M. Rep. 304 
(1948). Also decisions denying relief in: S. C. Johnson @& Son, Inc. v. Johnson, (2d Cir. 
1949) 175 F. (2d) 176; National Nu Grape Co. v. Guest, (10th Cir. 1947) 164 F. (2d) 
874; Philco Corp. v. F @ B Mfg. Co., (7th Cir. 1948) 170 F. (2d) 958; Judson Dunaway 
Corp. v. Hygienic Products Co., (1st Cir. 1949) 178 F. (2d) 461; Federal Telephone @ 
Radio Corp. v. Federal Television Corp., (2d Cir. 1950) 180 F. (2d) 250. 
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trade and to prohibit unfair monopoly. Thus, to affirm and further the doctrines 
of the anti-trust acts, but to inhibit the protection of trade-marks and other means 
for commercial identification, is patently contraditcory. 


The word “monopoly” has been in recent years almost an anathema to business- 
men. It seems to have become inescapably linked with the adjective, “vicious,” 
and the courts have found one behind almost every commercial “bush.” It is 
now often said that to put a patent into litigation is virtually to have it declared 
invalid, or, at best, not infringed. Attorney Generals of the United States point 
with pride at a record of having filed more anti-trust actions than any of their 
predecessors. Success and consequent bigness now seem to be evil, per se. The 
trend has had numerous significant repercussions in the economy, the results of 
which may or may not be in the public interest.2, The language of many decisions* 
governing the protection of trade-marks and names reveals, however, that this 
“antimonopoly” thinking has recently been allowed to spill over illogically into the 
commercial identity field.+ 


2. See: Oppenheim, “Public Interest in Legal Protection of Industrial and Intellectual 
Property,” 40 T. M. Rep. 613 (1950); CHamBertin, THe THEORY OF MONOPOLISTIC 
Competition, 6th ed., (1948). Professor Oppenheim aptly refers to this trend as “the 
reasoning of the restrictionists.”” See also: Hamilton, “Patents and Free Enterprise,” TNEC 
Monograph No. 31 (1941); Rostow, “Monopoly Under the Sherman Act: Power or Pur- 
pose?” 43 Itt. L. Rev. 745 (1949); Johnston and Stevens, “Monopoly or Monopolization— 
A Reply to Professor Rostow,” 44 ILL. L. Rev. 269 (1949). 

3. A few are Sunbeam Lighting Co. v. Sunbeam Corporation, (9th Cir. 1950) 183 F. 
(2d) 969; Eastern Wine Corp. v. Winslow-Warren, Ltd., (2d Cir. 1943) 137 F. (2d) 955; 
Dixie Cola Laboratories v. The Coca-Cola Co., (4th Cir. 1941) 117 F. (2d) 352; R.C.A. 
Mfg. Co. v. Whiteman, (2d Cir. 1940) 114 F. (2d) 86; Triangle Publications, Inc. v. 
Rohrlich, (2d Cir. 1948) 167 F. (2d) 969 at 982; Calfiornia Fruit Growers Exchange v. 
Sunkist Baking Co., (7th Cir. 1947) 166 F. (2d) 971; concurring opion of Judge Frank 
in Standard Brands v. Smidler, (2d Cir. 1945) 151 F. (2d) 34 at 37; Majestic Mfg. Co. v. 
Majestic Electric Appliance Co., (D. C. Ohio 1948) 79 F. Supp. 649. See also Foreword 
by Brainerd Currie to ““Trade-Marks in Transition,” 14 Law anp Contem. Pros. 171 (1949). 

4. The restrictionist views of Sigmund Timberg appear in “Trade-Marks, Monopoly 
and Restraint of Competition,’ 14 Law anp Contem. Pros. 323 (1949). At p. 333 he 
summarizes: 

“In retrospect, therefore, trade-marks, in addition to their role as facilitating or enforce- 
ment mechanisms for competitive restraints independently desired by private parties, may 
directly promote restrain of trade. Thus, for example, trade-marks may on occasion be the 
direct vehicles whereby monopoly power is consciously brought to bear on actual or poten- 
tial competitors. Furthermore, protagonists of classical competitive theory urge that trade- 
marks undermine the proper basis of competition contemplated by the anti-trust laws, because 
the demand for a trade-marked commodity persists and is inelastic, regardless of what 
is attempted by would-be competitors in the way of ordinary price competition. In other 
cases, owners of trade-marks or trade names become unconscious, albeit willing, monopolists 
because the trade-marks or names are indispensable means of describing commodities in the 
market place. It may well be that these direct, and perhaps often unintended, consequences 
of the use of the trade-mark are socially more important than the positive and purposive use 
of trade-marks to abet illegal conspiracies. Allied with these considerations is the fact that 
the functioning of the trade-mark system may place small business at a great relative dis- 
advantage compared with big business, and may thereby promote the concentration of 
economic power in this country faster than antitrust proceedings in the trade-mark field can 
dissipate such concentration.” 

But for Rogers contra, see: “The Lanham Act and the Social Function of Trade- 
Marks,” 14 Law anp ConTeM. Pros. 173 at 176 (1949): “Identification of business and 
goods is the essence of free competition and the opposite of monopoly.” 

See also the views of Zlinkoff, “Monopoly Versus Competition, Significant Trends in 
Patent, Anti-Trust, Trade-Mark, and Unfair Competition Suits,” 53 Yare L. J. 514 at 531 
(1944): 

“The trend of decisions within this field during the past decade—in contrast to that 
which prevailed in the preceding period—has unmistakably been moving toward restricting 
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A view of the panorama reveals that many courts seem almost to be searching 
for reasons to deny relief in trade identity® cases, under the mistaken impression 
that to grant it would lift from the public domain something which is clearly the 
property of all. 

Yet, is not the public interest best served by maintenance of the sanctity of 
the means for individual identification in trade; for how can a strong competitive 
economy function without clear cut lines of identification? Is it not contradictory 
to seek protection for business against the evils of monopoly, and by doing so, in 
effect, to communize by court decision their means for maintaining their own 
identity in commerce? But, this appears to be the current trend in many jurisdic- 
tions. Perhaps the contradiction has been largely fostered by a mistaken approach 
of the bar. Perhaps it stems principally from confusion of trade identification law 
with that of patents or copyrights,® to which it actually bears no logical relation 


II 


The continued raising of the standards of commercial ethics, hopefully 
referred to by Mr. Rogers in 1914, stemmed from the days of lex mercatoria and 
the great guilds of the middle-ages, each master-craftsman of which was required 
to have his own individual mark, the jealously guarded seal of the quality of his 
craftsmanship. Likewise, the origins of our law of commercial identification are 
traced largely to the common law of England, as with those of most of our com- 
mercial law. With the increase in business intercourse following the industrial 
revolution in England and the conquering of the wilderness in America, the neces- 
sity for protection from and suppression of confusion of trade names, symbols, and 
marks expanded correspondingly. 

Without product and source identification, competition became impossible 
when the shoes made by John Smith ceased to be purchased always by his acquaint- 
ances and from him personally. Unless the shoes which John made bore some 





the scope of exclusive rights awarded plaintiffs and correspondingly broadening the privi- 
leges of their competitors. The influence of the Shredded Wheat case, plus the effect of 
the Supreme Court’s denial of certiorari in a large number of cases where the results 
reached by the circuit courts were in harmony with the Court’s views on the central prob- 
lem of monopoly versus competition have served to mold and accelerate this trend. With 
increasing consistency the circuit courts have rendered judgments for defendants, reversing 
district courts’ rulings awarding relief to plaintiffs, and restricting and casting doubt on 
their own decisions in the earlier decade. Examination of all the circuit court cases in this 
field reveals that the number in favor of the defendants greatly preponderates. And in view 
of the great importance to the consuming public and the commercial world of these results, 
the repeated denial of certiorari by the Supreme Court—which at the same time tends to 
create these results—may be accounted for only by the fact that they were in accord with 
the Court’s views on monopoly and competition.” 

5. The phrases “trade identification,” “commercial identity,” “trade identity,” et cetera, 
are employed throughout this article to refer to matters and the law which have customarily 
been described as “trade-marks, trade names and unfair competition.” It is suggested that 
such phraseology as “the law of trade identification” best describes the field, and that its 
mere use alone would tend to alleviate some of the mislaid emphasis discussed herein. 

6. See: Lunsford, “Woe Unto You Trade-Mark Owners,” 49 Micu. L. Rev. 1103 
(1951). And for a discussion and distinction between patents, copyrights and trade-marks 
see: Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., (6th Cir. 1941) 119 F. 
(2d) 316 at 323; reversed but only as to the measure of profits and damages, 316 U. S. 203, 
62 S. Ct. 1022 (1942); Prestonettes v. Coty, 264 U. S. 359 at 368, 44 S. Ct. 350 (1924). 
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identifying mark or name to serve as a connecting link between him and his trade, 
his goods had either to be sold only locally, or simply as a staple. Without such a 
connecting link, his reputation’s value was limited to sales from his own shop. 
Sometimes even local sale did not solve the problem, as when another John Smith 
opened a shoe shop in the same village or community. The demand developed 
accordingly for sanction and support by the courts for the system of trade identity 
which necessarily arose to permit individual competition and free enterprise on 
an ever broadening scale. Upon this system there developed our modern, competi- 
tive, national market economy. Without the system, and a gradually increasing 
protection afforded it by the courts, this economy could not have grown to a 
magnitude which is the envy of the world. Deprived of the sanction and protection, 
it must suffer correspondingly. 

As the number of trade-marks and trade names in use in the nineteenth 
century increased, it became necessary to obtain some measure of order out of 
the multiplicity, and a system of registration with the government evolved both 
in this country and abroad. Perhaps for reasons of economy, or perhaps from sheer 
unfortunate misunderstanding (witness The Trade-Mark Cases’), the adminis- 
tration of the registration system was illogically relegated to the governmental 
patent offices. 

Both patents and copyrights are, of course, limited statutory monopolies, 
granted to encourage the inventive and creative arts and sciences under the con- 
viction that the public interest is thus best served. Obviously, there is no public 
interest served in granting a monopoly for the creation or invention of a new, 
unique, ingenious or attractive trade-mark or trade name.* Obviously, any such 
grant would contravene the public interest. The law in this field can have but 
one objective compatible with the public interest—the maintenance of individual 
identity in trade. The benefits of achieving this objective are twofold: first, the 
consumer is assured of getting the product he wants; second, the merchant is 
assured of the fruits of his labor, the benefits of his good will, the results of his 
enterprise (be it good or bad), and the ability to compete with others in terms of 
his own reputation, his own products, and his own private identity. A considera- 
tion of these fundamentals reveals that basically it is the intangible thing, the indi- 
vidual identity, which must be protected—as may be necessary—not any individual 
word or mark, as such, which is relied upon to achieve that identity. 
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There seem always to be those whose inclinations are to reap where they have 
not sown and to ride as long as possible on the coat-tails of the diligent and suc- 






7. United States v. Steffens; United States v. Wittemann; United States v. Johnson, 
100 U. S. 82 (1879). 

8. See: Mishawaka Rubber and Woolen Mfg. Co. v. S. S. Kresge Co., (6th Cir. 1941) 
119 F. (2d) 316 at 323, reversed but only as to the measure of damages, 316 U. S. 203 
(1943); e.g. Ambrosia Chocolate Co. v. Ambrosia Cake Bakery, (4th Cir. 1947) 165 F. 
(2d) 693 at 697: “Only upon a clear showing of novelty and originality approximating a 
‘flash of genius’ is a patent granted; while a man of ordinary intelligence could easily devise 
a score of valid trade-marks in a short period of time.” 
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cessful; and since the ingenuity of the “freerider” has developed in proportion 
to the value of the ride, the courts have been constantly beset with difficulties in 
achieving the objective mentioned above® even when it has been recognized rather 
than obscured by the superficial reasoning so prevalent in this field. In relatively 
recent years it was finally comprehended and accepted that “unfair competition” 
could exist where actual “competition” itself was absent.1° Also within recent 
years there appeared a vast expansion of commercial enterprise implemented by 
such developments as: self-service stores, national advertising, the radio, and now, 
television. These, and many other innovations which stress commercial identifica- 
tion, augmented a national market economy and with it enhanced the values of 
the free ride on a national reputation. But coincident with this evolution there 
appeared the evils of the vast corporate monopolies, and, in counter-balance, the 
anti-monopoly philosophy as now evidenced in the judicial, executive and legisla- 
tive branches of the government, and in current economic and political philosophy. 
Almost precisely at this point the contradiction made its appearance, an under- 
standable contradiction, perhaps, but a dangerous one wholly in error in its reason- 
ing and destructive in its results. In the rush to destroy the monopolies that were 
stifling commercial competition, and with it the initiative which had made the 
nation great, the very means and basis for this competition and indivdual initiative 
has suffered and is now being undermined. Business concerns now often find, when 
in court seeking simply to prevent encroachments upon their individual identity, 
and thus, their good will, that they are accused of striving to preserve unto them- 
selves a monopoly in words and symbols which were and are the heritage of all. 
In recent years the courts have often confused themselves and confounded the 
public and the businessman by prescribing impossibly artificial standards and yard- 
sticks in resolving trade-mark and unfair competition cases—yardsticks the measure 
of which seems to depend upon whether certain words, devices, colors, or combina- 
tions thereof consist of elements which are a part of the language or the public 
domain.!1_ The rule has been stated frequently that where a word or device is 
an ordinary one which is the property of all, it may not be granted as a monopoly 
to any one trader, and therefore, no one trader can be protected against simulating 
use by another.!? 





9. Telechron, Inc. v. Telicon Corp., (D. C. Del. 1951) 97 F. Supp. 131 at 150: “My 
reading in the literature has covered hundreds of cases dealing with many subjects pertain- 
ing to trade-mark infringement and unfair competition. The experts in the field have been 
hard put to work out a scheme among the multiple decisions. Instance after instance may 
be cited where decisional results are patently incompatible. A pattern of logic has failed 
to result, I believe, because each decision is controlled by its particular facts. This type of 
litigation presents fact cases. This makes it difficult to apply precedents which are conclu- 
sive. The soundness of any particular court’s decision is controlled by the fidelity of the 
application of established legal principles to a particular set of facts for adjudication.” 

10. See: 2 Nims, Unrarr Competition AND TrADE-Marks, 4th ed., §374, pp. 1194- 
1206 (1947). 

11. E.g., Dixie Cola Laboratories v. Coca-Cola Co., (4th Cir. 1941) 117 F. (2d) 352; 
Philco Corp. v. F. @ B. Mfg. Co. (7th Cir. 1948) 170 F. (2d) 958 at 961: “A distinctive 
mark or name will be broadly protected as a trade-mark, but general words or names, which 
have been applied to and used and registered as trade-marks for a large number and variety 
of products, will be protected only within the range of use on similar goods. Pease v. Scott 
County Milling Co., D. C. Mo., 5 F. 2d 514.” Sunbeam Corp v. Sunbeam Lighting Co., 
(9th Cir. 1950) 183 F. (2d) 969. 

12. Nims, in UNFarR CoMPETITION AND TraDE-Marks, 4th ed., states, however, at p. 
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In Eastern Wine Corp. v. Winslow-Warren Ltd.1* Judge Frank stated that 
the legal protection of trade names “creates lawful monopolies, immunities from 
competition.” Yet without the identifying device of trade names or trade-marks 
how can effective competition exist? In Sunbeam Lighting Co. v. Sunbeam Cor- 
poration,'* speaking of the trade-mark Sunbeam, the court stated: 


“# #* * it seems quite unreasonable to hold that the plaintiff company with its well- 
earned reputation for quality in its line should have the legally enforceable monopoly 
to this superlative term throughout the whole electrical world. * * * 

“If, in course of our free enterprise, someone would market an unworthy article 
outside plaintiff’s field bearing the name Sunbeam it must be borne as not an 
unlikely circumstance following plaintiff’s selection of a non-fanciful word popular 
with commercial concerns.”15 


In California Fruit Growers Exchange v. Sunkist Baking Co.,'® we find: 


“The unconscionable efforts of the plaintiffs to monopolize the food market 
by the monopoly of the word ‘Sunkist’ on all manner of goods sold in the usual 
food stores should not be sanctioned by the courts.” 


Yet, even were the plaintiff to have been granted a “patent” on the word 
“Sunkist,” it would hardly have been able to “monopolize the food market,” for 
it would still have been faced with the competition of concerns using such well 
received trade-marks as “Swift’s, Libby's, Monarch, Quaker, and a host of others. 

In denying relief in Majestic Mfg. Co. v. Majestic Electric Appliance Co.,}" 
the court stated: 


525: “Present day protection of trade-marks is assailed also as encouraging monopoly. That 
word is over-worked. Its history has given it a suggestion of illegality and undesirability 
which renders it almost useless to convey accurately ideas which it often intended to ex- 
press. There are far more monopolies that are useful and in the public interest than those 
that are not. Literally it means to sell alone—to be the exclusive seller. Its extended mean- 
ing is as the name of any exclusive right or proprty of which there are scores that are 
known to us all. Applied to trade-marks, it means rights in a word, in a particular connec- 
tion which are exclusive to the owner. The word ‘bluebird’ is in the public domain. No 
one can monopolize it, as applied to birds; but exclusive—monopolistic if you please—rights 
may exist in it as a trade-mark. Hence to say that a trade-mark is a monopoly often creates 
an erroneous impression as something contrary to public interest. A trade-mark consists of 
an exclusive right to use a name to indicate source in a particular field of industry. It may 
serve in addition, as the name of the goods of a particular concern. Both uses are exclusive 
privileges—monopolies if you will—but not illegal ones; nor are they against public policy, 
unless it is no longer of benefit to merchants or to consumers for goods to be so marked that 
their maker or seller may be identified.” But in 26 N. C. L. Rev. 139 at 168-169 (1948), 
Wallace C. Murchison in commenting upon the “monopolistic” tobacco industry, suggested: 
“One of the thorniest aspects of dissolution in the tobacco industry would be disposition of 
trade-marks and brand names; perhaps use of present brand names by any of the newly 
created corporations would be the only practical solution. * * * Restriction of this protective 
device of monopoly [brands] offers the only hope for the evolution of a tobacco industry 
of many producers and effective competition.” See also: Borchardt, “Are Trade-Marks an 
Anti-Trust Problem?” 31 Geo. L. L. 245 (1943); Diggins, “Trade-Marks and Restraints of 
Trade,” 32 Geo. L. J. 113 (1944); Lockhart, “Violation of the Anti-Trust Laws as a 
Defense in Civil Actions,” 31 Minn. L. Rev. 507 at 564 (1947). 

. (2d Cir. 1943) 137 F. (2d) 955 at 957, cert. den. 320 U. S. 758, 64 S. Ct. 65 


. (9th Cir. 1950) 183 F. (2d) 969 at 973 and 972, cert. den. 340 U. S. 920, 71 
S. Ct. 357 (1951). 

15. See also, Sunbeam Furniture Corp. v. Sunbeam Corp., (9th Cir. 1951) 191 F. (2d) 
141. But in contrast are the opinions of different panels of the same court in Stork Restaurant, 
Inc. v. Sahati, (9th Cir. 1948) 166 F. (2d) 348 and Safeway Stores, Inc. v. Dunnell, 
(9th Cir. 1949) 172 F. (2d) 649. 

16. (7th Cir. 1947) 166 F. (2d) 971 at 974. 

17. (D. C. Ohio 1948) 79 F. Supp. 649 at 650. 
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“The granting of greater protection would create a monopolistic power not 
contemplated in the law relating to trade-mark rights. * * * 

“The allocation of the entire field of household appliances to plaintiff under 
the trade-mark ‘Majestic’ would be tantamount to a gift of exclusive ownership 
of the use of an English word.” 


Many courts and counsel have likewise drawn from time to time upon the 
ill-conceived statement of the Supreme Court in American Steel Foundries v. Rob- 
ertson'§ respecting the trade-mark Simplex and other commonly used marks: 


“It would be a serious matter if the law actually permitted anyone who chose to 
do so to organize a series of corporations with names containing these words, respec- 
tively, and thereupon virtually withdraw these words from public use as trade-marks 
and monopolize them by preventing their registry as such.” 


The Court was, of course, referring to the so-called “name clause” provisions 
of the Trade-Mark Act of 1905 prohibiting the registration of trade-marks which 
substantially appropriated a corporate name.!® But its concern that such a device 
would “monopolize” the words involved was wholly unjustified, since it had been 
held repeatedly that registration under that act conferred no substantive rights; 
thus the barring of registration could confer no monopoly.2° When it is remem- 
bered that trade-mark rights spring only from use and are limited by the extent 
or area of the likelihood of confusion which might arise from simulating use, it is 
clear that the Court’s fears were ungrounded. It is noteworthy, moreover, that the 
“name clause” provisions were not included in the present statute, the Trade-Mark 
Act of 1946. 

Perhaps the foremost judicial exponent of the “monopoly” notion is Judge 
Jerome Frank of the United States Court of Appeals for the Second Circuit. In the 
Eastern Wine Case! he spoke for the majority and expressed the convictions which 
have reappeared?? in all of his recent opinions in trade identification cases: 


18. 269 U. S. 372 at 384, 46 S. Ct. 160 (1926). 

19. Sec. 5, Trade-Mark Act of February 20, 1905 (Repealed July 5, 1946). 

20. E.g., Walgreen Drug Stores v. Obear-Nester Glass Co., (8th Cir. 1940) 113 F. (2d) 
956 at 960: “Mere registration under the Federal Act does not create a trade-mark and 
confers no new rights to the mark claimed, nor, indeed, any greater rights than already 
existed at common law without registration. United States Printing @ Lithograph Co. v. 
Griggs, Cooper & Co., 279 U. S. 156, 49 S. Ct. 267, 73 L. Ed. 650; In re Plymouth Motor 
Corp., Cust. & Pat. App., 46 F. 2d 211; Prestonettes, Inc. v. Coty, 264 U. S. 359, 44 S. Ct. 
350, 68 L. Ed. 731.” 

21. (2d Cir. 1943) 137 F. (2d) 955 at 957. 

22. See his concurring opinion in Standard Brands v. Smidler, (2d Cir. 1945) 151 F. 
(2d) 34, which was concluded at p. 43 with: “I would not, however, be sorry if the 
Supreme Court reversed our decision”; and which reads at p. 38: “With considerable 
doubt, I agree with my colleagues, in holding that plaintiff has such a monopoly. I shall 
canvass in some detail the reasons for my doubts because they touch the trunk nerve of the 
trade-name doctrine, a doctrine which, I think, has been left in much obscurity. I use the 
word ‘monopoly’ advisedly, because basic in the consideration of cases like this is the fact 
that judicial protection of any trade name necessarily involves a legalized monopoly which 
does not—like patents, copyrights or public utility monopolies—rest upon any statute but 
is entirely judge-made. In the inception of the trade-name doctrine, that fact went largely 
unobserved.” In Triangle Publications v. Rohrlich, (2d Cir. 1948) 167 F. (2d) 969 at 
982, Judge Frank dissented and argued as follows: “Without doubt, the judge-made trade- 
name doctrine or concept fosters monopolies; and, generally speaking, the common-law 
tradition is inimical to monopolies (although opposition to monopoly when it takes the form 
of an obsessive monopoly-phobia becomes absurd). Some writers, disturbed by the sugges- 
tion that judicially-protected trade-names are monopolies, protest that the judicial protection 
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“On oral argument, plaintiff’s counsel contended that the alleged confusion 
resulting from the alleged similarity of the names was injurious to consumers. That 
contention embodies a frequently encountered misunderstanding of the doctrine of 
‘unfair competition,’ a misunderstanding which has led to those instances of undue 
extension of the doctrine on which plaintiff relies. Much of that misunderstanding 
seems to stem from the misleading use of the word ‘competition’ in the label ‘unfair 
competition.’ For, while competition has been cherished in part on the ground that it 
fosters character traits in competing businessmen deemed socially valuable, its basic 
virtue is generally regarded as consisting of its benefits to consumers. The magna carta 
of competition, Adam Smith’s The Wealth of Nations, made it clear that the consum- 
er’s interests were to be the dominant aim of the competitive system: ‘Consumption,’ 
wrote Adam Smith, ‘is the sole end and purpose of all production; and the interest 
of the producer ought to be attended to, only so far as it may be necessary for pro- 
moting that of the consumer. The maxim is so perfectly self-evident that it would 
be absurd to attempt to prove it.’ But the legal protection of trade-names does not 
engender competition; on the contrary, it creates lawful monopolies, immunities from 
competition. And the legally forbidden invasions of those monopolies might often 
benefit consumers. Thus, if a competitor of the manufacturer of a toothpaste with 
an established trade-name were to sell that identical toothpaste under that name 
but at half the usual price, the consuming public would be better off financially; 
nevertheless such competition would, of course, be enjoined.” 


Judge Frank continues with a stimulating discussion of the true place and 
value of monopolies in an economically competitive society. All of his reasoning, 
however, seems falsely postulated from what is assumed as a self-evident fact— 
that protecting trade-marks “creates lawful monopolies, immunities from compe- 


tition.” 

The recent decision in Creamette Company v. Conlin et al.?* denied relief 
to the complainant, prior user of the mark Creamette for macaroni, against trade- 
mark and trade name use of Creamette for ice cream products. Although confu- 
sion may or may not have been likely, the court bottomed its decision on the lack 
of evidence of intent to defraud and the following anti-monopoly reasoning: 


“We think it true that a name may be arbitrary or fanciful as applied to one 
or more products, but yet not be entitled to unlimited protection as against its good 
faith trade name adoption and use upon a product of which, because of its inherent 
properties, it is plainly and accurately descriptive in ordinary meaning. As applied 
to such an article it is a nonfanciful word because as thus used it is descriptive. Such 
a situation is analogous to that considered in Sunbeam Lighting Co. v. Sunbeam 
Corp., 9 Cir., 183 F. 2d 969. This statement may be only another way of expressing 
the well established rule in such cases that even a ‘strong’ trade name does not 
grant a monopoly for unlimited use, Philco Corp. v. Phillips Mfg. Co., supra; Arrow 
Distilleries v. Globe Brewing Co., 4 Cir., 117 F. 2d 347, 351. In any event, what 
is sufficient to control this case is the conclusion that the appellant’s trade and 
corporate name Creamette is not so all inclusive as to give the broad monopoly for 


of trade-names rests on prevention of unfairness between competitors, not on protection of 
monopoly. But, no matter by what doctrinal path the courts arrive at their results in this 
field, the judicial restraints of defendants do yield plaintiffs’ monopolies. To the practical, 
social consequences of their decisions, the courts ought not shut their eyes. A concept is 
what it does. If a legal concept produces a monopoly, the concept, pragmatically, is a con- 
cept favoring monopoly. Such a concept should be carefully scrutinized when the courts are 
asked to widen it, as here, by a decision which will become a precedent with ‘radiating 


potencies.’ ” 
23. (5th Cir. 1951) 191 F. (2d) 108 at 112. 
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its use which is necessary to legally require a finding that, in the circumstances here 

and where no actual or legal fraud is shown, the use of the term on a frozen sweet or 

dessert product like ice cream is an act of unfair competition which equity should 

enjoin.” 24 

It is obvious from these and other somewhat less emphatic but correspond- 
ingly destructive pronouncements that the rule is rapidly becoming fixed as follows: 
Where a trade-mark is an ordinary word or symbol the “patent” or “copyright” 
monopoly will be treated as “narrow,” if existent at all, and protection against 
the use of similar words on identical goods or identical words on similar goods, 
or other ingenious efforts to trade upon the good will of the prior user, will be lim- 
ited or denied accordingly. The test then becomes more a question of the semantic 
understandings of the particular court hearing the controversy, with the chaos 
and contradiction that must inevitably flow therefrom, than an. adjudication of 
the single fact question actually involved. That question is wholly encompassed, 
however, by the test which the courts have long since evolved and which is a sound 
and reliable determinant appropriate to virtually all trade identification contro- 
versies. Its application will result in minimum contradiction and maximum pro- 
tection for the public and private interest. It has been incorporated into the 
statute,25 and in essence it is: If the use by the subsequent trader is likely to 
result in confusion with the goods, service or reputation of the prior user, it should 
not be permitted.?® 

With such a test there is no need for inquiry into whether the mark in issue 
is an ordinary word, such as “Ivory,” an invented one, such as “Kodak,” or any 
word or mark in between. What the law need protect is the right to individual 
identity, not the word or mark which, when used in a certain highly finite way, 
is the means for achieving it. For the law to concern itself with the nature of 
the word or mark in any way other than to inquire as to the likelihood of confu- 
ston is to place the cart before the horse. In a trade-mark or similar case no court 
is ever required to make any academic determination of whether the mark involved 





24. Interesting to note is the following contradiction found in the two “Philco” cases in 
the Seventh Circuit: “But ‘Philco’ is neither a geographical term nor an abbreviation sug- 
gesting a geographical term; it is a coined word unquestionably subject to exclusive appro- 
priation under the 1905 common laws of the States, and therefore under the Act of 1905.” 
Philco Corp. v. Phillips Mfg. Co., (7th Cir. 1943) 133 F. (2d) 663 at 673. Yet in Philco 
Corp. v. F @ B Mfg. Co., (7th Cir. 1948) 170 F. (2d) 958 we read at p. 961, as a reason 
for denial of relief against an alleged infringement of “Philco”: “A distinctive mark or name 
will be broadly protected as a trade-mark, but general words or names, which have been 
applied to and used and registered as trade-marks for a large number and variety of prod- 
ucts, will be protected only within the range of use on similar goods.” And still later, in 
the same court’s opinion in Jewel Tea Co. v. Kraus, 187 F. (2d) 278 (1950), appears the 
statement at p. 282: “On the other hand ‘Jewel’ is not a coined or fanciful name, such as 
‘Kodak,’ ‘Philco’ or ‘Budweiser.’”” It is also amusing to note that “Budweiser” is not fanci- 
ful but is a geographical name, as was stressed in Anheuser-Busch v. Du Bois Brewing Co., 
(3d Cir. 1949) 175 F. (2d) 370 at 371. 

25. Trade-Mark Act of 1946, 60 Stat. L. 437, §32(1), 15 U. S. C. (1946) §1114(1). 

26. See also: 3 Torts RESTATEMENT §730, comment b: “The interest [in a trade-mark 
or a trade name] is not protected against the use of a similar designation for any goods, 
services or business. It is protected only within the limits fixed by the likelihood of con- 
fusion of prospective purchasers. The issue in each case is whether the goods, services or 
businesses * * * are sufficiently related so that the alleged infringement would subject the 
good-will and reputation of the other’s trade-mark or trade name to the hazards of the 
actor’s business.” 
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is a part of the public property. It need have no fear that in protecting a trade- 
mark a monopoly may be granted in anything that is public property so long as 
it adheres to the lieklihood of confusion test. 

As an extreme example, it is obvious that no merchant could expect to identify 
beer, manufactured or sold by him, merely by any use of the word “beer” as his 
trade-mark. Obviously, those who might buy his beer could not be misled by any 
use of the word “beer” by another into believing that they were purchasing the 
product of the first. Hence there is no area for likelihood of confusion, and it 


could not be shown. Hence, protection for the use of “beer” as a trade-mark for 
beer would be denied. But if the word “beer” does function to the trade and 
public to identify a particular brand of merchandise, for instance, a particular 
brand of soap, the user should be protected, within the limits of likelthood of con- 
fusion, from subsequent use by another despite the fact that the word “beer” is an 
ordinary one, is a part of the language, and is openly available to the use of all. 


Protection within the limits of likelihood of confusion can never inhibit the 
right of anyone to use the ordinary word involved in any sense other than as a 
means for source of goods identification. Insomuch as an ordinary word, when 
used in a particular way (i.e. as a trade-mark), serves to identify a particular 
product as coming from a particular source, that much should its corresponding 
use by others be denied. In other words, to the extent that its corresponding use 
by others is likely to result in confusion of source with the prior user, that much 
the prior user’s individual trade identity should be protected and use denied to 
another—no more, no less. The mark, whatever it may be, is unimportant. It is 
only a means to an end, the end being the worthy one of identification for 
the public of merchandise or service with source and thus connecting and preserv- 
ing good will to its rightful owner. It is not the mark, it is the result of the prior 
use that is significant.*7 

An excellent delineation of the elements of the law of trade-marks and a dis- 
tinction of it from that of patent monopolies is found in Judge Freed’s opinion in 
United States v. Timken Roller Bearing Co.** 


“Trade-marks in our economic system provide the method by which one seller 
may be enabled to distinguish his goods from those of another. Fundamentally the 
basic function of the law pertaining to trade-marks is to safeguard the good will of 
one manufacturer or distributor against the sale of another’s merchandise as his. 
Canal Co. v. Clark, 13 Wall. 311, 80 U. S. 311, 20 L. Ed. 581, Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403, 36 S. Ct. 357, 60 L. Ed. 713. The right 
to protect it is bestowed by the law not only to reward business enterprise and 


27. See: Hanover Star Milling Co. v. Allen @ Wheeler Co., (7th Cir. 1913) 208 F. 
513 at 516: “It is not the trade-mark, but the trade, the business reputation, and good will, 
that is injured; and the property or right in the trade is protected from injury by preventing 
a fraud-doer from stealing the complainant’s trade by means of using the complainant’s 
‘Commercial signature.’” And at p. 517: “Others may use the common word in its common 
meaning, but they cannot use it in the particular meaning created by the complainant.” 
Also Professor Chafee’s article, “Coming Into Equity with Clean Hands,’ 47 Micu. L. 
Rev. 1065 at 1078 (1949): “* * * what is basically safeguarded in trade-mark cases is the 
market, not the mark. * * * The trade-mark is the means by which A strengthens his ex- 
pectancy of drawing customers to his door.” 

28. (D.C. Ohio 1949) 83 F. Supp. 284 at 315; Modified, but not as to the above, 341 
U. S. 593, 71 S. Ct. 125, 530 (1951). 
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prevent piracy on successful and established ventures, but at the same time to pre- 
vent deception of the public into believing that they are purchasing one product 
instead of another. 

“The trade-mark right as all other rights is not without bounds. The owner’s 
rights are canalized within the exercise of the trade-mark’s accepted and defined 
functions. The law is replete with decisions which set out their functions and 
limitations. 

“Some of them are lucidly delineated in United Drug Co. v. Theodore Rectanus 
Co., 248 U. S. 90, 97-98, 39 S. Ct. 48, 50, 63 L. Ed. 141, as follows: 

‘The asserted doctrine is based upon the fundamental error of supposing 
that a trade-mark right is a right in gross or at large, like a statutory copy- 
right or a patent for an invention, to either of which, in truth, it has little or 
no analogy. Canal Co. v. Clark, 13 Wall. 311, 322, 20 L. Ed. 581; McLean v. 
Fleming, 96 U. S. 245, 254, 24 L. Ed. 828. There is no such thing as property in 
a trade-mark except as a right appurtenant to an established business or trade in 
connection with which the mark is employed. The law of trade-marks is but a 
part of the broader law of unfair competition; the right to a particular mark 
grows out of its use, not its mere adoption; its function is simply to designate the 
goods as the product of a particular trader and to protect his good will against 
the sale of another’s product as his; and it is not the subject of property except 
in connection with an existing business. Hanover Milling Co. v. Metcalf, 
240 U. S. 403, 412-414, 36 S. Ct. 357, 60 L. Ed. 713. 

‘The owner of a trade-mark may not, like the proprietor of a patented 
invention, make a negative and merely prohibitive use of it as a monopoly. See 
United States v. [American] Bell Telephone Co., 167 U. S. 224, 250, 17 S. Ct. 
809, 42 L. Ed. 144; Bement v. National Harrow Co., 186 U. S. 70, 90, 22 S. 
Ct. 747, 46 L. Ed. 1058; [Continental] Paper Bag Patent Case, 210 U. S. 405, 
424, 28 S. Ct. 748, 52 L. Ed. 1122. 

‘In truth, a trade-mark confers no monopoly whatever in a proper sense, 
but is merely a convenient means for facilitating the protection of one’s good- 
will in trade by placing a distinguishing mark or symbol—-a commercial signature 
—upon the merchandise or the package in which it is sold.’ ”’29 


Although more recent opinions indicate some amendment in his views,2° the 
language of Judge Learned Hand in Yale Electric Corporation v. Robertson®) in 
describing the nature of trade identification rights can hardly be improved: 


“However, it has of recent years been recognized that a merchant may have a 
sufficient economic interest in the use of his mark outside the field of his own exploi- 
tation to justify interposition by a court. His mark is his authentic seal; by it he 
vouches for the goods which bear it; it carries his name for good or ill. If another 
uses it, be borrows the owner’s reputation, whose quality no longer lies within his 
own control. This is an injury, even though the borrower does not tarnish it, or 


29. See: Royal Baking Powder Co. v. Raymond, (C. C. Ill. 1895) 70 F. 376 at 383: 
“the use of this word [Royal] in good faith by any person for any purpose of oral or 
written communication, descriptively or metaphorically, is not invaded by the trade-mark 
function which this complainant’s peculiar use of said word has added to it. * * * But I 
think the analogy of a patent right or of an estate in land, sometimes followed in reasonings 
about trade-marks, is false and misleading.” And in Willson v. Graphol Products Co., 
(C. C. P. A. 1951) 188 F. (2d) 498 at 501-502: “A trade-mark is not a grant, does not 
spring up through registration as do patents and copyrights, but is a right growing out of 
use.” Also holding that trade-mark rights are not monopoly rights is Philadelphia Storage 
Battery Co. v. Mindling, 163 Misc. 52, 296 N. Y. S. 176 at 181 (1937). 

30. E.g., S. C. Johnson & Son, Inc. v. Johnson, (2d Cir. 1940) 116 F. (2d) 427; S. C. 
Johnson @ Son, Inc. v. Johnson, (2d Cir. 1949) 175 F. (2d) 176; Federal Telephone & 
Radio Corp. v. Federal Television Corp., (2d Cir. 1950) 180 F. (2d) 250. 

31. (2d Cir. 1928) 26 F. (2d) 972 at 974. 
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divert any sales by its use; for a reputation, like a face, is the symbol of its possessor 
and creator, and another can use it only as a mask. And so it has come to be recog- 
nized that, unless the borrower’s use is so foreign to the owner’s as to insure against any 
identification of the two, it is unlawful. Aunt Jemima Mills Co. v. Rigney, 247 F. 
407 (C. C. A. 2) L. R. A. 1918C, 1039; Akron-Overland v. Willys-Overland, 
273 F. 674 (C. C. A. 3); Vogue Co. v. Thompson-Hudson Co., 300 F. 509 
(C. C. A. 6); Wall v. Rolls-Royce, 4 F. (2d) 333 (C. C. A. 3).” 


A particularly penetrating and learned rebuttal to arguments of those who 
imagine that protecting trade identification rights fosters unwarranted monopoly 
is found in Professor S. Chesterfield Oppenheim’s article, ““The Public Interest in 
Legal Protection of Industrial and Intellectual Property.”®* He states: 


“Unlike patents and copyrights, trade-marks and trade names are not the 
creatures of statutory grant of exclusiveness based upon specific constitutional 
sanction. They are primarily the creatures of the common law and are also protected 
under registration statutes. The Trade-Mark Act of 1946 purports to introduce some 
new substantive rights of trade-mark owners going beyond the common law. 

“Under our jurisprudence, common law protection arises from adoption and 
use of either arbitrary or suggestive terms—the so-called technical marks—or 
descriptive and geographical terms, personal names and the like which have become 
associated in the public mind with a particular source—the so-called secondary 
meaning trade names. 

“It is elementary that these marks are symbols of good will which serve the 
essential commercial purpose of identifying the product and source of one merchant’s 
goods and distinguishing them from the goods of his competitors.”33 


He then refers to the “restrictionists” and the rules of decency which seem to 
be fast disappearing into the mists of monopoly thinking: 


“In short, the conventional judicial doctrine is that the public interest lies in 
preventing competition through infringement of the plaintiff’s trade-marks by defend- 
ant’s use of an identical or confusingly similar mark in order that the competitive 
struggle might be conducted on a plane of fair competitive rivalry. 

“What’s wrong with that classical concept of the public interest? Does it not 
square with the American sense of ‘fair play,’ a belief imbedded in the folkways of 
the sports arena and the market place? 

“Again the restrictionists enter the picture with the theme that the public interest 
has been neglected in the failure of the courts to be alerted to the peril that the 
exclusiveness of trade-mark rights might be worth less than they cost society. As in 
the case of patents, the restrictionists argue for a strict judicial attitude in ruling 
on the validity of trade-marks and on the scope of their protection. They have 
questioned the basic premises of the traditional theory of trade-mark protection. This 
time, they have labeled trade-marks as ‘partial monopolies’ incompatible with the 
preservation of competitive opportunities of other businessmen. * * * 

“Except in times of war or national emergency, American industrialists and 
businessmen should have the final say in managerial decisions concerning what to 
produce, how to produce, how to market and at what price to sell. Consumers should 
have free choices in their preferences for goods and services as umpires in the 
competitive order. 


Seika; 


32. 40 T. M. Rep. 613 at 622 (1950). See also, Baker, “The Monopoly Concept of 
Trade-Marks and Trade Names and the ‘Free Ride’ Theory of Unfair Competition,” 17 
Geo. Wash. L. Rev. 112 (1948). 

33. 40 T. M. Rep. 613 at 622 (1950). 
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“In these days, it is more necessary than ever that we should be constantly 
alert to preserve such a conception of our legal system and economy.”34 


Perhaps it should be mentioned that it can be wrongly argued that the likeli- 
hood of confusion doctrine would, if pursued to its ultimate, logically permit 
the large and powerful to appropriate the mark of the weak and insignificant prior 
user merely by weight of an advertising and promotion campaign which would 
result in educating the public to believe that the products bearing a given mark 
originate with the subsequent rather than the prior user. It is true that under 
such circumstances the subsequent user could show that he suffered from such 
confusion; but the prior user could always show that as to his own, though limited, 
customers he had been defrauded, and this would justify his and his trade’s relief 
and the enjoining of the subsequent user. 

When it is understood that the protection which should be afforded in the 
law of commercial identification runs not to particular words, marks or designs 
but actually to an intangible right to maintain one’s identity inviolate, it seems 
clear that consideration of monopolies akin to patents or copyrights has no place. 


IV 


The laws of forgery®® or counterfeiting are perhaps more closely allied to 
that of commercial identification than are any other branches. A forgery is a 
making or altering of a writing or instrument which, if genuine, would, or on its 
face might, be of some legal effect upon the rights of others. If John A. Smith 
forges the signature of another John A. Smith upon a check, it is a crime. It is 
no less a crime that John A. Smith, the forger, has all freedom in the right to use 
his own name. The only limitation upon that right is that he may not use it in 
any way likely to confuse his own individual identity with that of another. Obvi- 
ously there is no monopoly right involved in this question. Neither of these 
John A. Smiths has any monopoly in the name John A. Smith, as a glance at a 
telephone directory will reveal. Yet, without question, the individuality of all 
John A. Smiths will be protected against a forgery which feloniously invades the 
individual identity of any one of them. The forgery mentioned imitates a par- 
ticular and finite identifying use of that ordinary name in a way likely to deceive 
as to identity. The infringer of an ordinary word used as a trade-mark imitates 
a particular and finite identifying use of an ordinary word which may otherwise 
be freely used by all. The analogy is complete, and the rights involved are not 


34. Id. at 623. But see, contra: “The Extension of Trade-Mark Protection to Non- 
Competitive Relationships,” 44 Itt. L. Rev. 182 (1949). See also, Brown, “Advertising 
and the Public Interest: Legal Protection of Trade Symbols,” 57 YaLe L. J. 1165 (1948); 
and, contra, Hilson Co. v. Foster, (C. C. N. Y. 1897) 80 F. 896 at 897. 

35. See, e.g.: “While it is true that every man has a right to use his own name in his 
own business, it is also true that he has no right to use it for the purpose of stealing the 
good will of his neighbor’s business, nor to commit a fraud upon his neighbor, nor a tres- 
pass upon his neighor’s rights or property; and, while it is true that every man has a right 
to use white paper, it is also true that he has no right to use it for making counterfeit 
money, nor to commit a forgery. It might as well be set up, in defense of a highwayman, 
that, because the constitution secures to every man the right to bear arms, he had a consti- 
tutional right to rob his victim at the muzzle of a rifle or revolver.” Garrett v. T. H. Garrett 
& Co., (6th Cir. 1896) 78 F. 472 at 478. 
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“monopolies,” as such, in words or names. Even the rights of third parties or 
the public for protection against forgeries and protection against invasions of trade 
identity are perfectly analogous. Thus it appears that protection of the identifying 
function of trade-marks, symbols, names and the like within the scope or area of 
a likelihood of confusion is only protecting the merchant and the public from the 
likelihood of trade forgery.*® 

There is but one difference in the two fields of law. For forgery the intent 
to deceive is requisite, the act being a criminal one. In the law of trade identifica- 
tion, the cause of action being civil in nature, the element of intent may be absent, 
since the damage of confusion may result either with or without the intent to 
defraud.37 


V 


Perhaps an early and unfortunate choice was the use of the word “infringe- 
ment” to describe a simulating use of a previously used trade-mark. The law of 
trade-marks is constantly and properly said to be “but a part of the broader 
law of unfair competition.” Unfair competition is often aptly described as the 
genus and trade-mark infringement one of its species.** Both causes of action 
arise from the same fact situations and are frequently pleaded together. It being 
clear that they are “birds of a feather” not akin to rights in patents or copyrights, 
it is curious and contradictory that the word “infringement” has been borrowed 
from the diverse fields of patent and copyright law and applied to describe the 


36. Interesting are the views of the prominent political and business figure, James 
A. Farley: “A trade-mark is a simple practical device—a commercial invention of the 
first order. In the millions of daily transactions of buying and selling it is a symbol of an 
implied contractual relationship between buyer and seller that establishes the identity and 
responsibility of merchandise. It fixes identity and responsibility much in the same manner 
as your own signature at the bottom of a letter makes you its responsible author. * * * In 
the long run no product sells because of advertising that would not have sold in a lesser 
degree without it. For if the product is not worthy, advertising simply hastens the day 
when the whole market has sampled the product and rejected it. Advertising cannot make 
a permanent success of any product that is not fit for success on its own. Thus, advertising 
is a multiplier that broadcasts your virtues—or your defects—all the faster.” “Advertising 
As A World Force,” an address to the Advertising Club of New York, THe Coca Cora 
BoTTLer, (July 1949) p. 49. 

37. Several state trade-mark statutes, however, contain criminal provisions for trade- 
mark infringement where the intent to defraud is present. Judge Learned Hand stated in 
My-T Fine Corp. v. Samuels, (2d Cir. 1934) 69 F. (2d) 76 at 77: “We need not say 
whether that intent is always a necessary element in such causes of suit; probably it origi- 
nally was in federal courts. McLean v. Fleming, 96 U. S. 245, 24 L. Ed. 828; Lawrence 
Mfg. Co. v. Tennessee Mfg. Co., 138 U. S. 537, 11 S. Ct. 396, 34 L. Ed. 997; Elgin Na- 
tional Watch Co. v. Illinois Watch Case Co., 179 U. S. 665, 21 S. Ct. 270, 45 L. Ed. 365. 
But when it appears, we think that it has an important procedural result; a late comer who 
deliberately copies the dress of his competitors already in the field, must at least prove 
that his effort has been futile. Prima facie the court will treat his opinion so disclosed as 
expert and will not assume that it was erroneous. Fairbank Co. v. R. W. Bell Mfg. Co., 
77 F. 869, 877 (C. C. A. 2); Capewell Horse Nail Co. v. Green, 188 F. 20, 24 (C. C. A. 2); 
Wolfe Bros. @ Co. v. Hamilton, 165 F. 413, 416 (C. C. A. 8); Thum Co. v. Dickinson, 245 
F. 609, 621, 622 (C. C. A. 6); Wesson v. Galef, (D. C.) 286 F. 621, 626. He may indeed 
succeed in showing that it was; that, however bad his purpose, it will fail in execution; if 
he does, he will win. Kann v. Diamond Steel Co., 89 F. 706, 713 (C. C. A. 8). But such 
an intent raises a presumption that customers will be deceived.” 

See: United Drug Co. v. Rectanus Co., 248 U. S. 90 at 92, 39 S. Ct. 48 (1918); 
Phillips v. Governor @ Co., (9th Cir. 1935) 79 F. (2d) 971 at 974; Merriam v. Saalfield, 
(6th Cir. 1912) 198 F. 369 at 372; Stork Restaurant, Inc. v. Sahati, (9th Cir. 1948) 166 
F. (2d) 348 at 353; Hanover Star Milling Co. v. Metcalf, 240 U. S. 403 at 413, 36 S. Ct. 
357 (1916). 
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misuse of trade-marks. Demonstrative of the ineptitude is the fact that the word 
“infringement” is almost never used to describe acts of the “genus,” unfair com- 
petition. It is applied only to the “species,” namely trade-mark misuse. 

Perhaps this semantic inaccuracy contributes to the misconceptions, contra- 
dictions and inequities which seem to lie in so many recent trade identity decisions. 
As mentioned, it seems finally to have been accepted that the words “unfair com- 
petition” should not be read literally, and that unfair competition can, and often 
does, exist where competition itself is absent. The trend is the other way, however, 
as to the word “infringement,” and the illogical approach which it connotes appears 
ever in ascendance. 


VI 


Another possible source of contradiction and error, closely allied to the 
“monopoly” and “infringement” notions, lies in the customary use of the words 
“property” and “ownership” to describe trade-marks or trade-mark rights. The 
courts have always been hard put to fit the law of trade identification into some 
traditional “pigeon-hole.” In early cases of violation of trade identity, where 
the need for equitable relief was obvious and the facts were clearly repugnant to 
the “conscience of the chancellor,” the courts satisfied their unavailing search for 
precedent by treating trade identification rights, especially when symbolized in a 
particular mark, as a form of personal property or personal property right.®9 It is 
again significant and contradictory that the same rights, when violated in fact 


situations described as “unfair competition,” were rarely described as property 
rights. Instead, the justification for equitable relief was usually, and quite properly, 
bottomed on the “unfairness” of the accused acts. 


It seems self-evident that along with certain other “inalienable rights” we are 
all endowed with the right to make free use of letters of the alphabet in such com- 
binations as we may choose as well as all words, marks, signs, colors or symbols to 
communicate with each other or to adorn and describe our worldly goods. But just 
as freedom in the use of language is not freedom to engage in libel, slander, or 
forgery, so free use of the language, the letters, et cetera, is not freedom to invade 
or violate the trade identity of another. True, in the sense that almost any legal 
right may, perhaps, be described as a “property” right, so may trade-mark and 
trade identification rights be loosely referred to as “property” rights.4° But in the 
ordinary sense they are not, and the ordinary connotations of the words “prop- 
erty” and “ownership” lead only to error and contradiction in resolving the ques- 
tions which arise in trade identification cases. If one has property in words, then 
protection for that property is tantamount to protection for monopolies in words. 


39. E.g.: Snoden v. Noah, 1 Hopkins Ch. Rep. 347 (N. Y. 1825); Phalon v. Wright, 
5 Philadelphia 464 (1864); Derringer v. Plate, 29 Cal. 293 (1865); Boardman v. The 
Meriden Britannia Co., 35 Conn. 402 (1868); The Congress and Empire Spring Co. v. The 
High Rock Congress Spring Co., 45 N. Y. 291 (6 Hand) (Ct. App. 1871). All of the above 
cases and others in point may be found in Cox, American Trade Mark Cases (1871). See 
also: Burnett v. Phalon, 5 Abb. Pr. Rep. (n. s.) 212, 3 Keyes 594 (1867) 1 Abb. Ct. A. 267; 
Canal Co. v. Clark, 80 U. S. 311 at 322 (1871); and discussion in Nims, Unfair Competi- 
tion and Trade-Marks, 4th ed., § 198a (1947). 

40. Even the right to do business with whom you choose has been referred to as a “prop- 
erty” right. Commonwealth v. Boston Transcript Co., 249 Mass. 477, 144 N. E. 400 (1924). 
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But, as demonstrated above, there is actually involved no vesting of specific proprie- 
tary right in any word or mark in protecting trade identity within the limits of the 
area of likelihood of confusion. Such protection is all that is ever needed, and a 
recognition of this true right is all that can exist compatible with the public 
interest.*! 

That which should be prohibited is the unfair act which violates or is likely 
to invade the intangible individual trade identity, not the trespass upon an imagined 
property right in any particular word or symbol.*? If there is any property right 
involved, it is in the trader’s good will. It is not in the particular device which 
connects it to him and which can always be used freely by another so lang as not 
unfairly. 


VII 


An argument frequently offered in justification of the “monopoly” approach 
to trade identification law is the view that certain words, sounds or symbols are 
inherently so desirable as trade-marks that all should have a right to their use. 

Experts in advertising and sales promotion frequently assure their clients that 
a certain trade-mark will sell their goods, while another will not. Thus we have 
the most vociferous proponents of protection for trade identification urging, in 
effect, that a “patent” should be obtained on a given word because it has intrinsic 
value, attractiveness or charm which will be imputed by the public to their client’s 
goods and will enhance their salability accordingly. Although business houses are 
constantly spending large sums for such counsel, it appears highly questionable 
that the intrinsic qualities of any word or mark which may be used as a trade-mark 
are of significant value in promoting the desired continued sale of a given product. 
It appears doubtful that there is involved in protecting trade-mark rights, within 
the scope or area of likelihood of confusion, any vesting in actual effect, of even 
a limited (i.e. trade identification) monopoly in anything of which the correspond- 
ing use might be of appreciable and rightful value to another. 

For example, the words of the language which are laudatory or suggestive 
of quality or descriptive of the nature of various goods are constantly selected as 
trade-marks, but it seems obvious that insomuch as a given word has a general 
connotation or meaning unrelated to identification significance, that much is it 


41. Dr. Rudolf Callmann, author of Unfair Competition and Trade-Marks, however, 
is an ardent proponent of the “property” concept of trade-mark rights. He urges that use 
of a mark on goods so unrelated to those of the prior user that confusion is unlikely never- 
theless “dilutes” a property right belonging to the prior user. See his article: “Unfair Com- 
petition without Competition? The Importance of the Property concept in the Law of 
Trade-Marks,” 95 Univ. Pa. L. Rev. 443 (1947). But the fact seems to be that even though 
a common place mark such as Gold Medal has been appropriated by many others, it still 
functions as well as ever to identify a well-known brand of flour. And if it were properly 
protected by the courts within the area of likely confusion, its user would not suffer through 
the subsequent and diverse third party uses. Moreover, the proposition that third party use 
substantially narrows the area of a likelihood of confusion, although generally taken for 
granted, seems unworthy of the emphasis currently given it, and deserves serious re-examina- 
tion and, probably, much more restricted application. 

42. E.g., DuPont Cellophane Co. v. Waxed Products Co., (2d Cir. 1936) 85 F. (2d) 
75 at 81: “The rights of the complainant must be based upon a wrong which the defendant 
has done to it by misleading customers as to the origin of the goods sold and thus taking 
away the trade. Such rights are not founded on a bare title to a word or symbol but on a 
cause of action to prevent deception.” 
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ineffective as a trade-mark. Thus, if a mark praises or describes the goods to which 
it is applied, that much it does not function as a trade-mark. It fails to that 
extent to relate the goods to which it is applied to the party or his other goods. 
The user may benefit, of course, from the praise or description, but only as he 
might from other advertising or sales promotional use of laudatory or descriptive 
words or phrases; and he must lose correspondingly in accomplishing identification, 
and, thus, continuity of sale. Protection of the trade identification function of 
any descriptive or laudatory word within the scope of likelihood of confusion cannot 
inhibit laudatory or descriptive use of that word by another. 

In trade identification it is certain that you cannot “ride two horses at once”; 
for a given word, mark or symbol can only connote so much to those who may 
encounter it. If the preponderance of its connotation is laudatory or descriptive, 
then its identification potential is subordinated accordingly. It can be misused by 
another, nevertheless, if its limited though existent identification function is invaded 
so that confusion is likely to result. But when it is comprehended that by the likeli- 
hood of confusion test all that can be protected as to any trade-mark is its identi- 
fying function, it is clear there can be no argument that, certain words being 
eminently desirable as trade-marks, a denial of their identifying use to the latecomer 
grants an unjust monopoly to the prior user. 

It is interesting to project this thesis against the background of commercial 
fact. The famous trade-mark, Kodak, now connotes a particular quality line of 
cameras put out by Eastman Kodak Company. Yet when the mark was devised, 
it was a meaningless series of letters which, when pronounced, resulted in a rather 
harsh, unattractive sound. Also consider the famous automobile sur-name trade- 
marks such as Buick, Ford, Chrysler, and the others, and examine them for inherent 
attractiveness or intrinsic value other than that which they have acquired in their 
identification significance. “Cadillac,” if spoken to an African bushman, once well 
might have connoted profanity, although one might wonder if today it has not 
acquired a “quality” secondary meaning even to him. Did the letters “GE” have 
any mystic charm before they became associated in the minds of millions with the 
General Electric Company and their line of reliable products ?4* 

For many years The Coca-Cola Company refused to ratify or accept the 
public’s nickname for their product, “Coke,” on the ground that “Coke” had 
misleading and undesirable narcotic or other connotations. But public adoption 
eventually prevailed, and use, registration, and protection by the company inevitably 
followed.44 Thus, one of the world’s most valued trade-marks came into being 
denied by its parent and branded as obnoxious to its interests. Can it be argued 
that there exist any intrinsic or inherent values in the combination of the letters 
C-O-K-E other than their indication of a particularly reputable product of a par- 
ticular commercial concern? Is the word public property in that any and all use 
of it should be freely available to all? 

43. A few other examples of trade-marks conspicuously devoid of inherent attractive- 


ness or intrinsic “sex appeal” are such household words as: Vicks, Pablum, Old Crow, 


Vaseline, and Clorox. 
44. See: The Coca-Cola Company v. Koke Co., 254 U. S. 143, 41 S. Ct. 113 (1920). 


See also opinion of District Court, (D.C. Ariz. 1916) 235 F. 408. 
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Apparently there is little evidence to support the “intrinsic value” notion, and 
there is much logic and fact to the contrary. But resolving all doubts in favor 
of the proposition, it can hardly justify denial of protection where trade identity 
is invaded to an extent likely to deceive. Even if we assume, arguendo, that certain 
words, marks, symbols, or combinations of letters have some intrinsic value, and 
that protecting their prior user within the area or scope of likelihood of confusion 
does actually result in a certain finite kind of “monopoly” in them, is it not a 
“monopoly” better encouraged than condemned? 


CONCLUSION 


It appears, therefore, that the “restrictionist” trends and the contradictions 
found in many recent trade identification decisions are often traceable to miscon- 
ceptions derived from the current “monopoly phobia” which have no logical rela- 
tion to the true rights and considerations involved. Abetting this misguided and 
destructive reasoning are the false “sign posts” provided by the traditional words 
and phrases such as, “infringement,” “property” and “ownership” as well as the 
deep seated “intrinsic value” notion. Yet the problem presented in almost any 
trade identification case is the simple one: Has there been or is there likely to be 
an invasion or violation of an individual trade identity? If so, decency and the 
public interest demand that it be prevented insomuch as deception is likely; that 
is, within the scope of likelihood of confusion. No more is needed—no more 
should be sought; but too often today these simple fundamentals are lost in a 


maze of semantic analysis and unwarranted concern for wrongful monopoly or 


special privilege. 

Is it not past time to free the law of commercial identity from the error 
which threatens to engulf it, and to recognize as well “that business should be 
conducted as games are played among gentlemen?” 
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THE PROTECTION OF WELL-KNOWN TRADE-MARKS 
By Dr. Hans Becher* 


The German Law of Trade-Marks in principle limits the protection conferred 
by a mark to the goods to which it relates. The result is that ‘in Germany the 
same trade-marks are often registered and used side by side for varioius classes of 
goods and in the names of various proprietors, e.g. “Alpina” for watches, choco- 
late, milk, spirits; “Union” for briquettes, motor cars, margarine; “Rex” for 
glasses, coffee, razor blades; “Wanderer” for typewriters, motor cars and shoes. 
Each of these co-existing marks is advertised. In principle such co-existing regis- 
tration, use and advertisement are not regarded as deceptive. Disregarding other 
aspects, in law the danger of deception is considerable only in the case of “cele- 
brated” marks. They enjoy an extended protection not only in Germany but also 
in many other countries of the world. The legal position of these marks is the 
same whether they are registered as trade-marks or not. Every trade-mark pro- 
prietor is quite naturally inclined to endow his mark with a special significance, 
giving it subjectively a much more comprehensive power of distinction than it 
possesses on objective examination. It therefore becomes necessary to define the 
criteria which will enable celebrated marks to be protected when there is no sim- 
ilarity of goods. 

“Celebrated” is a commercial designation. It is dependent upon the following 
considerations: 

1. It has just been shown that the use and advertisement of a mark do not 
extend the protection beyond the usual legal limits. For it is precisely the essence 
and purpose of a mark to make goods recognizable, to represent them and to 
promote their sale. The object and purpose of a mark is to impress itself upon 
the memory of the user. According to the Trade-Mark Law the effect of this func- 
tion of a mark is protected only under Sections 15 and 24, i.e. in respect of iden- 
tical or similar goods. 

2. It has also been shown that the scope of protection enjoyed by celebrated 
marks does not depend on registration. The restriction of protection to identical 
or similar goods applies also to marks which by virtue of prevalence in the market 
are entitled to have their “get-up” protected without their being entered in the 
Trade-Mark Register. The prevalence of a mark in the market is the first step 
towards its becoming celebrated. A mark has established itself in the market 





* Reprinted by special permission from Gewerblicher Rechtsschutz und Urheberrecht, 
for November 1951. Translation courtesy of Mr. L. A. Ellwood of Lever Bros. & Unilever Ltd. 


Translator’s Note: aie, 
The German text uses words indicating three degrees of reputation which may be acquired 


by a trade-mark, viz.: “Beruhmt,” which is normally translatable as “famous” or “far-famed,” 
but in this translation (except in the title) the word “celebrated” has been used to help 
indicate that it implies the highest degree. 

“Notorisch bekannt,” translated ‘“‘well-known” and roughly equivalent to the French 
“notoirement connue.” 

“Bekannt”: “known”—which the translator is using in the sense similar to that adopted 
in the Canadian Unfair Competition Law, although the writer himself sometimes uses the 
word as equivalent to “well-known.” It is not clear that the writer understands the English 
view of well-known marks. 
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when, by originality and by being frequently repeated, it has become known as 
indicating a particular article of goods and, finally, has become accepted as a 
means of recognizing goods from a particular source. Such a mark must be known 
to a “not inconsiderable section of purchasers,” to a “sizable” and “important” 
circle of users, to “a representative section of the trade.” Despite these moderate- 
sounding requirements the German Patent Office is quite strict in its demands as 
regards proof of prevalence in the market: it requires the production of price 
lists, advertising material, declarations from users, trade-guilds and associations. 
Not until the applicant has proved a very high degree of acquaintance with his 
mark by the production of such documents does the Patent Office officially examine 
the success of a mark in commerce. It requires an opinion from the German 
Chamber of Commerce, which in its turn obtains opinions from the regional 
Chambers of Commerce and Industry. The latter call for information from their 
members as to how well the mark is known. Thus the prevalence of a mark in the 
market is reported on by the whole of German commerce and by the relevant 
classes of users. If a mark emerges successfully from such a thorough examination 
it is known by a “sizable” section of the people. Despite all this it enjoys “only” 
prevalence in the market, i.e. “only” the same limited protection in respect of a 
similar range of goods as is the case with registered trade-marks. 

This means that to be “celebrated” a trade-mark must be considerably more 
widely known than is implied by prevalence in the market. Accordingly it is not 
right, at any rate as regards the wording, when the Court in a judgment relating 
to the undoubtedly celebrated washing preparation trade-mark “Persil” protects 
it against the use of a confusable word for jewelry on the grounds of “prevalence 
in the market.” 

3. Ernst Reimer expects a celebrated mark to be “extensively known” (G.R. 
U.R. 1951, p. 225). Eduard Reimer deals with celebrated marks under the head- 
ings “‘widely-known” and “world-known.” The former does not seem to me to 
go far enough and the latter seems capable of being misunderstood, for according 
to the law of unfair competition the term “World-Mark” should only apply to a 
mark which is being regularly used in several European and Overseas countries. 
It is, however, sufficient, though not essential, for the mark to possess the quality 
of being celebrated in the realm of national legislation. To this extent the terri- 
torial principles of prevalence in the market apply correspondingly. The protec- 
tion of a celebrated mark as a household word is a national and not an inter- 
national matter. The Supreme Court says that the celebrated mark must be a 
word “recognized everywhere.” Baumbach refers to a mark known by the “over- 
whelming majority” of the class of purchasers. I should like to make the require- 
ments still stricter, namely, not to limit knowledge of the mark to the “class of 
purchasers,” for then it would not get beyond “prevalance in the market,” and so 
one would have to be content with protection limited to the same class of goods. 
“Celebrated” means known to the people of a sovereign territory irrespective of 
class of purchasers, of friend or foe, of differences of class or education, of age or 
youth. A mark is celebrated when it has entered into the language of a people with 
a definite and therefore single signification. 
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4. Anyone claiming that a mark is celebrated carries the burden of proof. 
For a word mark to take a place in commerce beside or supplanting the official 
firm name of an undertaking and so become the popular name for the business 
itself is an “unusual thing.” What has to be proved is not the expenditure incurred 
to make the mark celebrated but the result claimed to have been achieved. The 
principle applies also in English law. In the case of the mark “Ferodo” (referred 
to more fully in paragraphs 8 and 19) a turnover of about seven and a half 
million pounds was reached in nine years and about a half a million pounds was 
spent on advertising. Advertisisements of the mark appeared in newspapers and 
periodicals of every kind and on posters on “the walls of houses, on bridges, in 
the streets, on garages, etc.” The goods were sold in the United Kingdom by about 
600 wholesalers. Despite this expenditure, the Judge refused to recognize the 
mark as celebrated because the result of the advertising was certainly not that the 
mark had become a “household word.” It is never necessary to go in search of 
proof that a mark is celebrated. For a mark that is not familiar and does not 
convey an exact meaning as a household word to even one Judge is certainly not 
celebrated. If the Court has to ask for proof that the mark is celebrated, especially 
in the form of letters from abroad, I regard this as confirmation that it is not 
a mark celebrated outside its own class of goods. Consequently I cannot regard 
the Berlin Landesgericht’s decision in the case reported in G.R.U.R. 1951, page 416, 
as correct. Friedrich, in his commentary on this decision, rightly points out that 
only unique “magic words” can claim uniqueness. 

5. My conception of what is required to make a mark celebrated tallies also 
with the requirements of Argentinian law. In Argentina a mark is regarded as 
celebrated only when it is equally known to all sections of the community of the 
whole country. 

6. Callmann states that a U. S. Court protected the name of a “celebrated” 
jeweller, which was at the same time used as his trade-mark, from the possibility 
of its power of attraction being lessened by its use by a cinema company. The 
definition of a celebrated mark agrees exactly with the concept in this case: ‘Every 
child in America knows the name—it is quite a byword.” Provided the mark is 
in fact celebrated, the basis of this decision is correct, namely, that otherwise the 
word would have taken from it its characteristic uniqueness. 

Callmann’s report gives one the impression that American legislation and 
jurisprudence sometimes overreach themselves and that the danger of a mark’s 
power of attraction being lessened is apt to be exaggerated. But this tendency 
should shortly disappear. 

7. Requirements are equally strict in those countries in which protection 
for a trade-mark is obtained and maintained only by actual use, e.g. in Holland 
and Sweden. In such countries a mark is regarded as celebrated only when in a 
quite general way, that is to say, amongst the whole population, it has acquired 
the nature of a household word plainly indicating origin. 

8. The definition is repeated in English law, with the essentials of which 
the laws of the British Dominions and Colonies correspond. The “Ferodo” case 
of April/May 1945 (cf. Reports of Patent Designs and Trade-Mark Cases, vol. 




































































be Niecy ate es 





PROTECTION OF TRADE-MARKS 609 





42 T.M.R. 


LXII, No. 6, p. 111) defines what is understood by what the English call “well- 
known” marks, which under Art. 27 of the English Trade-Mark Law are accorded 
protection outside their own class of goods. “Well-known,” says Judge Evershed 
of the High Court of Justice means the same as having “general notoriety.” This 
only arises when the mark has impressed itself also upon people who are not inter- 
ested in it, “who have been unable to escape the knowledge by reason of the 
notoriety of the mark in relation to the used goods.” A mark does not become 
celebrated by merely being known amongst a special class of users or traders. It 
only becomes celebrated when it is known amongst all classes of the population 
and is asked for by domestics, workers, women, uneducated people and children. 
The mark must have become ‘“‘a household word.” Only then can it claim to be 
“well-known” (English). “Kodak” is mentioned as an example of a celebrated 
mark. 

9. After this survey of the national definitions of “celebrated,” we can define 
more closely the “notorisch” mark of Article 6 bis of the Paris Convention. Admit- 
tedly the Paris Convention itself does not give a definition. This description is not, 
however, an arbitrary one, as Schouten thinks (Markenartikel, 1951, p. 92). The 
French text of Article 6 bis speaks of “notoirement connue.” The Industrial Prop- 
erty Commission of the International Chamber of Commerce is broad-minded in 
its requirements of what is well-known. It puts “notorisch” on a par with the 
French words “manifeste” and “général” and the English words “manifestly” and 
“generally.” The English conception puts a mark “notoirement connue” on the 
same plane as a “well-known mark.” From this one can conclude that it too is 
subject to the strict provisions of Article 27 of the English Trade-Mark Law to which 
I referred in paragraph 8. Paragraphs 14 and 15 mention Belgiain and Italian 
decisions. In these the words ‘“‘notoirement connue” were used to describe a cele- 
brated mark, but these judgments did not attempt to define the concepts “noto- 
riety” and “celebrated.” 


The German definition is still unsettled. Article 6 bis has been incorporated 
in Art. 4, para. 2, sub-section 5, of the German Trade-Mark Law, which refers 
to marks that are “generally known” amongst the “interested parties” in commer- 
cial circles within the country Utescher (G.R.U.R. 1930, p. 362) declines even 
to apply the provisions of Art. 25 of the Trade-Mark Law about prevalence in the 
market, contending that only general acquaintance within the particular trade is 
required. Reimer (idem Chapter 3, Note 31) rightly contradicts this, though 
without giving his own definition of notoriety. An observation in Chapter 30, 
Note 4, suggests that he regards the word as meaning the same as prevalence in 
the market. I would agree with that view so far as the German conception is 
concerned. This is supported first by the similar wording of Art. 4, para. 2, sub- 
section 5, and Art. 25 of the Trade-Mark Law, which both envisage prevalence 
in the market “within the commercial circles concerned.” It is further supported 
by the fact that the notoriety of Article 6 bis of the Paris Convention expressly 
gives a mark protection only in the realm of similar goods, i.e. in Germany only 
within the strict classification of the Trade-Mark Law and not within the wide 
field of protection granted by the Law against Unfair Competition. This concep- 
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tion is in line with that of the International Chamber of Commerce, which regards 
the use of a mark in commerce as sufficient to give rise to notoriety. But if noto- 
riety is the same as prevalence in the market, the corresponding legal protection 
is on the same plane as that of registered marks. It is limited to goods of the same 
class and cannot rank with that of “celebrated” marks. Consequently the reference 
to “celebrated quality marks” in Busse’s commentary on the word “notoire” is off 
the mark. 
10. To determine the extent of protection afforded to celebrated marks 
the following factors must be taken into account and weighed against each other: 
(a) the protection of persons who have shown themselves creative against 
parasites in other trades; 
(b) on the other hand, no unfair restriction on the formation of new marks 
for dissimilar goods; 
(c) the general interest in the protection of the public against deception. 


The pros and cons can be dealt with individually as follows: 

11. It is improper to exploit the pulling power of a celebrated mark by 
using it for one’s own goods. It is unfair competition to appropriate the char- 
acteristic element of someone else’s name for his product, which has been worked 
out with trouble and expense, and use its pulling power for the purpose of increas- 
ing the opportunity of selling one’s own product. Similarly it is unfair competi- 
tion to weaken and thereby detract from the value of such a mark by the use of 
similar marks. Such a use of marks falls within the provisions of Art. 1 of the 
Unfair Competition Law. It is deception according to Art. 11, para. 1, sub- 
section 3, of the Trade-Mark Law, and if deliberate, is unfair practice according 
to Article 826 of the Civil Code. 

Assailing a well-known mark in this way by a similar or confusable mark, 
it matters not in what class, lessens its uniqueness and so detracts from its value. 
For “the reputation of a name which is a by-word in commerce adheres to every 
product sold under the same designation” (Rosenthal, Law of Unfair Competition). 
Moreover, the danger arises from the conflict of marks that the proprietor of the 
celebrated mark may be assumed to be the owner of the name which is confusable 
with his mark (danger of confusion in the wider sense). I believe that this opinion 
should not be abandoned despite the attacks on it by Friedrich in the German 
Law Journal 1951, page 314. The opinion is justified by many cases. 

12. To the same extent protection is afforded by Argentinian law to cele 
brated marks against confusable and detracting marks even in the case of dissimilar 
goods. 

13. English law confers additional protection on what it calls “well-known” 
marks in express terms. Art. 27 of the English Trade-Mark Law authorizes so- 
called defensive registrations. These extend the protection conferred on a specific, 
used mark to dissimilar goods in respect of which it is not used and which do not 
come within the scope of the business. Thus they provide not defensive marks but 
defensive goods. 

These registrations are designed to protect the celebrated mark against con- 
fusable words for dissimilar goods and at the same time to protect the public 





{eit Ba se a ORE SP at Sl ln Si al AA LE Maw am A 


42 T.M.R. PROTECTION OF TRADE-MARKS 611 


against deception; otherwise the user might be misled by a prima facie connection 
between the owner of the celebrated mark and another mark confusable with it. 
The defensive registration aims to remove this danger of confusability in the wider 
sense. It is intended to make it unnecessary for the proprietor to bring a common 
law action for “passing off” and also to protect the public according to the special 
provisions of the Trade-Mark Law against potential deceptive use of a mark. 

14. A Belgian decision of the Brussels Commercial Court of 26th August 
1950 (Ing. Cons. 1950 p. 259) states that marks “notoirement connues” should 
be protected under the unfair competition law, without limitation to goods of 
the same class, against weakening of their distinctive power. The Court regarded 
that as necessary so as to save such marks from heavy loss and to maintain their 
exclusive, unique and distinctive character. It held that the public must be pro- 
tected against deception arising from identical or confusable marks. The decision 
does not give a definition showing when a mark is so “notoirement connue” that 
it can lay claim to this extended protection. The scope of this protection implies, 
however, that the Court, in line with the argument developed in this article, was 
dealing with a “celebrated” mark and not merely one that was well-known, for it 
applied throughout the legal principles set out in paragraphs 11 to 13 of the present 
article. This is also justified by the fact that so far in Belgium no doctrine or deci- 
sion has elucidated the nature of the celebrated mark and consequently the Court 
certainly did not intend to put its expression “notoirement connue” alongside or 
in contradiction to “celebrated.” Finally, it should be mentioned that “notoriety” 
according to the Belgian Law of 1st April 1879 need only exist in the “interested 
circles.” 

15. The Belgian Court refers to an Italian decision of the Turin Court dated 
16th March 1949 (Prop. Ind. 1950, p. 164). In that case the use of the “‘well- 
known” cigarette mark “Lucky Strike” for dissimilar goods was declared to be unfair 
competition. The Turin decision takes account of the decisions of foreign courts 
which have given equally extensive protection to a mark that has acquired a 
“réputation symbolisée,” i.e. one in which universal reputation is embodied. Prob- 
ably the case was influenced by the German conception of “celebrated” marks, by 
the decisions in the U. S. A. and France prohibiting the use of the word “Water- 
man” for razor blades and those in Norway and Turkey prohibiting the mis-use 
of the name “Ford” as a trade-mark for cigarettes. The Italian decision, however, 
does not concern itself wtih the criteria for defining notoriety either, but takes 
them for granted for the purpose of the decision in question. 

16. The basis of the extended protection for “celebrated” marks differs 
according to the legal system of the particular country. In Switzerland it is based 
on the principles as regards unfair competition laid down in the Law of Obliga- 
tions (Article 48), the Law of Unfair Competition itself and the protection of 
personal rights under the Civil Code (Article 28). If a mark has become so cele- 
brated that it indicates origin and has accordingly become a popular name for the 
firm producing the goods to which it is applied, it can claim protection according 
to the principles of personal law. In such case it is not limited by the provisions 
of the Trade-Mark Law, for the special laws on industrial property provide security 
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against unlawful trading, especially unfair competition, only in so far as they 
deal exhaustively with the subject matter and afford a greater legal protection 
than that available under the general law. That is especially true of the inter-action 
between the protection afforded by the Trade-Mark Law and the Law of Obliga- 
tions. The Swiss Courts therefore see nothing against allowing the celebrated mark 
to benefit from the personal protection of Art. 28 of the Civil Code and the unfair 
competition principles of Art. 48 of the Law of Obligations. (Vide Judgment c. 
178/A G of the Swiss Federal Court in the “Lux” case of 29.1.46.) 

17. Canadian law in Article 3 of its Unfair Competition Law of 13th May 
1932 prohibits the appropriation by another of a well-known mark. The expression 
is not defined, but a decision on this question is left to the rules against unfair 
competition. Those rules lead to the same result as I have set out in the case of 
England in my paragraph 7 above. 

Moreover, Canadian law puts the burden of the general legal protection of 
markings upon personal law. Article 7 of its Unfair Competition Law protects 
trade names independently of classification against any use by other persons involv- 
ing a risk of weakening or confusion. Canadian law, like German law, bases itself 
on the recognition that a firm’s popular name is coined and used as an abbrevia- 
tion and distinguishing mark of the undertaking. It embodies the firm name and 
should therefore enjoy its protection. 

18. On the other hand the special protection of celebrated marks should not 
be further extended than the needs of commerce require. This basic principle 
becomes especially apparent in those States in which the protection of a trade-mark 
is acquired and maintained only by the actual use of the mark and in which, there- 
fore, the principle of classes of goods does not obtain and also in which the regis- 
tration of marks is only declaratory because the burden of proof of actual use is 
of ultimate importance, e.g. in Holland. These countries are not familiar with 
any protection for celebrated marks as “by-words” such as is known in the German 
and English systems. Their trade-mark laws, as, for example, Article 4 of the 
Dutch Law, do, however, forbid the deceptive use of marks, in a manner similar 
to Art. 4, para. 4, of the German Trade-Mark Law, as they are then contrary to 
public order. At the same time they take into account the principle formulated in 
Article 6, B.1, 3, of the Paris Convention. Under this, marks may be refused regis- 
tration or declared invalid if they are likely to deceive the public. Deception can 
also arise in the use of confusable marks for dissimilar goods. But the law requires 
a certain relation between the classes of goods. The range of protection is settled 
according to the circumstances of each case, having regard to the class of goods 
and the possibility of the public being deceived. The German conception of a 
risk of confusion in the wider sense corresponds, but is clearly limited to what is 
economically necessary and the needs of public order. Following these lines, the 
Dutch jurisprudence, for example, found that confusion would arise in the case 
of the mark “Turmac” well known there for cigarettes as against “Turmacq” for 
razor blades and in the case of the celebrated “Pommery” for champagne as 
against ‘““Pommerie” for lemonade. On the other hand it refused such a finding 
in the case of the mark “Simplex” used respectively for bicycles and gramophones, 
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because in this case there was no connection between the goods, so that a breach 
of public order did not arise. 

19. In the same way English law does not allow the area of protection of 
celebrated marks to become unlimited. The Anglo-Saxon countries also rely on 
the use of a mark. It is required under Common Law to support an action for 
passing off. The legal position of a trade-mark proprietor is made easier when 
he can base his action upon registration, but he too runs the risk of having his 
mark cancelled if he cannot prove that he has used it or at least that he intends 
to use it. That is equally true for Great Britain, her Dominions and Colonies and 
the U.S. A. 

On this basis Art. 27 of the English Trade-Mark Law limits the range of goods 
upon which the power of a celebrated mark can be regarded as radiating to those 
which are “the same description of goods” as the ones for which the mark is used. 
So the goods that are imperilled are determined according to the extent of the 
risk of confusion in the wider sense. The extended range of protection, and with it 
the permissibility of registering defensive marks, applies only in so far as the 
public might infer from the type of goods a connection between the producers. 
Consequently, the mark must not only be celebrated, it must also be related to 
specific goods. The more specialized the type of product the narrower are its 
market and the knowledge of it and, consequently, the range of goods upon which 
its fame could radiate. This led to the view taken by the High Court of Justice 
that though a mark such as “Ferodo” might be “well-known” for brake-linings 
and similar goods, its fame did not reach so far that it would justify a registra- 
tion for pharmaceutical products and tobacco goods. On the other hand, the word 
“Typhoo,” well-known in England as a trade-mark for tea, has been registered 
there as a defensive mark in almost all classes. It has therefore been recognized as 
having the character of a “household word,” of having been taken into the vocab- 
ulary of everyday life. 

20. In Germany the elasticity of the range of protection afforded to a cele- 
brated mark is clearly demonstrated by the practice of the Patent Office. This 
is based on the public interest in having the public protected against deception 
and rests on Article 6, B.1, 3, of the Paris Convention and the corresponding Art. 
4, 2, 4, of the German Trade-Mark Law. It is linked with the idea of a risk of 
confusion in the wider sense, by which the public might be led erroneously to 
assume that a connection existed between the two undertakings and that the 
proprietor of the celebrated mark had consequently an influence over the produc- 
tion and sale of the goods bearing the unauthorized markings. The Patent Office 
desires, by broad-minded application of Art. 4,4, of the Trade-Mark Law “to avoid 
the time and expense of useless proceedings.” The Patent Office determines the 
range of goods which come within the risk of confusion in the wider sense according 
to the degree of fame enjoyed by the mark. The greater the fame the greater 
the range of goods involved, for in the case of deception within the meaning of 
Art. 4, 4, of the Trade-Mark Law the question of similarity of goods does not arise. 

The German view therefore continues to be that the registration of defensive 
goods must be refused as incompatible with the law. Despite this, in the case of 
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celebrated marks it allows the fiction that defensive gools exist and thereby in effect 
approximates to Art. 27 of the English Trade-Mark Law, which expressly permits 
them. In order to prevent deception the German Patent Office takes the negative 
course of refusing applications for dissimilar goods instead of the positive course 
of allowing the registration of defensive goods. 

21. The extracts from the jurisprudence of various countries show that the 
necessity of protecting celebrated marks and saving the public from deception is 
recognized everywhere and is taken into account according to the legal ideas of the 
countries concerned. They illustrate the pains countries are taking to bring preci- 
sion to the conditions for the protection of celebrated marks and especially their 
criteria. At the same time they show what pains are taken to limit the extended 
protection to really celebrated marks and to the appropriate range of goods. It is 
obvious that the same considerations are now being studied on the international 
plane. They have already been dealt with at a meeting of the Industrial Property 
Commission of the International Chamber of Commerce in Quebec in 1948 and 
were again discussed in March 1951. The Report on the subject (Document No. 
450/21 of 6th April 1951) leaves open the question of whether the problem is 
to be dealt with under the heading of “Unfair Competition” or ““Trade-Mark Law.” 
It suggests that instead of an addition to Art. 10 bis of the Paris Convention a 
new paragraph might be added to Art. 6 bis, as follows: 

“The provisions of the first paragraph of this article shall also apply when the in- 

fringing mark is for dissimilar goods, provided the competent authorities consider 

that the mark, through uniqueness or originality or as a result of long and exclusive 

use by the party concerned or as a result of exclusive advertising for it, may, when 

used by other people, mislead the public into thinking that the dissimilar goods 


originate from the party concerned or that the quality is guaranteed by him or that 
they are produced by someone who is connected with the party concerned.” 


The proposed addition is designed to protect well-known trade-marks from 
the possibility of any lessening of their power of attraction. 

The draft is rough and certainly needs polishing as to subject and style. It 
must, in particular, be made consistent with Art. 6, B. 1, 3, and Art. 10 bis of the 
Paris Convention, which is a point that has not been discussed by the Industrial 
Property Commissioin of the I. C. C. At any rate it does show that an effort is 
being made to co-ordinate the criteria laid down in the law and jurisprudence 
of the nations for the protection of celebrated marks in such a way as to create 
an international code. It is not my province to comment on this. I have merely 
tried to make a contribution to this problem and to a national assessment of what 
constitutes a celebrated mark. 
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REGISTRATIONS OF FOREIGN TRADE-MARKS IN MEXICO 


By Ramon Solorzano* 


The use in commerce of a trade-mark is not a prerequisite for its registration 
in Mexico. The bona fide intention to use the trade-mark in commerce is suffi- 
cient to satisfy the provisions of the Mexican Property Act of 1943, provided that 
the applicant is a manufacturer, a merchant or a farmer. How long this bona 
fide intention will last is a question of fact to be decided in each case by the Patent 
Office and, on appeal, by the Federal Courts. 

The magnitude of the enterprise, business or farm is of no import, nor that 
it is owned or leased by the applicant for registration of a mark as long as it is 
actually exploited by this person. Employees, stockholders of a company, holding 
companies and exclusive distributors of commodities are excluded from this priv- 
ilege, unless such distributors buy the goods for their own account, but they can 
register their own trade-marks to indicate the location of their business. 

Registrations obtained in violation of those provisions are subject to invalida- 
tion proceedings at any time, and no statutory bar can validate such registrations. 

The Mexican Industrial Property Act of 1943 recognizes two kinds of registra- 
tions of foreign trade-marks: 


A. Registration under the Mexican Industrial Property Act; 


B. Registration under the Mexican Property Act, coupled with the Paris 


Convention, as amended at The Hague. 

What are the differences between the two registrations? 

Every applicant for registration of a foreign trade-mark has to invoke the 
Paris Convention in its petition for registration, for otherwise the Patent Office 
will apply only the Mexican Property Act to its request; the omission to mention 
the Paris Convention in the petition will be considered by the Patent Office as 
a waiver of the privileges of that covenant. 

What are those privileges? Among the most important are: 

“Nationals of each of the countries of the Union shall in all other countries 
of the Union . . . enjoy the advantages of their respective laws now granted or 
that they may hereafter grant to their own nationals . . .” (Article 2, Paris Con- 
vention). 

“Every trade-mark duly registered in the country of origin shall be admitted 
for registration and protected in the form originally registered in the other countries 
of the UNION (telle quelle clause).” (Article 6, Paris Convention). 

Article 2 of the Paris Convention prohibits the passing of discriminatory 
laws against foreign trade-marks, such as exist at present in El Salvador (this 
Republic is not a member of the Union), where higher taxes are levied on foreign- 
registered trade-marks. 

Article 6 of the Paris Convention is very important, for it imposes on all 
contracting countries the obligation to accept for registration a foreign registered 
trade-mark without submitting it to the usual test of a domestic mark. The only 


*Member of the firm of Solérzano & Solérzano, Mexico City. 
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requisite demanded is the exhibition of the foreign certificate of registration with 
the corresponding translation. Excluded from registration are such marks as preju- 
dice vested rights of third parties, marks that are not of a distinctive character 
or are deceptive or contrary to the morals or public order of the country where 
the registration is being applied for. 

This Article recognizes to a certain extent the so-called personal statute of 
the trade-mark and, as a consequence, that the mark is always governed by the 
laws of the country of origin, and that legal actions taken against foreign regis- 
tered trade-marks in the countries of the Union have to be pursuant to the provi- 
sions of that foreign law so as to get internationally valid judgments. 

A petition for registration of a trade-mark in Mexico has to be filed person- 
ally or by a duly authorized agent precisely at the Patent Office in Mexico City, 
the only place empowered to receive such petitions. The Mexican Patent Office 
does not accept petitions sent by mail and all actions taken are notified to the 
parties by special messenger, whereby all patent attorneys have to keep an office 
in Mexico City. 

For filing a petition as agent there are two kinds of documents: 

A “Carta Autorizacién” and a “Poder.” The “Carta Autorizacion” is an 
authorization given to the agent in the presence of two witnesses and requires no 
consular legalization. The “Poder” is a power of attorney attested to by a Notary 
Public and legalized by the Mexican Consul and the Mexican Foreign Office. 
The “Carta” is given by a physical person, and the “Poder” by a company or cor- 
poration, in which case the Notary Public shall declare in his attestation that the 
person subscribing the document is the President or the General Manager of the 
company or corporation and is authorized by the articles of the association or cor- 
porate charter to execute such power, that the company or corporation has been 
organized pursuant to the laws of the respective State and is legally in existence. 
Such are the requirements of the Mexican Civil Code and they are complied with 
by showing to the Notary in Mexico the pertaining documents. 

Since the functions of Notaries Public are quite different in the United States 
and in Mexico, we suggest that the person who signs a power of attorney on behalf 
of a company or corporation state under oath the actual existence of the afore- 
mentioned requisites. 

The Mexican Patent Office accepts powers of attorney without such state- 
ment, as long as they have been legalized by the Mexican Consul, but in case of 
litigation at the Federal Courts the omission of such a notarial statement may be 
raised as a cause for invalidation of the power. 

The petition for registration must contain the date of the first use in Mexico 
of the mark in commerce, for otherwise the date of presentation of the petition 
shall be taken as the date of the first use of the mark, and no proofs to the contrary 
will be admitted. This is very important, then in Mexico, as in the United States, 
the mark is appropriated by its first use and not by registration, so that marks 
already registered or pending registration with a use shorter than that of a new- 
comer may be refused registration or struck out of the Records in cancellation 
proceedings. 
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The Mexican law proscribes the use of the following terms, names, and 
designs for marks to be registered: 

I. The proper, technical or common names of products, their generic names 
or the translation of same, when it is sought to cover articles which belong to the 
class or species to which such name or designation pertains. 

II. Names which have become common use in Mexico to designate products 
belonging to the same class or species as those which it is sought to cover by the 
trade-mark. 

III. Containers which are public property or which are of common use in 
Mexico, and, in general those which lack the originality that would enable them 
to be easily distinguished. 

IV. Figures, names or descriptive phrases of the products it is sought to cover 
with a trade-mark, including qualifying and gentilitious adjectives. A descriptive 
name shall not be considered non-descriptive due merely to capricious spelling or 
to its being translated from some other language. 

V. Simple colors taken separately, unless they are combined or accompanied 
by elements such as signs or names which have a peculiar and distinctive character. 

VI. Everything which is contrary to morals, good customs, and prohibitive 
laws; and all that which has a tendency to ridicule persons, ideas or objects worthy 
of consideration. 

VII. National arms, shields and emblems. Mention of the emblems shall be 
tantamount to the emblems themselves, 

VIII. The arms, shields, and emblems of the States of the Federation, 
Mexican and foreign cities, foreign countries and States, etc., without their respec- 
tive consent. 

IX. The names, signatures, seals, and photographs of private parties, without 
their consent, or, if they have died, of their heirs or relatives within the third degree. 

X. The emblem of the Red Cross, and the name “Red Cross” or “Geneva 
Cross.” 

XI. Words of live languages, when the trade-mark applied for is to be 
applicable to articles which the petitioner only manufactures in Mexico or in some 
other Spanish-speaking country. 

XII. Geographical proper or common names and names or adjectives which 
indicate merely the origin of the products or which might cause confusion or error 
with regard to the origin of the products which it is sought to cover with a trade- 
mark. An exception is made in the case of special privately owned places, there 
being no danger of confusion, with the consent of their owners. 

XIII. Names or signs which might deceive the public, such being under- 
stood as those which constitute a false indication of the nature or origin of the 
merchandise or the properties of the products it is sought to cover with a trade-mark. 

XIV. Trade-marks which are identical with or so similar to others previously 
registered that confusion might arise if they are considered as a whole or keeping 
in mind the elements which have been reserved. The following, therefore, cannot 
be registered: 

a) Any trade-mark which is identical with a previous one already registered 
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and in force, for which an application is filed to cover the same articles. The refusal 
shall be issued summarily and it shall be in order even in those cases where the 
new registration is requested by the owner of the previous trade-mark that is still 
in force or by some other party with the express consent of the owner of the 
original trade-mark. 

b) Any trade-mark which is similar to another already registered and in force 
and applicable to the same articles, to such a degree that it might be confused 
with the previous one. In this case, also, the refusal shall be given outright, unless 
the registration of the trade-mark is specifically applied for by the owner of the 
previous one with which it might be confused, in which case the registration shall 
be allowed and the trade-marks shall be considered connected for the sole purpose 
of their transfer. 

c) Any trade-mark whose similarity to a previous trade-mark still in force 
and applicable to the same articles is doubtful or indeterminate. In this case the 
owner of the previous trade-mark with which there is doubtful similarity shall 
be notified and, taking into account what he states and within the time-limit 
allowed him for the purpose, it shall be decided if the registration should be granted 
or refused. The administrative decision handed down in this connection shall be 
communicated to all parties concerned. If the applicant should be the owner 
of the previous trade-mark to which there is doubtful similarity, this fact shall 
not constitute an obstacle for the granting of the registration applied for, and no 
notification shall be necessary, but in any case the Secretariat may declare that the 
trade-mark granted is connected with the previous trade-mark and belonging to 
the same interested party with which similarity existed. (Law of Industrial Prop- 
erty, Art. 105). 

Annexed to the petition for registration is the sheet with the description of 
the mark and the claims, a block of the mark and 12 prints of same. 

In the description all elements, dominant and accessory, have to be given, as 
they appear in the presented prints of the mark; in the claims only such dominant 
elements as constitute the mark. 

In that way no disclaimer is needed in Mexico, as only what has been claimed 
will be protected. The goods to which the mark shall be affixed are to be listed 
with their specific uses. The description of the mark is to be filed typewritten in 
triplicate and signed by the attorney, one of these copies to be returned to the 
petitioner with the Certificate of Registration. 

The examination of a trade-mark is not so severe in Mexico as it is in other 
countries, with the result that many marks have been registered in violation of 
the law and may be cancelled at the demand of third interested parties or ex-officio 
by the Commissioner of Patents. 

Marks cancelled for lack of renewal or exploitation may be registered again 
after a lapse of 2 years by any interested party. 

Subjective errors committed in the examination of a trade-mark by the 
Examiner are not reviewable by the Federal Courts, but only objective errors. 

The protection of a trade-mark lasts 10 years, to be counted from the date 
of filing of the petition for registration. The renewals have to be made 6 months 
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before the end of each period of 10 years. Should the mark not have been used 
in Mexico for 5 consecutive years, then petition must be made for “special renewal” 
to keep it alive. A bona fide statement of the grounds for not using the mark will 
generally be accepted by the Patent Office for granting the “special renewal,” 
following payment of a fee. 

The procedure for mark registration in Mexico is secret; there is no publication 
of the marks for opposition, and only by the publications in the Gazette of Industrial 
Property are registrations known to the public. 

Prior marks found in the examination of a new trade-mark for registration 
are made known to the newcomer in writing, and only in case of its refusal to 
modify the mark shall the owners of opposing marks be notified of the fact and 
invited to file their oppositions. If the new mark is accepted for registration, the 
opposers or owners of similar marks will only know of the fact by its publication 
in the Gazette of Industrial Property. 

As there is no publication of trade-marks for oppositions, the only way to 
protect vested rights of a previously used or registered mark is for the owner 
of the old mark to start a cancellation proceeding. The statement of damages suf- 
fered or to be suffered need not be included in the petition for cancellation, as the 
Mexican Civil Code protects property against all kinds of encroachments. This 
proceeding begins at the Patent Office with filing of briefs by plaintiff and defend- 
ant. The decision is rendered by the Secretary of Economy and, on appeal, by the 
Federal Courts in the Constitutional procedure called “Amparo.” Owners of 
non-registered marks may only file petition for cancellation if they can prove the 
use in commerce of their marks for three years, at least, before applying for the 
cancellation of the opposing marks. 

Concurrent registrations of trade-marks are not allowed in Mexico and the 
“doctrine of natural expansion of business” is not accepted by the Federal Courts. 

The jurisdiction in trade-mark cases lies entirely with the Secretary of Economy; 
the Commissioner of Patents prepares the decisions for the approval or disapproval 
to the Secretary of Economy. 

Infringements of registered trade-marks in Mexico are of two kinds: civil 
and criminal. For starting any of such actions a favorable decision as to actual 
infringement of the mark must first be obtained from the Patent Office. Every 
such decision is communicated ex-officio to the Attorney General for criminal 
prosecution of the infringer and to the plaintiff for its civil suit for damages. The 
Federal Courts have jurisdiction in both cases. 

The statutes of limitation barring any action are: for errors committed in 
the examination of a trade-mark, 3 years to be counted from the date of publica- 
tion of the mark; for infringement of registered marks, 2 years. There are no 
statutory limitations barring proceedings for violation of prohibitory provisions 
of the Industrial Property Act of 1943, for acts done contrary to the prohibitory 
provisions of the law (Industrial Property Act, 1943) or against laws of public 
order are null and void. (Art. 8 of the Mexican Civil Code.) 
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PART II 


NEBRASKA CONSOLIDATED MILLS COMPANY v. SHAWNEE MILLING 
COMPANY 


No. 4395—C. A. 10—June 30, 1952 


TraDE-Mark INFRINGEMENT AND Unrairn CompetiTIonN—Basis oF ReELIEF—GENERAL 
Test for determining question of likelihood of confusion is whether the similitude 
in labels would probably deceive purchaser exercising ordinary prudence as distinguished 
between careless buyer who makes no examination. 


TraDE-Marks—Marks Not ConFusinciy SimiLAaR—ParTICULAR INSTANCES 
““Mother’s Pride” and defendant’s label held not confusingly similar to ‘‘Mother’s 
Best” and plaintiff’s label, used on similar goods. 


Courts—EvipENCE—JupIc1AL Notice 
Court may take judicial notice of matter of common knowledge that sacks of flour 
and other heavy articles are displayed in self-service stores on lower counters, while below 
eye level of customers, and that the entire label on flour containers, both upper and butt 
portions, can be readily seen by prospective purchasers. 


CourTs—FEDERAL APPELLATE PROCEDURE—EFFECT OF TRIAL Court FINDINGS 
Findings of trial court, supported by substantial evidence and not clearly erroneous, 
held sufficient to warrant affirmance. 


Appeal from Western District of Oklahoma. 

Trade-mark infringement and unfair competition suit by Nebraska Consoli- 
dated Mills Company against Shawnee Milling Company. Plaintiff appeals from 
dismissal of complaint. Affirmed. 

Gerrit P. Groen, of Chicago, Ill. (James P. Hume, of Chicago, Ill. and Byrne 
Bowman, of Oklahoma City, Okla., on the brief), for Plaintiff-appellant. 
Kenneth Abernathy (Abernathy & Abernathy and G. C. Abernathy on the brief) 

of Shawnee, Okla., for appellee. 

Before Puiturps, Chief Judge, and Bratron and Huxman, Circuit Judges. 
Puiups, C. J.: 

Nebraska Consolidated Mills Company! brought this action against Shawnee 
Milling Company? for alleged trade-mark infringement and unfair competition. 
Both Consolidated and Shawnee are engaged in the manufacture and sale of high- 
grade family flour and other wheat products. Each competes with the other in the 
sale of its products throughout the Southern states of the United States, and par- 
ticularly in Alabama. Consolidated charges that its common-law rights in the trade- 
mark “‘Mother’s Best” have been infringed by Shawnee’s use of the trade-mark 
‘“Mother’s Pride” on identical goods and that Shawnee has engaged in unfair 
competition in that the use by it of the trade-mark “Mother’s Pride” on flour and 
related products is calculated to deceive and does deceive the purchasing public 
by inducing members thereof to believe that Shawnee’s products are Consolidated’s 
products. From an adverse judgment, Conse’ .uated has appealed. 


1. Hereinafter called Consolidated. 
2. Hereinafter called Shawnee. 
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Neither “Mother’s Best” nor “Mother’s Pride” is a registered trade-mark. 
Consolidated only asserts common-law rights in its trade-mark. 

The label employed by Consolidated on its flour containers may be thus 
described: In the upper portion of the label on the upper side of the sack are 
the words “Mother’s Best” in blue letters on a white background. While the words 
are in hand lettering, the letters closely resemble Gothic type (sans-serif). Below 
the words “Mother’s Best” is a design with a circular blue border and an inner 
blue circle. Between such circle and the border is an area with a white background 
and the words “Absolutely Guaranteed for Every Baking Need” in blue letters. 
Inside the blue circle is an area with a white background and wheat heads of the 
color of ripe wheat. Superimposed on such design are rectangular areas with 


blue borders and white backgrounds. The word “Enriched” is in one of such 


areas and the word “Flour” in the other of such areas, both in red letters. To the 
left of the design is the name and address of the manufacturer in blue letters. 
To the right of the design are the words “Phosphated White Flour With Vitamins” 
in blue letters. In a line across the label below the design is the weight of the 
package in blue letters, the words “For Delicious Cake—Pastry—Bread” in red 
letters and the word “Bleached” in blue letters. The butt label is composed of the 
words “Mother’s Best” in type resembling Gothic (sans-serif) and the words 
“Enriched Phosphated Flour,” all in blue letters. On the left of such label is the 
weight in red letters and figures and on the right the word “price” in red letters. 

The label employed by Shawnee may be thus described: On the upper side of 
the sack, against a background of blue, white, and yellow, is a picture of a mother 
and child, a loaf of bread, and cupcakes. Above the picture of the mother, in hand 
ground and blue border. It contains in the center the words “Mother’s Pride” 
in red letters with blue borders. On the sides of the label are the words “Self- 
Rising” in red letters and below the label are the words “Self-Rising Flour Bleached” 
in red letters. Below the latter words is the name of the milling company, with 
its address, in blue letters. The butt label is rectangular in form with a white back- 
ground and blue border. It contains in the center the words ‘“Mother’s Pride” 
in modified Roman type, in red letters with blue borders. On the left side of 
the rectangular butt label are the words “Extra Fancy Patent” in blue letters and 
on the right side the weight of the package and the words “Self-Rising Flour 
Bleached” in red. 

The trial court, among others, made the following findings: 

“22. The brand name Mother’s Pride is not sufficiently similar to the brand 
name Mother’s Best to be likely to deceive an ordinary buyer exercising ordinary 
intelligence and observation in business matters. 

“23. A comparison of the designs and labels on the bags, containers and pack- 
ages in which the Defendant’s flour Mother’s Pride and the Plaintiff’s flour Mother’s 
Best are packed and sold shows that same are so markedly different in appearance 
that there is no similarity which would certainly or probably deceive an ordinary 
buyer exercising ordinary intelligence and observation in business matters.” 

In Ph. Schneider Brewing Co. v. Century Distillery Co., 10 Cir., 107 F. 2d 699, 
704, we stated the test for determining whether confusion of goods is likely to 
result as follows: 
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“The test is whether the similitude in the labels would probably deceive a pur- 
chaser who exercises ordinary prudence, not a careless buyer who makes no 
examination.” 


Both parties agree that the law of Oklahoma is controlling. In Stillwater 
Milling Co. v. Eddie, 108 P. 2d 126, 128, the court said: 


“The principles by which it may be determined whether or not simulation of 
an established trade-mark or trade name constitutes unfair competition and thus 
justifies injunctive relief have been recently reiterated by this court. In the case of 
Coalgate Abstract Co. v. Coal County Abstract Co., 180 Okl. 8, 67 P. 2d 37 
[27 T. M. R. 381], it was held: ‘Under the law of unfair competition, in order to 
enjoin the use of a trade name there must be such a similarity to one formerly used 
or employed that the ordinary buyer, exercising ordinary intelligence and observa- 
tion in business matters, will certainly or probably be deceived. Mere possibility of 
deception and confusion is not sufficient.’ ”’3 


In Brotherhood of Painters, Etc. v. United Home Industrial Union of Okmul- 
gee, 184 Okl. 20, 84 P. 2d 1101, 1103, the court said: 
“Whether one emblem resembles another is to be determined by an inspection 


of the points of difference and resemblance, as a whole, and not merely points of 
resemblance.” 


The only similarity in the two labels is the word “Mother’s.” In the type 
employed, in the colors, in the design and background, and in their general appear- 
ance the labels are distinctly different. Except for the word “Mother’s” the label 
employed by Shawnee in nowise resembles the label employed by Consolidated. 


We are convinced, as was the trial court, that there is not such a similarity 
in the two labels that the ordinary buyer, exercising ordinary intelligence and 
observation in business matters, would be deceived. 

It is urged that in the self service stores, the buyer would observe only the 
butt portion of the label. It is a matter of common knowledge, of which this court 
may take judicial notice, that sacks of flour and other heavy articles are displayed 
in self service stores on the lower counters, well below the eye level of customers, 
and that the entire label on flour containers, both the upper and butt portions, can 
be readily seen by prospective purchasers. 

However, we are convinced that even if the purchaser observed only the butt 
labels, the differences pointed out above are such that a purchaser, exrcising ordi- 
nary intelligence and observation in business matters, would not be deceived. 

We deem it unnecessary to consider the other grounds on which the trial court 
based its decision. The findings set out above are supported by substantial evidence 
and are not clearly erroneous and those findings alone warrant an affirmance of 
the judgment below. 

Affirmed. 


3. See, also, Coalgate Abstract Co. v. Coal County Abstract Co., 180 Okl. 8, 67 P. 2d 
37, 40 [27 T. M. R. 381]. 
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CONSOLIDATED COSMETICS, ETC. v. HOLIDAY, INC. 
No. 5585—C. C. P. A.—May 28, 1952 


TrapE-Marxs—Marxs Not Conrusincty SimmLar—PartTicuLar INSTANCES 
“Tobruk” held not confusingly similar to “Tabu,” used on identical goods under 

1946 Act. 

Trade-mark cancellation proceedings by Consolidated Cosmetics (Les Parfums 
de Dana, Inc., substituted) against Holiday, Inc. Petitioner appeals from dismissal 
of petition for cancellation. Affirmed. 

James R. McKnight and Robert C. Comstock, for Petitioner-Appellant. 
Sylvester J. Liddy, of New York, N. Y., for Appellee. 
Before GarRETT, Chief Judge, and Jackson, O’CoNNELL, JoHNSON and Wor-ey, 

Associate Judges. 

GarreETT, C. J.: 

This is an appeal from the decision of the Commissioner of Patents, speaking 
through an Examiner-in-Chief, who is a member of the Board of Appeals! of the 
United States Patent Office, in a trade-mark cancellation proceeding, affirming 
the decision of the Examiner of Trade-Mark Interferences dismissing appellant’s 
petition for the canecllation of appellee’s registration of the word “Tobruk” as a 
trade-mark for use on cologne, toilet water, and perfume. (89 U. S. P. Q. 84.) 

The following stipulation of facts was entered into by counsel for the respec- 
tive parties and approved by the Examiner-in-Chief, speaking for the Com- 
missioner : 

It is hereby stipulated and agreed by and between the parties hereto through 
their respective counsel, the Hon. Commissioner of Patents consenting, pursuant to 

Rule XXV 3.(e) of the Rules of the United States Court of Customs and Patent 


Appeals that the following constitute the facts of the above entitled case, the ques- 
tions raised on appeal and the evidence necessary to a decision of such questions: 


1. Petitioner (appellant here) is the owner of trade-mark registrations 
Nos. 314, 493 of July 3, 1934 and 407,797 of June 27, 1944 for the trade-mark 
“Tabu” for cosmetics, including cologne, toilet water and perfume. 


2. Respondent (appellee here) is the owner of trade-mark registration 
No. 415,162 issued July 10, 1945 for the trade-mark “Tobruk” for cologne, 
toilet water and perfume. 


3. Petitioner is the prior user and registrant as between the parties to 
this proceeding. 

4. The only evidence necessary to a decision of such questions is the 
foregoing statement of facts and copies of the above named registrations. 


5. The questions raised on appeal are set forth in petitioner’s Notice of 
Appeal to this Court. 


6. The record herein need include only this statement, petitioner’s Notice 
of Appeal to this Court, copies of the above registrations and the decisions of 
the Examiner of Interferences and the Commissioner of Patents. 


1. The hearing and determination of appeals to the Commissioner of Patents in trade- 
mark cases were delegated to the members of the Board of Appeals of the Patent Office by an 
order of the Secretary of Commerce, published September 28, 1950, 15 Federal Register 
6554, and October 17, 1950, 639 O. G. 643, amended January 30, 1951, 16 Federal Register 
1094, under the provisions of Reorganization Plan No. 5 of 1950, 15 Federal Register 3174. 
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In the brief for appellant it is said: 

The only question to be decided in this case is whether the trade-marks “Tabu” 
and “Tobruk” are confusingly similar when used on identical cosmetic preparations. 
In the brief for appellee it is said: 

The sole question to be decided on this appeal is whether the trade-marks 
“Tobruk” and “Tabu”, as shown in their respective certificates of registration, 
are confusingly similar when used on identical goods and whether there was error 
below in holding that they were not. 


It is our view that there is no similarity of any character between “Tobruk” 
and ‘““Tabu” which would be likely to cause confusion as to the origin of the goods. 
As trade-marks they are arbitrary terms and have no similarity of meaning. When 
properly pronounced, as for example, through the medium of radio they do not 
sound alike. When observed in written or printed form they have no similarity of 
appearance. 

It is true that there are certain letters of the alphabet common to both words, 
but appellant’s argument that certain letters of a particular word may be taken as 
dominant features of a trade-mark consisting of that word seems to us untenable. 
At any rate, it is not deemed applicable here. 

The decision of the Commissioner is affirmed. 

O’ConnELL, J., dissents. 





DAGGETT & RAMSDELL, INC. v. MARZALL ET AL. 
No. 54-52—U. S. D. C. D. C.--May 7, 1952 


Suits Unper R. S. 4915—JurispicTION—GENERAL 


CourTs—PLEADING AND Practice—Motions To Dismiss 
Commissioner of Patents held a proper and adverse party to 4915 suit to review 
his decision dismissing opposition under 1905 Act and Commissioner’s motion to dismiss 
denied. 


Motion of plaintiff (opposer) for process, in 4915 suit, upon defendant (applicant) 
not found within District of Columbia granted under 35 U. S. C. 72 a; and motion of 
defendant (applicant) to dismiss complaint denied. 


Suit under R.S. 4915 by Daggett & Ramsdell, Inc. against John A. Marzall, 
Commissioner of Patents, and Lactona, Inc. to review Commissioner’s decision dis- 
missing notice of opposition. Defendants’ motions to dismiss complaint denied. 
Francis C. Browne, of Washington, D. C., for plaintiff. 

E. L. Reynolds, of Washington, D. C., for defendant Marzall. 
John W. Brennan, of Washington, D. C., for defendant Lactona, Inc. 
Morris, D. J.: 

This is an action brought under Section 9 of the Trade-Mark Act of 1905 and 
Section 4915 of the Revised Statutes, 35 U. S. C. A. 63, by the plaintiff, who 
opposed the registering by the deefndant Commissioner of Patents of a trade-mark 
upon the application of the defendant Lactona, Inc., which the plaintiff insists 
should not be registered because of the long use by the plaintiff of a similar trade- 
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mark. Notwithstanding the opposition of the plaintiff, the Commissioner of Patents 
granted the application of the defendant Lactona, Inc. The plaintiff seeks process 
against the defendant Lactona, Inc., which is a corporation organized under the 
laws of the State of Minnesota, and has its place of business at St. Paul in the 
State of Minnesota, and cannot be found within the District of Columbia, under 
the provisions of 35 U. S. C. A. 72a, for service upon adverse parties residing in a 
plurality of districts not embraced within the same State. 


The defendant Commissioner of Patents has moved to dismiss the complaint 
upon the ground that he is not a necessary or proper party to a determination of 
the controversy between the plaintiff and the defendant Lactona, Inc., and he is, 
therefore, not an adverse party within the meaning of 35 U. S. C. A. 72a. The 
defendant Lactona, Inc., has moved to dismiss the complaint on the ground that 
the Court lacks jurisdiction of said defendant. A hearing was had upon the pend- 
ing motions, and supplemental briefs were filed at the request of the Court. 

In view of the fact that the Lanham Trade-Mark Act of 1946, 60 Stat. 435, 
15 U. S. C. A. 1071, did not go into effect so as to apply to the instant controversy, 
I am of the view that the action of this Court in this case is controlled by the 
decision of Baldwin Co. v. Robertson, 265 U. S. 168, and by the Continental Dis- 
tilling Corporation v. Old Charter Distillery Co., et al, 88 U. S. App. D. C. 73, 
188 F. 2d 614, which follows the Baldwin case, and which there holds that the 
Commissioner of Patents is a proper and adverse party in the proceedings there 
considered. There, also, an adverse party is subjected to the jurisdiction of this 
Court under the provisions of 35 U. S. C. A. 72a. I, therefore, feel that the motion 
of the defendant Commissioner of Patents to dismiss the complaint and the motion 
of the defendant Lactona, Inc., to dismiss the complaint must both be denied, and 
the motion of the plaintiff for process upon the defendant Lactona, Inc., under 
the provisions of 35 U. S. C. A. 72a must be granted. 

Counsel will prepare and submit an appropriate order carrying this decision 
into effect. 





HOTELS STATLER COMPANY, INC. v. CHASE ET AL. 
No. 13670—U. S. D. C. S. D. Cal.—April 7, 1952 


TrapE-NAMES—BaAsis OF RELIEF—GENERAL 
Owner of well publicized trade name which enjoys good will is entitled to pro- 
tection though its establishments are located at a point geographically distant from place 
selected by second comer. 


Unrair Competition—Scope oF ReLtieF—ParticuLar INSTANCES 
On facts of record, plaintiff, operator of hotel chain, held entitled to injunction 
restraining defendants’ use of “Statler,” in connection with retail flower shop in Los 
Angeles. 


Unfair competition suit by Hotels Statler Company, Inc. against Alexander 
Chase and Solon Chase. Judgment for plaintiff. 
Thelen, Marrin, Johnson & Bridges, of Los Angeles, Cal., for Plaintiff. 
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Joseph Henry Wolf, of Los Angeles, Cal., for Defendants. 
Toutn, D. J.: 

Plaintiff, Hotels Statler Company, Inc., a corporation, sues for an injunction 
to restrain defendants from using the name “Statler Flower Shop” or “Statler Flow- 
ers and Gifts” in connection with defendants’ flower and gift shop which it is now 
operating in the City of Los Angeles at a site approximately one and one-half miles 
from the address where plaintiff is nearing completion of what has been publicized 
by it as one of the Los Angeles area’s largest hotels. 

The business now owned by plaintiff was founded in New York in 1900 by 
Ellsworth M. Statler who caused plaintiff to be incorporated in that State in 1914. 
Since 1900 Mr. Statler and the plaintiff have continuously maintained an actively 
expanding high class hotel business which has become one of the three largest hotel 
chains operating in the United States. With rare exceptions, the hotels operated by 
plaintiff have used the word “Statler” as part of the hotel name and in those 
instances where this has not been done, public use of the hotel name was promi- 
nently accompanied by a legend “Statler Operated.” Constant publicity has been 
given plaintiff’s hotels since the date of their acquisition, namely, in Cleveland, 
Ohio, since 1912; Detroit, Michigan, since 1915; St. Louis, Missouri, since 1917; 
Boston, Massachusetts, since 1927; Washington, D. C. since 1943; and New York 
City, since 1948. Plaintiff's good will and the surname of its founder, Ellsworth 
M. Statler, have been carefully and expensively nurtured by a higher order of 
costly advertising in nationally circulated magazines and, in addition, it has enjoyed 
laudatory descriptions of its establishments and methods of operation in current 
magazine literature. Illustrative of this latter publicity is a series of three articles 
printed as feature stories in “The Saturday Evening Post” during March, 1950. In 
two of the three articles, the Los Angeles venture of plaintiff is given more than 
passing favorable publicity. The Los Angeles venture has been widely publicized 
under the name “Statler Center” since construction thereon commenced during 
1950. ; 

It has been part of plaintiff’s system of hotel operation that it either operated 
or at least partially controlled numerous specialty shops in its hotels. It has quite 
generally operated flower shops which have been reached by telephone through 
the hotel switchboard and which automatically accepted charge accounts from 
persons enjoying credit with the hotel. Control of the flower shops has generally 
been limited by the terms of leases, selection of lessees, and rights tied to percentage 
leases under which concessionaires operated most of the flower shops to a required 
standard dictated by plaintiff. In some cases selection of personnel who deal with 
the public is strictly Statler controlled. The use of the name “Statler” by such 
lessee florists has been licensed as to each of plaintiff's hotels presently operated 
except the one in St. Louis. In return for the license and sponsorship, plaintiff 
receives a percentage of the gross receipts from the florist’s shop. To create busi- 
ness for the florist shop, plaintiff sponsors and advertises the flower shop in its house 
directories and publicity. Guests are permitted to charge flower and gift purchases 
to their hotel bills. 

For some time past defendants have operated a retail flower shop in Los 
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Angeles under the name “Filmar Florists.” After construction was well under way 
on plaintiff’s Los Angeles establishment and after plaintiff had spent thousands of 
dollars in publicizing that venture under the Statler name, defendants proposed to 
plaintiff’s leasing agent that they be accepted as lessees of the flower shop then 
under construction in Statler Center. Prior to that proposal, defendants filed with 
the County Clerk of Los Angeles County a certificate that they were transacting 
business under a fictitious name. This was pursuant to Sections 2466 and 2468, 
Civil Code of California.1 The certificate duly executed, published and filed de- 
clared that defendants were conducting a business under the name “Statler Flowers 
and Gifts.” Plaintiff rejected defendants’ offer to lease space in Statler Center 
whereon defendants immediately commenced, for the first time, to actively publi- 
cize their business, theretofore known as “Filmar Florists,’ under the name of 
“Statler Flowers and Gifts.” They notified plaintiff they owned the trade name; 
erected a sign over their shop proclaiming the Statler name; and otherwise com- 
menced to use the name declared in their certificate. 

1. Sec. 2466. (User of fictitious name to file and publish certificate: Contents.) Except 
as otherwise provided in the next section every person transacting business in this State 
under a fictitious name and every partnership transacting business in this State under a 
fictitious name, or a designation not showing the names of the persons interested as partners 
in such business, must file with the clerk of the county in which his or its principal place 
of business is situated, a certificate, stating the name in full and the place of residence of 
such person and stating the names in full of all the members of such partnership and their 
places of residence. 

“Such certificate must be published once a week for four successive weeks, in a news- 
paper published in the county, if there be one, and if there be none in such county, then 
in a newspaper in an adjoining county. An affidavit showing the publication of such certificate 


shall be filed with the county clerk within thirty days after the completion of such publication. 
(Enacted 1872; Am. Code Amdts. 1873-74, p. 253; Stats. 1911, p. 440; Stats. 1923, p. 238.) 
* _ * 


“Sec. 2468. (Signing and acknowledgment of certificate: Time for filing and publication: 
Action not maintainable until certificate filed.) The certificate filed with the clerk as provided 
in section 2466 must be signed by the person therein referred to, or by the partners, as the 
case may be, and acknowledged before some officer, authorized to take the acknowledgement 
of conveyance of real property. Where a business is hereafter commenced by a person under 
a fictitious name or a partnership is hereafter formed, the certificate must be filed and the 
publication designated in that section must be made within one month after the commence- 
ment of such business, or after the formation of the partnership, or within one month from 
the time designated in the agreement of its members for the commencement of the partner- 
ship. Where the business has been heretofore conducted under a fictitious name or where 
the partnership has been heretofore formed, the certificate must be filed and the publication 


made within six months after the passage of this act. 
o * 


Desde suggest that the numerous authorities upon which past decisions of 
this Court have been grounded in favor of prior users of a trade name have no 
application because the business under which plaintiff has acquired substantial 
good will for the name “Statler” is the hotel business and defendants are not 
using that name in a hotel business, but simply as the name of a flower and gift 
shop. Secondly, it is argued that defendants are prior actual users in California, 
for while plaintiff had procured the incorporation of a “Statler” subsidiary in Cali- 
fornia in 1946, defendants adopted the name “Statler Flowers and Gifts” by filing 
a fictitious name certificate and actually commencing to do business under the 
Statler name, as therein declared, before plaintiff did more than prepare for busi- 
ness in Los Angeles by acquiring a site, commencing construction, preparation for 
hotel business at a future date, and inclusion of the Los Angeles project in a general 
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publicity campaign which it is conceded cost plaintiff approximately $8,000,000.00 
over the past eleven years. The points are without merit. It is common in the 
operation of an upper class hotel to include a flower shop as an incident to the 
operation of the hotel proper. Plaintiff’s operation has been described as that of 
“a hotel plus,” meaning that the guests in Statler hotels would have available 
within the establishment many of the special services and commodities which hotel 
guests most frequently desire. Plaintiff’s hotels are known to be the type of hotel 
falling within this class of business. 
Section 14,400 of the California Business and Professions Code provides: 


“Any person who has first adopted and used a trade name, whether within or 
beyond the limits of this state, is its original owner.” 


Section 14,402 provides: 


“Any court of competent jurisdiction may restrict, by injunction, any use of 
trade names in violation of the rights defined in this chapter.” 


Such property right in California of a trade name developed and used outside 
California was recognized in Stork Restaurant, Inc. v. Sahati, et al., 166 F. 2d 348 
[38 T. M. R. 431] (C. C. A. 9th 1948). The Stork Restaurant, Inc. case also 
pointed out that this rule applies to threatened acts as well as the actual doing of 
business with another’s trade name. ‘The Court in this connection referred to 
Standard Oil Co. of New Mexico, Inc. v. Standard Oil Co. of California, 56 F. 2d 
973 [22 T. M. R. 363] (C. C. A. 10th, 1932), where the defendant had gone no 
further than to incorporate. 

The plaintiff in this case first formally adopted the name “Statler” for the 
doing of business in California in 1946 through its subsidiary “California Statler 
Corporation”; and thereafter, but prior to the time of defendants first commenced 
to use the name “Statler,” such subsidiary carried on the following activities within 
the State of California; Purchased a hotel site at Figueroa, Wilshire and Seventh 
Streets, in Los Angeles, for the sum of $1,175,000.00; prepared plans for the con- 
struction of a hotel on said site; donated $10,000.00 to Greater Los Angeles Plans, 
Inc.; collected thousands of dollars in rentals from tenants occupying the buildings 
then existing on the hotel site; demolished the existing buildings on the hotel site, 
and substantially completed a 1275-room hotel and office building; leased space in 
the office building; and commenced the leasing of shop space in the hotel building. 
All of these activities were carried on within the limits of the State of California 
under names which included the name “Statler.” 


It appears from the decision in Stork Restaurant, Inc. v. Sahati, et al., 166 
F. 2d 348 [38 T. M. R. 431] (C. C. A. 9th 1948) that the owner of a well publicized 
trade name which enjoys good will is entitled to the protection of that name 
even though the establishments which it operates are located at a point geograph- 
ically distant from the place selected by the second appropriator of the name. 
Stork Restaurant, Inc. operated “The Stork Club” in New York City. The Court 
found this place to be a night club type cafe supplying expensive food, beverages, 
music and dancing facilities publicly known as “The Stork Club” which was exten- 
sively publicized on a national basis. Defendant Sahati, et al., commenced the 
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operation of a small bar, tavern and cocktail lounge in San Francisco and adopted 
for it the same name used by the New York concern. One of the contentions made 
by defendants here is appropriately disposed of by the following quotation from the 
Stork Restaurant, Inc. case (166 F. 2d 348, at p. 354 [38 T. M. R. 436]): 


“The appellees insist that, because of their ‘most humble field of operation’ 
they cannot be considered to be in competition with the appellant, whose place 
‘is of the highest.’ Since they are not in competition at all, obviously—so runs their 
argument—they cannot be in unfair competition with the appellant. Plausible as this 
contention may seem, it does not correctly state the law. 

“In Academy of Motion Picture Arts and Sciences v. Benson, 15 Cal. 2d 685, 
691, 692, 104 P. 2d 650, 653 [30 T. M. R. 563], hereinafter referred to as ‘the 
motion picture case,’ the Supreme Court of California, after an exhaustive review 
of the authorities, said: “The case before us may be novel but it does not follow 
that the plaintiff may not be entitled to some relief.’ In calling attention to the 
novelty of the facts in American Philatelic Society v. Claibourne, 3 Cal. 2d 689, 
46 P. 2d 135, 140, this court said: ‘It is also to be borne in mind that the rules of 
unfair competition are based not alone upon the protection of a property right exist- 
ing in the complainants, but also upon the right of the public to protection from fraud 
and deceit.’ * * * And it does not appear necessary that the parties be in competitive 
businesses * * *, 

“The modern general law on this subject was trenchantly epitomized by Judge 
Learned Hand in the leading case of Yale Electric Corporation v. Robertson, 2 Cir., 
26 F. 2d 972, 973, 974: 

“The law of unfair trade comes down very nearly to this—as judges have 
repeated again and again—that one merchant shall not divert customers from 
another by representing what he sells as emanating from the second. This has 
been, and perhaps even more now is, the whole Law and Prophets on the subject, 
though it assumes many guises. Therefore, it was at first a debatable point whether 
a merchant’s good will, indicated by his mark, could extend beyond such goods 
as he sold. How could he lose bargains which he had no means to fill? What harm 
did it do a chewing gum maker to have an ironmonger use his trade-mark? The 
law often ignores the nicer sensibilities. 

“However, it has of recent years been recognized that a merchant may have 
a sufficient economic interest in the use of his mark outside the field of his own 
exploitation to justify interposition by a court. His mark is his authentic seal; 
by it he vouches for the goods which bear it; it carries his name for good or ill. 
If another uses it, he borrows the owner’s reputation, whose quality no longer lies 
within his own control. This is an injury, even though the borrower does not 
tarnish it, or divert any sales by its use; for a reputation, like a face, is the symbol 
of its possessor and creator, and another can use it only as a mask. * * *” (Emphasis 
theirs. ) 


See also: Safeway Stores, Inc. v. Dunnell, 172 F. 2d 649 [39 T. M. R. 116] 
(C. C. A. 9th 1949); Triangle Publications, Inc. v. Rohrlich, et al., 147 F. 2d 
969 [38 T. M. R. 516] (C. C. A. 2nd 1948); Brooks Bros. v. Brooks Clothing of 
California, Limited, 60 F. Supp. 422 [35 T. M. R. 99]; Del Monte Special Food 
Co. v. California Packing Corporation, 34 F. 2d 774 [19 T. M. R. 443], 17 George 
Washington Law Review 112; Kingsley v. Jacoby, 20 N. Y. S. 46. 

Although it is expected that some months will pass before plaintiff’s hotel in 
Los Angeles will be ready for operation, plaintiff presently enjoys a valuable good 
will in its name and draws extensive patronage from Southern California to its 
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eastern hotels. Under the authorities above cited, particularly Stork Restaurant, 
Inc. v. Sahati, et al., it would be the duty of the Court to protect plaintiff even if 
it had not commenced construction of a hotel in Los Angeles, or even if none be in 
contemplated for that City. All the more reason exists for injunctive relief in this 
case where defendants seek a local competitive advantage by deception of the 
public who have been influenced by plaintiff’s expensive development of its good 
will to give their custom to a local Statler establishment. 

Plaintiff does not seek damages but prays only that the preliminary injunction 
be made permanent. 

Judgment, accordingly, will be entered for plaintiff together with judgment for 
its costs. Findings and Decree to be settled according to Local Rule. 





BOWMAN GUM, INC. v. TOPPS CHEWING GUM, INC. 
No. 11852—U. S. D. C. E. D. N. Y.—March 31, 1952 


TraDE-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The term “baseball” held generic, descriptive and available to anyone to be used 
freely if honestly employed. 


UnrFair ComPETITION—BAsIs OF RELIEF—GENERAL 

On facts of record, plaintiff held to have failed to establish any secondary significance 
arising from designation of its bubble gum in connection with name of any famous 
baseball player. 

On facts of record, defendant’s acts held not likely to result in confusion or deception 
of purchasers. 

In establishing right to injunction or damages for unauthorized use of person’s 
name, portrait or picture, Section 51 of New York Civil Rights Law did not create a 
property interest; it is the injury to the person which establishes the cause of action 
and this is a limited purely personal non-assignable right. 

On facts of record, plaintiff and defendant held to have failed to sustain cause of 
action for invasion of property right. 


Courts—Conr ict or Laws—AppPLicaBLe Law 
On facts of record, law of New York State held applicable in unfair competition 
suit in federal court on question of impairment of contract. 


CANCELLATIONS—Basis OF RELIEF—GENERAL 
On facts of record, defendant held to have failed to sustain counterclaim for cancella- 
tion of plaintiff's registered trade-mark because on its face, at least, mark covers 
registrable matter. 


Trade-mark infringement and unfair competition suit by Bowman Gum, Inc. 
against Topps Chewing Gum, Inc. Defendant counterclaims for cancellation of 
plaintiffs registration. Complaint and counterclaim dismissed. 

John W. Thompson. (Daniel L. Morris and Robert D. Spille, and Shapiro, Rosenfeld 

& Stalberg of counsel) of New York, N. Y., for Plaintiff. 

George E. Middleton (Hubert Moore of counsel of New York, N. Y., for Defendant. 
Gatston, D. J.: 

In a single cause of action the plaintiff alleges trade-mark infringement, unfair 

competition and impairment of contract rights. 
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The parties are citizens of different states, the plaintiff being a Pennsylvania 
corporation, and the defendant a New York corporation. 

The plaintiff and its predecessors have been and are engaged in the business 
of selling chewing gum throughout the United States. The chewing gum product 
is known in the trade as card bubble gum. The plaintiff claims to be the first 
to have employed picture cards featuring leading baseball players in connection 
with the sale of its product. “Play Ball” was its earlier trade-mark, used in the 
years 1939 to 1942 inclusive; in 1949 it adopted the trade-mark “Baseball.” Bubble 
chewing gum was sold in packages which included serially numbered cards forming 
sets bearing the names, pictures and biographical data of various well known 
baseball players. 

Though the complaint alleges that the trade-mark “Baseball” “has been and 
is now widely and generally known to the public as identifying the origin of the 
plaintiff's said product,” the proof does not establish that contention. 

Plaintiff entered into contracts with 340 major league baseball players, pur- 
suant to which it acquired the exclusive right from such players for limited “periods 
to exhibit, display, print and publish the name and/or signature, and/or facsimile 
thereof, and/or photograph, and/or descriptive biographical sketch of each of said 
players in the advertising, promotion and sale of chewing gum.” In these contracts 
the players agreed that they would not grant to any other manufacturer of chewing 
gum the rights granted to plaintiff. 

The defendant is charged with an invasion of the rights which the plaintiff 
claims to have established in connection with the distribution of its product under 
the trade-marks referred to, and with the accompanying photographs of baseball 
players of the major leagues. It is claimed that the defendant placed on the market 
a product consisting of a flat, rectangular piece of sweet tasting substance, simu- 
lating a flat piece of chewing gum, and sold packages under the designation “Base- 
ball Trading Card Candy.” Each package of candy of the defendant includes 
a card which bears on one side markings of a baseball, the name, picture and 
biographical data of a player currently enrolled in one of the major league teams. 
The card forms one of a set of fifty-two photographs. 

Plaintiff claims to be the owner of the exclusive rights in 1951 players’ con- 
tracts, with some few exceptions, and claims that the defendant’s packages, desig- 
nated “Official Trading Cards,” are sold and offered for sale with knowledge of 
plaintiff’s exclusive rights, and without the consent of the major league clubs 
by which the pictured players are employed, and without the consent of the players 
whose 1951 contracts with the plaintiff precluded defendant from lawfully obtaining 
such consent. And plaintiff claims that with knowledge of the plaintiff’s player 
contracts, some of which contain options, defendant has attempted to enter into 
agreements with major league baseball players who were under contract or option 
with the plaintiff; all of which has the effect, so it is alleged, of impairing the value 
of plaintiffs rights under its contracts. 

In consequence the plaintiff seeks an injunction to restrain the defendant from 
using the word “Baseball,” from publishing or using, in connection with its sales, 
any confection bearing the name, and any likeness or biographical data of any 
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league baseball player in any baseball season during which plaintiff has the ex- 
clusive right to use any such player’s name, likeness or biographical data; and from 
selling any product having the appearance of gum with the word “Baseball” in 
connection therewith. 

The answer to the amended complaint puts in issue the charge that defendant’s 
candy simulates the chewing gum of the plaintiff, admits that it sells packages of 
candy under the designation “Baseball Trading Card Candy,” but denies that 
in so doing it invades any of plaintiff’s rights; admits also the sale of “Official 
Trading Cards,” but denies that such sale violates plaintiff’s rights; admits that it 
has obtained from an organization known as Players Enterprises, Inc. the right 
to use the names, pictures and biographical data shown on its cards, resulting 
from the contracts which Players Enterprises have with the players; denies any 
confusion with plaintiff’s products, and affirmatively charges that it has been 
common practice for fifty years or more, and still is, to include picture cards in 
packages of various merchandise, including chewing gum and candy; and that it 
has been customary to define such products as picture card gum, or candy or 
trading card gum or candy, as the case may be; also that the picture cards or 
trading cards included a variety of pictures including soldiers, sailors, battle-ships, 
flags, animals, Indians, prize-fighters, wild men, wild west scenes, football players, 
baseball players, etc. 

The answer also raises the issue as to the validity of plaintiff’s use of the term 
“Baseball,” charging that when applied to the goods of the plaintiff it is devoid 
of trade-mark significance, and is incapable of acquiring trade-mark significance; 
and asserts that the term “Baseball” is used fairly and in good faith by the 
defendant only to describe to users the goods of defendant. Defendant claims 
that no one could possibly purchase defendant’s picture card candy in the belief 
that he was getting plaintiff's baseball picture card gum. 

As to the charge that defendant’s conduct has impaired the value of plain- 
tiff’s alleged contracts, the defendant alleges that such claim fails to state a 
cause of action upon which relief can be granted, since the contracts which 
plaintiff made with the players at most constitute a waiver of the ball player’s 
right of privacy, and convey no rights upon the plaintiff to sue a third party. 

Defendant’s rights to use the names and biographical sketches of baseball 
players, concerning which the plaintiff complains, are derived from contracts which 
Players Enterprises, Inc. or Russell Publishing Co. made with those ball players. 
Defendant had no direct dealings with the players. The defendant alleges too that 
the plaintiff knowingly induced many of these ball players to breach their con- 
tracts with the Russell Publishing Co. and with Players Enterprises. It is also 
claimed that the players who are under contract to the plaintiff were misled by the 
misrepresentations of plaintiff into believing that the negative covenant, like the 
release itself, was limited to chewing gum, and that the players signed in that 
mistaken belief. 

The answer also sets up a counterclaim in the form of a declaratory judgment 
seeking the cancellation of plaintiff’s registered trade-mark under section 1119, 
Title 15, U. S. C. It is claimed that this registration was granted contrary to 























42 T.M.R. BOWMAN GUM v. TOPPS CHEWING GUM 633 





the provisions of the Trade-Mark Act of 1946, particularly section 2 thereof 
(U.S.C. A. 1052). 

Summarized it may be said that though the plaintiff, in the sale of its bubble 
gum under some designation bearing the name “Baseball” and in packages con- 
taining photographs of baseball players, was in the field before the defendant, it 
was not first in the field to offer articles of merchandise for sale with picture cards 
of one kind or another, nor was it the first to use “Baseball” in connection there- 
with. For example, the system of doing business by enclosing pictures of baseball 
players with gum or candy was old before plaintiff sold baseball picture cards 
with its gum. The proof shows that the Goudey Gum Co. of Boston followed that 
practice from 1933 to 1945. Similarly the defendant did so in 1948, as did the 
Leaf Gum Co. of Chicago in 1948 and 1949. A like method of doing business was 
followed by the Philadelphia Chewing Gum Co. in 1949. 

But let us first consider the charge of trade-mark infringement. The in- 
fringement complained of is the designation by the defendant of its products 
under names which include the term “Baseball.” Plaintiff does not claim that its 
certificate of trade-mark, registration No. 546,225, containing the word “Baseball” 
repeated, and with pictures of ball players, presumably of a pitcher and a catcher, 
was infringed by the defendant; it relies rather on what it claims is its common 
law trade-mark—the term “Baseball” in connection with the sale of its bubble 
or chewing gum. 

But the term “baseball” is not subject to monopolistic appropriation by the 
plaintiff. The term is generic and descriptive; nor is there any proof that as used 
by the plaintiff it acquired secondary significance as indicating the source or origin 
of the gum sold. Nor is there any secondary significance arising from the designa- 
tion of the product in connection with the name of any famous player. The case 
might be different if the plaintiffs were selling a product under the designation of 
some one name. Such use might readily build up good will, and an invasion on 
the part of one not privileged to use the name would be subject to restraint. In 
the circumstances of this case though, we have no such situation. On the contrary, 
the facts and applicable law fall readily within such authorities as Kellogg Co. v. 
National Biscuit Co., 305 U. S. 111 [28 T. M. R. 569] in which it was held that 
“Shredded Wheat” was a generic term, not subject to exclusive appropriation by the 
original maker of the product. The court said: 

“But to establish a trade name in the term ‘shredded wheat,’ the plaintiffs 
must show more than a subordinate meaning which applied to it. It must show that 


the primary significance of the term in the minds of the consuming public is not the 
product but the producer.” 


See also Columbia Mill Co. v. Alcorn et al., 150 U. S. 460; National Comics Pub- 
lications, Inc. v. Fawcett Publications, Inc. et al., 191 F. 2d 594. 

Thus it must be concluded under the authorities that the term “baseball” is 
available to anyone, to be used freely if honestly employed. 

Secondly as to the claim of unfair competition, there is no suggestion in the 
record that the defendant was palming off its goods as the goods of the plaintiff. 
The dress and packaging of defendant’s baseball trading card candy is outstand- 
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ingly different from the dress and packaging of plaintiff’s baseball picture card 
bubble gum. Also, though plaintiff gives the biographical data of the baseball 
player on the reverse side, that is not done by the defendant. Another item of 
difference exists between the posturing of the ball players on the plaintiff’s cards 
and the absence thereof on the defendant’s cards. There is no proof of any 
deception that was practiced on any of plaintiff’s customers; and likewise the record 
is barren of any proof that there is likely to be any confusion among those who 
purchase the products of either, or that the defendant has offered them as the 
products of the plaintiff, directly or through devious means. The plaintiff, of 
course, acquired no monopoly right in its system of distributing its pictures with 
its gum. 

That leaves for consideration the claim of impairment of plaintiff’s contractual 
rights. Beginning in the playing season in 1948 and continuing through it, these 
contracts were procured for the plaintiff by an organization known as Art Flynn 
Associates. By the terms of these contracts the players gave plaintiff permission 
to use his name, photograph and biographical sketch in the advertising, promotion 
and sale of its chewing gum, and agreed not to give any other manufacturer of 
chewing gum the same permission. In the 1950 contracts, plaintiff was additionally 
given an option to renew for one year on the same terms as stated in the contracts 
that ran theretofore but for one year. Plaintiff paid as consideration the sum of 
$100 each year until the 1951 contracts were executed. They provide for payment 
to the player of a wrist watch. Significantly, the 1951 contract included for the first 
time the words “or confections.” The inference seems irresistible that the inclusion 
of that right was predicated on a knowledge that the defendant was using baseball 
photographs to aid the sale of its candy. The first of such “or confections” con- 
tracts was signed on August 8, 1950. The current form of contract which the 
plaintiff has negotiated, and is negotiating, covers the period from January 1, 1952 
to December 31, 1956, and includes the privilege to use the photographs not only 
with chewing gum but also with the sale of “‘confections or confectionery.” 


The history of the defendant’s use of baseball players’ photographs may be 
traced to the rights which it acquired from the Russell Publishing Company and 
Players Enterprises, Inc. The evidence shows that the former company was active 
in the spring of 1950 and entered into contracts with 248 active major league base- 
ball players. It acquired for itself or its assignees or licensees the exclusive per- 
mission to use the names of the players, pictures and biographical data in “flip 
books,” cards and labels in connection with the sale of any product except those 
which might be specifically named therein. Those contracts covered the period 
from October 2, 1950 to October 2, 1951, with an option for renewal for one 
year on the same terms. 

At about the same time, that is to say in July, 1950, and through August and 
September of that year, another corporation known as Players Enterprises, Inc. 
entered into contracts with a number of active major league baseball players by 
the terms of which that company obtained the sole right for a period of three years 
to license the use of the names of the players and their likenesses in connection 
with the manufacture and sale of merchandise. Also with knowlegde that players 
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had signed other contracts of a like nature, the Players contract provided that any 
prior contracts for the use of the player’s name or likeness should not be affected, 
but the player agreed that he would not renew any such existing contract, and 
that all future agreements for the use of his name or likeness, except for testi- 
monials, would be made through Players Enterprises, Inc. 

The defendant, in December, 1950, acquired from Players Enterprises an ex- 
clusive license to use the players’ rights which Players Enterprises had acquired 
in connection with the sale of candy for 1951, and of candy and chewing gum 
for 1952. It was pursuant to this license that the defendant brought out an issue 
of 1951 baseball picture cards with its candy in April, 1951. The scope of its 
distribution was also enlarged in April, 1951, when the Russell Publishing Com- 
pany and Players Enterprises merged; and as a result the players under contract to 
Russell were also available to the defendant. Acting under such license from 
Players, the defendant distributed a second series of 1951 baseball picture cards 
with its candy in June, 1951. 

Parenthetically it may be observed that the make-up of the sixteen major 
league teams, eight in the National League, and eight in the American League, 
shifts from year to year. Each club makes changes, not only between seasons but 
also during the playing season. At times old players pass out of the league and 
their places are filled by the younger men from the minor leagues or elsewhere. 
These continuing changes in the make-up of the baseball teams have made it 
necessary for all those who wish to obtain releases from players to negotiate 
with those who are not already under contract. So beginning in May, 1951, 
Players Enterprises entered into new contracts with 283 active major league 
baseball players by which the corporation acquired rights similar to those hereto- 
fore described. These contracts in the main covered the 1952 playing season and 
contained options for renewal. As before, the player agreed that during the term 
of such agreement he would not grant to anyone else the rights released to 
Players Enterprises, and would not renew any contract with others except such as 
might be listed. 

The claim of the defendant is not only that it did not invade contractual 
rights of the plaintiff, but that it sought to be apprised as it took licenses from 
Players Enterprises, whether the player had committed himself under any other 
contract. There is no evidence that the plaintiff made any such inquiry prior to 
signing up for the players which it holds under contract. It may well be that 
plaintiff believed itself the first in the field and, therefore, thought it unnecessary 
to pursue any such investigation. 

Another element that may be noted is that the defendant manufactures not 
only candy and chewing gum, but also toys, and has sold, independent of any 
commodity, sets of baseball trading cards. 

A consideration of the law of the case in respect to the impairment of con- 
tracts as presented by the parties leads to the conclusion that the New York law 
must prevail. The signatures of the ball players to most of these contracts were 
obtained by Miss Joan Crosby and Mr. Jack Tanzer, as agents of the plaintiff. 
The contracts themselves do not state where they were executed. However, in 
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Miss Crosby’s deposition she states that most of the contracts were signed at the 
baseball parks over which she had “jurisdiction.” She testified that these ball parks 
were the Yankee Stadium, Ebbets Field, and the Polo Grounds, all in New York 
City. Also, for the 1952 to 1956 contracts, Griffith Stadium in Washington, D. C., 
and Shibe Park in Philadelphia were included. The deposition of Jack Tanzer, also 
in evidence, does not disclose his territory. In addition, both depositions indicate 
that some of the contracts were received from the players with their signatures 
through the mail. No effort was made at the trial to show where the individual 
contracts had actually been executed. 

Jurisdiction here is based upon diversity of oitizenship. The plaintiff alleges 
that the interference complained of occurred within New York and within the 
territorial jurisdictions of this Court. In support of their contentions, both parties 
have based their arguments upon what they deem to be the law of New York. 
In view of the failure to distinguish the contracts individually as to the place of 
execution—indicating thereby a desire to treat the rights granted thereunder as 
being substantially alike—and the fact that the evidence indicates that most of 
the contracts were executed in New York, it may be assumed that the parties 
here take the position that the applicable state law is that of New York 

The plaintiff’s case, narrowed down as I have indicated, thus poses the problem 
as to the nature and extent of the rights that it acquired under the contracts that 
it has with the ball players. To put it otherwise, did the plaintiff, as a result 
of these contracts, acquire the right to prevent others from using the photographs 
of these players; or, as the defendant contends, did the plaintiff get merely re- 
leases or waivers, i.e. the right to use the rights described in the player contracts? 

It is clear that in none of the contracts with the ball players, with either 
plaintiff or defendant, was there a mention of any right on the part of the plain- 
tiff or defendant to pursue others, persons who without players’ consent used photo- 
graphs and data in connection with the sale of commercial products. 

There is not too much authority to guide us to the solution of this problem. 

In Roberson v. Rochester Folding Box Co., 171 N. Y. 538, it was held that 
there was no common law right to prevent the unauthorized publication and dis- 
tribution of a person’s portrait or photograph. The court declared that the act 
complained of was an invasion of the right of privacy, which it held to be an 
interest in an “inviolate personality” rather than of private property. Subsequent 
to the Roberson decision, legislation was enacted granting an action for injunction 
and for damages to any person whose name or picture is used, “for advertising 
purposes or for the purposes of trade,” without first obtaining the written con- 
sent of the person whose name or picture is thus used. Section 51, Civil Rights 
Law of the State of New York. 

In establishing the right to an injunction or for damages for the unauthorized 
use of a person’s name, portrait or picture, Section 51 of the Civil Rights Law, 
as construed by state court decisions, did not create a property interest. in 
Gautier v. Pro-Football Inc. et al., 278 App. Div. 431, 106 N. Y. S. 2d 553, the 
court construed the scope of the statute in the following language: 


“The statutory creation in this state of a limited right of privacy was intended 
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for the protection of the personality of an individual against unlawful invasion. 
See Roberson v. Rochester Folding Box Co., 171 N. Y. 538, 64 N. E. 442, 59 L. R. A. 
478; Rhodes v. Sperry @ Hutchinson Co., 193 N. Y. 223, 85 N. E. 1097, 34 L. R. A. 
N. S., 1143, affirmed 220 U. S. 502, 31 S. Ct. 490, 55 L. Ed. 561. It provided 
primarily a recovery for injury to the person, not to his property or business. 
* * * True, where an individual’s right of privacy has been invaded there are certain 
other elements which may be taken into consideration in assessing the damages. 
Thus, where a cause of action under the Civil Rights statute has been established, 
damages may include recovery for a so-called ‘property’ interest inherent and in- 
extricably interwoven in the individual’s personality, see Redmond v. Columbia 
Pictures Corp., 277 N. Y. 707, 14 N. E. 2d 636, supra, but it is the injury to the 
person not to the property which establishes the cause of action. That is the focal 
point of the statute. 

“There is no right of privacy, under our statute, applicable to a business * * *. 
It is the individual, not his business, which is protected against unlawful intrusion. 
* * * Section 51 of the Civil Rights Law was not enacted to fill gaps in our copy- 
right statute, or to supplement causes of action based on contracts express or 
implied or to extend the law relating to unfair competition or to the appropriation 
of another’s business or enterprise. Jaccard v. R. H. Macy & Co., Inc., 265 App. 
Div. 15, 37 N. Y. S. 2d 570.” (Emphasis added.) 


Pekas Co. v. Leslie, 52 New York Law Journal 1864 (February 13, 1915), 
is very pertinent, for the very question was considered by Justice Greenbaum. 
It appeared that the plaintiff, a publisher of posterettes, art stamps and advertising 
stamps, secured from certain motion picture actresses the exclusive right to use 
their pictures on posterettes, art stamps, advertising stamps and seals for a period 
of five years. The defendant thereafter also published, without the permission of 
the actresses, posterettes or portrait stamps of the same actresses. Just as in the 
pending case, it appeared that these actresses had not authorized the plaintiff 
“to bring any action for injunction or damages against said defendants, or either 
of them.” Indeed the actresses filed affidavits which contained a request that no 
injunction be issued in the action. No copyright question was involved, and the 
judge wrote: 


“The complaint is clearly predicated upon the theory that the defendants are 
liable to plaintiff under sections 50 and 51 of the Civil Rights Law, entitled ‘Rights 
of Privacy.’ The history of the legislation resulting in that act is found in Rhodes 
v. Sperry & Hutchinson Co., 193 N. Y. 223, which convincingly established that 
it was prompted by the suggestions of the court in Roberson v. Rochester Folding 
Box Co., 171 N. Y. 538. A study of the learned prevailing opinion in the Roberson 
case, supra, clearly reveals that the ‘Law of Privacy’ is what the phrase indicates, 
not one designed to protect the rights of private property, but ‘of an inviolate 
personality,’ based upon the regard of the law for the feelings and sentiments of 
the individual. The rights and remedies of the persons aggrieved are purely personal 
and not assignable. Rights for outraged feelings are no more assignable than 
would be a claim arising from a libelous utterance. The alleged agreements 
made between the actresses in question and the plaintiff, under which the plaintiff 
was given the exclusive right to publish the portraits, may have conferred rights 
which the plaintiff might have protected by copyright, but none in favor of the 
plaintiff against the defendants under the Civil Rights Law of Privacy. Judgment 
for the defendants without costs.” 


This opinion is of such importance that the plaintiff has supplied the court 
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with photostat copies of the pleadings, briefs, findings, conclusions and judgment 
therein, but an examination of these papers does not change the conclusion forced 
by the foregoing consideration of the facts and law. 

A federal case which follows the New York law, though the contract under 

consideration was not négotiated in New York, is of considerable interest, for the 
facts are very similar to those in this case, see Hanna Mfg. Co. v. Hillerich © 
Bradsby Co., 78 F. 2d 763 [25 T. M. R. 593] cert. den’d, 296 U. S. 645. It appeared 
that certain baseball players had given to Hillerich G@ Bradsby Co., manufacturers 
of baseball bats, the exclusive right to use their names and photographs in connec- 
tion with the sale of baseball bats, and had consented to the registration of their 
names as trade-marks. The defendant, Hanna Mfg. Co., wass selling baseball bats 
under the designation “Ruth” or “Gehrig” bats, which indicated special bats known 
to the trade under those names. Judge Sibley, writing for the Court of Appeals, 
said: 
“# # # From this incomplete review it is evident that a famous batsman, aside 
from questions of trade-mark and unfair competition or libel, might have difficulty 
in keeping his name and likeness from respectful use by others. But if they be his 
property in a sense, they are not vendible in gross so as to pass from purchaser to 
purchaser, unconnected with any trade or business. Fame is not merchandise. It 
would help neither sportsmanship nor business to uphold the sale of a famous name 
to the highest bidder as property. Moreover, appellee, is not by its contracts 
the assignee as of property of the name and likeness of these players. The usual 
form of the contract grants ‘the sole and exclusive right for twenty years of the 
use of my name, autograph, portrait, photograph, initials or nickname for trade- 
mark or advertising purposes in connection with the manufacture or sale of baseball 
bats.” The signer does not divest himself of his name and likeness, but gives a per- 
mission or license to use them for a stated purpose and for a limited time. Since 
the players were not makers or sellers of bats and sold no business together with its 
marks and good will to appellee, the contracts in our opinion in and of themselves 
operate only to prevent the signers from objecting to appellee’s use of their names 
and likenesses. The right or wrong as against appellee of their use by others rests 
on the law of trade-mark and unfair competition, or unfair trade, and depends 
not so much on appeliee’s contracts as on the actual use in trade by appellee of 
the names and likenesses. It is the trade rather than the names and likenesses which 
the law will protect as property.” (Emphasis added. ) 


Cases cited by the plaintiff do not change this view. Fisher v. Star Co., 231 
N. Y. 414, holds that a cartoonist who originates the names of fictitious grotesque 
characters acquires a peculiar value in interesting the public thruogh newspaper 
publications, and may enjoin other publishers from using the names and imitating 
his drawings for the purpose of leading the public to believe that their work is his. 
This is not a case in which the third party under contract to the cartoonist pursued 
the invader. 

Nor does Wood v. Duff-Gordon, 222 N. Y. 88, help the plaintiff, for the facts 
were quite different. The same is true of Rogers v. Republic Productions, Inc. 
(S. D. Calif. Oct. 18, 1951); and the case of Uproar Co. v. National Broadcasting 
Co., 81 F. 2d 373 [26 T. M. R. 363], cert. den’d, 298 U. S. 670. And plaintiff 
relies also on Reiner v. North American Newspaper Alliance, 259 N. Y. 250. 

In Wood v. Duff-Gordon, supra, the plaintiff had acquired the exclusive right 
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t ; to place Lady Duff-Gordon’s endorsement on the designs of others, and to place 
d 4 her own designs on sale. Lady Duff-Gordon placed her endorsement on fabrics, 
dresses and millinery without plaintiff’s knowledge, and withheld the profits, for 
=| which she was sued. The question whether there was an enforcement contract 
) was presented and the Court of Appeals held that there was. Roy Rogers v. Repub- 
lic Productions, supra, involved property in commercial advertising. 

In Reiner v. North American, supra, the facts are quite different from those 
' presented in this case. There the plaintiff had fraudulently obtained passage on 
, » the Graf Zeppelin, and had agreed that he would not broadcast news of the trip, 
for the owners of the ship had given the exclusive news rights to a third party. 
Nevertheless it appeared that Reiner had entered into a contract to send “radio 
. ' messages from the said Graf Zeppelin to friends in the United States in reply to 
3, ' messages sent to plaintiff by his friends, and the defendant promised and agreed 
to pay the plaintiff $500 therefor.” Plaintiff performed and defendant refused 
to pay. It was held that the acts of the plaintiff constituted a tort; that the con- 
tract between plaintiff and defendant was a part of the scheme which resulted in 
the breach of contract of the passage entered into by plaintiff, and interfered with 
the contract between the owners of the Graf Zeppelin and the third party. The 
court held that plaintiff’s contract with the defendant was illegal. It was said: 
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“A court will not lend aid to a party who has committed a tort to enable him to 
recover from another the price agreed to be paid for his wrongful act. * * *” 


The contracts between the ball players and the plaintiff here did not call for 
the performance of any services on the players’ part. Nor did they require the 
players to endorse the plaintiff’s product. It is also significant that there is absent 
any substantial evidence proving that through the plaintiff’s efforts, time and money, 
the baseball players’ picture cards have acquired a special significance which would 
associate them in the minds of the buying public with the plaintiff or its product. 
Proof of such circumstances might well bring the case within the principle which 
formed the basis for granting protection to the defendant against the unauthorized 
use by the plaintiff of the name “Graham” in Uproar Co. v . National Broadcasting 
/ Co. et al., 8 F. Supp. 358, affirmed 81 F. 2d 373 (C. C. A. 1, 1936) cert. den’d 
298 U. S. 670. The District Court had the following to say in its opinion on this 
point: 
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“The defendant National Broadcasting Company through its artist’s service, 
has created a commercial value in the name ‘Graham McNamee.’ He has been iden- 
tified with the National Broadcasting Company for several years, and has never been 
identified with any other broadcasting company. * * * The use of the word ‘Graham’ 
would, in the public mind, mean Graham McNamee, especially if used in connection 
with the radio program sponsored by the Texas Company. 

“* # # 
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“The name has acquired, through the efforts of McNamee and the National 
Broadcasting Company, a very substantial value, especially valuable for advertising 
purposes; and this definite commercial value exists apart from the services as radio 
announcer. Rights of a pecuniary nature have been created which partake of the 
elements of property rights, and which will receive the protection of equity. 
International News Service v. Associated Press, 248 U. S. 215, * * * These rights 
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may properly be the subject-matter of a transfer from McNamee to the broad- 
casting company.” 


Implicit in the decision in the Uproar case is the suggestion that the use of 
the name “Graham” by the plaintiff amounted to an appropriation of good 
will created by the defendant broadcasting company at great expense and that 
such appropriation constituted unfair competition. 

Thus it may be said that before the enactment of Sections 50 and 51 of the 
Civil Rights Law, there was in New York no legal basis for protection against 
the unauthorized use of a person’s name or portrait (in the absence of a violation 
of the law dealing with libel and slander, or some independent property or con- 
tract right). With the enactment of Sections 50 and 51 the legislature granted 
certain limited protection against unauthorized publication of a person’s name 
or picture; that is, where the intended use is “for advertising purposes or for the 
purpose of trade.” The protection thus granted by statute is a right of privacy, 
construed by the courts of the state as being a purely personal right and non-assign- 
able. See Murray v. Gast Lithograph & Engraving Co., 8 Misc. 36, 28 N. Y. S. 271 
aff'd 10 Misc. 365, 31 N. Y. S. 17; Wyatt v. Hall’s Portrait Studio, 71 Misc. 199, 
128 N. Y. S. 247. 

The plaintiff denies that its claim is based upon a violation of the right of 
privacy statute. It insists that by virtue of its contracts with the ball players it 
obtained rights in the nature of a property interest which is entitled to protection. 
However, the cases plaintiff cites all involve property or contract rights independent 
of the right obtained through contract to the use of names and pictures for the 
purposes of trade or for advertising purposes. 

I conclude that the plaintiff has failed to sustain the cause of action alleged. 

By the same token the defendant’s rights in and to its contracts were, of 
course, no greater in matter of law than those acquired by the plaintiff. That 
is to say that the defendant, like the plaintiff, failed to acquire from the players 
the right to pursue third parties. As to the other branch of defendant’s counter- 
claim seeking cancellation of plaintiff’s registered trade-mark, that too must fail, 
because at least on the face of it the trade-mark covers registrable matter. 

The complaint and defendant’s counterclaim will be dismissed. Settle decree 
on notice. 

Appropriate findings of fact and conclusions of law will be filed with this 


opinion. 


A. E. STALEY MANUFACTURING COMPANY v. STALEY MILLING 
COMPANY 


No. 1291—U. S. D. C. S. D. Ill—March 31, 1952 


Courts—PLEADING AND Practice—Discovery 
Plaintiff, in unfair competition suit, required to supply to defendant the names 
and addresses of all persons claimed by plaintiff to have been confused or deceived 
except those discovered by plaintiff’s counsel or their representatives in preparing for 
trial. 
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Plaintiff, in unfair competition suit, required to supply, at defendant’s expense, 
photostats of letters or other communications, together with covers therefor, received 
by plaintiff and claimed by plaintiff to have been intended for defendant. 


f 

d ‘ Unfair competition suit by A. E. Staley Manufacturing Company against 

t ; Staley Milling Company. Defendant’s motion for discovery granted in part and 

denied in part. 

e LeForgee, Samuels €: Miller, of Decatur, Ill. (Cromwell, Greist & Warden; Rogers 

t . & Woodson, of Chicago, Ill.; Howard L. Doyle, of Springfield, Ill.; of counsel) 

n 4 Attorneys for Plaintiff. 

. 4 Giffin, Winning, Lindner & Newkirk, of Springfield, Ill. (Nims, Martin, Halliday, 

d 4 Whitman & Williamson, of New York, N. Y.; C. Earl Hovey, of Kansas City, 

- ; Mo.; of counsel) Attorneys for Defendant. 

e 

,, F OrDER ON MoTION FoR DiscovEeRy 

A This cause having come on to be heard on defendant’s motion presented 

1 March 11, 1952, for an order requiring plaintiff to produce certain documents and 

,, information described in the motion and to require witnesses to answer certain 
questions upon oral depositions, and to require plaintiff to furnish defendant 

f with the names and addresses of persons who, plaintiff claims, have been deceived 

it in respect to the matters described in said motion; and the Court having heard 

- the arguments of counsel and having considered briefs of the parties submitted 

it herein, and being fully advised in the premises; 

- IT IS ORDERED that within ten (10) days after the service of a copy of 
this order upon plaintiffs attorneys, the plaintiff serve upon the defendant’s 
attorneys: 

of (a) A list of the names and addresses of all persons known to plaintiff and 

ut who plaintiff claims have been confused or deceived as alleged in the amended 

rs complaint herein, except the names of such persons whose identity has been dis- 

r covered through the efforts and work of plaintiff’s counsel or their representatives, 

1, in preparation for trial; and 

(b) Photostatic copies of all letters, postcards or other communications and 

e 


of the envelopes or other covers of such letters and communications which have 
been received by plaintiff and which plaintiff claims were intended or apparently 
intended for the defendant, and in the case of such letters or other communica- 
tions of which copies are not available, photostatic copies of plaintiff's records per- 
taining to such letters or communications, the reasonable cost of all such photo- 
stats to be paid by the defendant; and it is hereby further 

ORDERED that the motion be and the same hereby is in all other respects 
denied. 
Dated March 31, 1952 

CHARLES G. BRIGGLE 

United States District Judge 
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THE FRITO COMPANY v. GENERAL MILLS, INC. 
No. 4393—U. S. D. C. N. D. Tex—March 19, 1952 


TrapDE-Marks—REGISTRABILITY—GENERAL 
Likelihood of confusion of product or as to source held test of registrability. 


TrADE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Chee-tos” held confusingly similar to “Cheerios,” under 1946 Act. 


Suit under R. S. 4915 by The Frito Company against General Mills, Inc. to 

compel issuance of registration. Complaint dismissed. 
Jack Johannes and G. H. Kelsoe, Jr., of Dallas, Tex., for plaintiff. 
Anthony A. Juettner, of Minneapolis, Minn., Wilkinson, Huxley, Byron & Hume, of 

Chicago, IIl., and Webster Atwell, of Dallas, Tex., for defendant. 

ATWELL, C. J. (orally) : . 

The Court has been rather liberal in admitting testimony for both the plaintiff, 
and, the defendant in this matter. The plaintiff offered in testimony 42 different 
trade-marks, and other evidence covering that number, some of which products were 
cheese products; others, candy, cigars, whiskey, ice cream, etc. 

I presume that the ordinary rules of equity which appeal to the Chancellor 
with reference to unfair competition, might be somewhat helpful here, but, there 
is where the seller palms off another’s goods on the buyer, the seller knows he is 
fraudulently doing that very thing. 

As I read the statute, the trade-mark Commissioner, we will call him, in the 
Patent Office, is allowed to act within the wording of the statute itself, to the effect 
that it is likely to cause confusion, not that it does actually cause confusion, but that 
it is likely to cause confusion. Confusion of product, or, origin, or, source of the 
product. 

Now, that same statute, by which the Patent Commissioner is bounden, and 
within which he acts, is the statute which controls the District Court in seeking to 
revise, or, to affirm his decision. It allows a proceeding in a United States District 
Court, where the parties may be found, and if such finding is outside of the District 
of Columbia, notice shall be given the Commissioner. 

I have heard no testimony to the effect that confusion has been caused. There 
has been no testimony offered here by either side that any purchaser has com- 
plained that the goods which the purchaser got were not the goods which the pur- 
chaser thought he was getting. The probability is that each of these goods is a good 
goods, and, a satisfying goods to the customer. 

The fact does remain, however, that the defendant in this case has been using 
this trade-mark on goods for a great many years, long antedating the attempted 
use of this word by the plaintiff here, and the word is what is copyrighted—not the 
package or the wrapper. The reputation of the General Mills is a national reputa- 
tion. Its expenditures for television and radio and newspaper advertising is very 
large and well established, and, one would be blind, perhaps, and deaf, who did not 
know, and, who does not know, in America, of the Betty Crocker remedies, and 
recipes, and, suggestions; even men, I think, are occasionally brought in touch 
with them. 
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But, that, of course, is somewhat beside the question here. 


The name chosen by the plaintiff is Chee-tos; the name which has been used 
by the defendant for these many years is, Cheerios. I am unable to say that such 
use by the plaintiff is not likely to cause confusion as to both origin and use. I am 
not bounden to find that it has caused confusion, and, I think that a decree should 
go for the defendant in this case. 


I will ask you to prepare a decree, gentlemen, to be okayed by the other side, 
saving such exception as they may desire. 





SPANG ET AL. v. MARZALL 
No. 5225—U. S. D. C. D. C.—March 18, 1952 


TraDE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 


“Cube Steak” held the name of the meat product and not to identify the producer. 

“Cube Steak” held not registrable, under Section 2(f) of 1946 Act, as trade-mark 
for machines for tenderizing meat, since if term is generic of a type of meat, it is also 
the generic name of the machine which makes such meat. 


Suit under R.S. 4915 by William F. Spang, Carl F. Spang, Robert L. Spang, 
Marie F. Spang, John Spang, Joseph P. Spang, III, Thomas Spang, Anna M. Peck, 
Virginia McMana, Barbara Lamothe, and Cube Steak Machine Company against 
John A. Marzall, Commissioner of Patents, to compel issuance of registration, under 
section 2(f) of 1946 Act. Complaint dismissed. 

Lee L. Townshend, of Washington, D. C., and Nathan Heard and Cedric W. 
Porter, of Boston, Mass., for Plaintiffs. 


E. L. Reynolds and H. S. Miller, of Washington, D. C., for Defendant. 
BasTIANn, D. J.: 


This is an action under R.S. 4915 (35 U. S. C. 63), in which the plaintiffs 
seek to have the Court authorize the Commissioner of Patents to register the trade- 
mark “Cube Steak” for machines for tenderizing meat. Plaintiffs claim to be 
entitled to registration under Section 2(f) of the Trade-Mark Act of 1946, which 
provides in part: 

“# #* * nothing in this chapter shall prevent the registration of a mark used 
by the applicant which has become distinctive of the applicant’s goods in commerce.” 


The Patent Office refused the registration principally on the ground that the 
trade-mark is generic and incapable of distinguishing the goods in commerce and, 
accordingly, is not distinctive of the goods; that if “Cube Steak” is the generic 
name of a variety of meat, it is equally the generic name of the machine which 
makes that variety of meat; that “Cube Steak” indicates a type of meat emanating 
from many sources and does not function to indicate origin or to distinguish the 
product of any particular manufacturer or merchant, but one which may readily 
be procured in any meat market. Thus, the Commissioner concluded, the words 
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“Cube Steak” being generic of a type of meat or steak, they are unregistrable for a 
machine for making this type of meat. 

The principal issue, therefore, is whether or not the words “Cube Steak” are 
generic of a type or kind of meat or steak. There is language in the Czapar patent 
(No. 1,991,546) which indicates that the words “Cube Steak” are generic. It is 
there said that the meat tenderizer is designed to handle certain kinds of steak 
commonly known as cube or diced steak. Similar language is found in the 
Motrinec patent (No. 2,167,051), as the sub-title of that patent reads “a machine 
to cube steaks.” 

The plaintiffs contend that the words “Cube Steak” were first used by their 
predecessor in 1925, and that no one had previously used these words. This is not 
disputed by the Patent Office and must be accepted as fact. The plaintiffs con- 
vincingly proved that they have made great efforts toward policing the words since 
they and their predecessor started in business over a quarter of a century ago. 
However, whatever their meaning originally mav have been, and regardless of the 
policing, the words now appear to be identified as the name of the product and 





















not the producer. 
In any event, the Court is of the opinion that the plaintiffs have not shown 


that the general public believes the words indicate a producer and not a product. 
It may well be that those who are in the trade, i.e., those who use the machine, 
regard a “Cubic Steak” as a steak made by a “Cube Steak Machine,” but if the 
term “Cube Steak” is generic of a type of meat, it is also the generic name of the 
machine which makes such meat. 

The complaint will be dismissed. 













LIBBY, McNEILL & LIBBY v. LIBBY, ET AL. 
No. 51-735—U. S. D. C. D. Mass.—February 11, 1952 









Trave-Mark Act or 1946—REMEDIES—SECTION 34 





TraDE-MarKs—INFRINGEMENT—GENERAL 
On the facts of record, plaintiff held to have failed to prove statutory infringement 


of trade-mark since no interstate use by defendant was pleaded and no evidence offered 
on this point and only local commerce not affecting interstate commerce is involved. 







Courts—]JuRISDICTION—GENERAL 
Value of thing in controversy at time of filing of suit, and not amount of recovery 


sought, controls in determining whether jurisdictional amount is involved in a 
diversity suit for unfair competition. 


Unrair ComMpEeTITION—BAsiIs OF RELIEF—RELIEF—GENERAL 
Where there is a likelihood of public confusion resulting from use of name similar 
to that of an established concern, newcomer is required to take such steps as may be 


necessary to eliminate confusion. 
Direct competition is no longer required as basis for relief in Massachusetts. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 


INSTANCES 
Court has power to issue absolute injunction restraining use of geographical and 


personal names as part of business or trade name. 


fate. 
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Plaintiff held entitled to injunction restraining defendants from using the name 
“Libby” in connection with any food product, advertising or other media connected with 
merchandising food products unless it is qualified by adding his or her first name and 
middle initial to it. 


Trade-mark infringement and unfair competition suit by Libby, McNeill & 
Libby against Andrew G. Libby, formerly known as Anthony Limperapoulous, and 
Mary Libby, doing business as Libby’s Super Market. Judgment for plaintiff 
granting injunction. 

Arthur D. Thomson and Thomson & Thomson, of Boston, Mass., and Beverly W. 
Pattisall, Lewis S. Garner, William T. Woodson, and Rogers & Woodson, of 
Chicago IIl., for Plaintiff. 

W. Arthur Garrity, Jr.. Maguire, Roche & Garrity, and Frank D. McCarthy, of 
Boston, Mass., for Defendants. 

SWEENEY, C.]J.: 

In this action the plaintiff seeks to enjoin, and recover damages for, an alleged 
infringement of its trade-mark and for unfair competition. 


FINDINGS OF Fact 


In 1947 when the defendant Andrew Libby became a naturalized citizen he 
adopted the name of Andrew G. Libby. Up to 1951, he ran a diner lunch service 
in Roslindale, Massachusetts, and early in January of 1951, having disposed of his 
diner he and his wife, Mary, opened a super market in West Dennis, Massachusetts, 
under the name of “Libby’s Super Market.” 

The plaintiff is a well known meat packer and since 1894 has continuously 
used the name “Libby’s” as a trade-mark and has registered it in both the United 
States Patent Office and in the Commonwealth of Massachusetts. —The name has 
acquired a secondary meaning as indicating the plaintiff's products, which the de- 
fendants do not deny. Jurisdiction of this Court is invoked under the trade-mark 
laws of the United States, 15 U. S. C. §§1051 through 1127, and also on the 
ground of diversity of citizenship, there being an allegation that there is more than 
$3,000 involved. In spite of the claim made for damages in the Complaint, 
the plaintiff in open court waived that claim and now seeks merely an injuction 
against the use by the defendants of the word “Libby’s” when unattended by some 
other qualifying word which would serve to eliminate any possible confusion in the 
minds of the public as to the connection between this market and the plaintiff. 

From the facts that were proven at the trial, I cannot find a violation of 
the Federal trade-mark statute. To entitle one to relief under this statute it must 
be proven that the acts of the defendants which are complained of took place 
in interstate commerce or in commerce that can be lawfully regulated by Congress, 
United States Trade-Mark Act of 1946, Lanham Act, Sections 32 and 45. The 
plaintiff offered no evidence on this point and it did not even plead an interstate 
use by the defendants. While it is conceded that Congress has the power to act 
in respect of matters in intrastate commerce if those matters substantially affect 
interstate commerce, in the present case the goods sold locally by the defendants 
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which originated outside of the state had come to rest in Massachusetts and in- 
terstate commerce had ceased. R. P. Hazzard Co. v. Emerson’s Shoes, Inc., 89 F. 
Supp. 211, 216 [40 T. M. R. 228]. The plaintiff's failure to make out a case under 
this proposition precludes it from any relief under the Federal trade-mark statute 
for an alleged trade-mark infringement. 

With regard to the claim for unfair competition, the defendants have urged 
that since this Court’s jurisdiction is grounded on diversity of citizenship and since 
the plaintiff in open court has waived any claim for damages, the $3,000 
statutory requirement is not met and the court has no jurisdiction. This is not a 
correct view of the matter. In determining the amount involved it is the value of 
the thing involved at the time suit was filed and not at some later date which 
affects the Court’s jurisdiction, Lester v. Prudential Ins. Co. of America, 24 F. 
Supp. 54, and the value of the thing involved is not the amount that is sought to be 
recovered but the value of the thing about which the controversy exists. Baker v. 
Master Printers Union of New Jersey, 34 F. Supp. 808 [30 T. M. R. 640]. See 
R. P. Hazzard Co. v. Emerson’s Shoes, Inc., supra, and Folmer Graflex Corporation 
v. Graphic Photo Service, 44 F. Supp. 429 [32 T. M. R. 280], where despite the 
fact that the plaintiff waived his claim for damages in a diversity suit for unfair 
competition, the Court retained jurisdiction of the cause. 

Defendants admitted that plaintiff's name Libby had acquired a secondary 
meaning as indicating plaintiff's products. From the evidence presented at the 
trial the Court is justified in finding as a fact that the general public might be 
led to believe that Libby, McNeill & Libby was the owner or operator of defendants’ 
super market or that there was some connection between the two concerns. 
Such confusion should be eliminated. In Cain’s Lobster House, Inc. v. Cain, 312 
Mass. 512, 514, the Court said, “If the natural and probable consequences of the 
use of his name by a newcomer have caused confusion to the public in differentiating 
his goods or place of business from the goods or location of an old established enter- 
prise doing business under a similar name, then the newcomer has been required 
to take such steps as may be necessary to eliminate such confusion.” 

Under the Massachusetts common law on trade-mark infringement and unfair 
competition there appears to be a requirement that the Court find that the parties 
are engaged in direct competition before it may grant relief. It might be difficult 
to satisfy this requirement in the present case, as the plaintiff is primarily a whole- 
saler, while defendants are retailers. However, in view of Mass. St. 1947, c. 307. 
Mass G. L. (Ter. Ed.) c. 110 §7A, the Court is no longer taxed with the necessity 
of finding direct competition. That statute reads as follows: “Likelihood of injury 
to business reputation or of dilution of the distinctive quality of a trade name or 
trade-mark shall be a ground for injunctive relief in cases of trade-mark infringe- 
ment or unfair competition notwithstanding the absence of competition between the 
parties or of confusion as to the source of goods or services.” 

I have found that the use of the word “Libby’s” by these defendants tends to 
confuse the public and probably leads many to believe that this super market 
is in some way related to the plaintiff corporation. The distinctive quality of the 
Libby name is thus diluted by these defendants’ use of it with their super market. 
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As was stated in Food Fair Stores, Inc. v. Food Fair, Inc., 83 F. Supp. 445, 451 
[38 T. M. R. 1085]. “* * * it was settled that ‘if another uses’ the trade name 
of plaintiff, ‘he borrows the owner’s reputation, whose quality no longer lies within 
his own control. This is an injury, even though the borrower does not tarnish it, 
or divert any sales by its use; for a reputation, like a face, is the symbol of its 
possessor and creator, and another can use it only as a mask.’” As these defendants 
seem to have taken great pride in the selection of the name Libby, I am not 
going to enjoin them entirely from the use of that name in connection with their 
super market. Such a power does exist, as is shown in S. M. Spencer Mfg. Co. 
v. Spencer, 319 Mass. 331 [36 T. M. R. 123], where Mr. Justice Qua stated, 
“Not only a geographical name, but a family surname as well, may acquire a 
secondary meaning in a trade and become entitled to such protection as is practically 
possible and reasonably necessary to prevent deception, even to the extent of an 
injunction absolutely prohibiting the use of the defendant’s own personal name as a 
part of his business or trade name.” The plaintiff has not asked for such a 
broad injunction and accordingly an order may be drawn enjoining the defendants 
from using the name Libby in connection with any food product, advertising or 
other media connected with merchandising food products unless it is qualified 
by adding his or her first name and middle initial to it. 


CoNCLUSIONS OF LAW 


From the foregoing I conclude and rule that the defendants are guilty of 
unfair competition and have infringed the plaintiff’s Massachusetts trade-mark. 

I conclude and rule that the defendants have violated the provisions of 
Mass. G. L. (Ter. Ed.) c. 110, §7A. The plaintiff's prayer for injunction is allowed 
as limited by the above. 


CHAMPION SPARK PLUG COMPANY v. SANDERS, ET AL. 
No. 3767—U. S. D. C. E. D. N. Y.—January 30, 1952 


IN] UNCTIONS—ENFORCEMENT—-CONTEMPT 

In determining whether injunction has been violated, it is proper to observe object 
for which relief was granted and to find breach of decree in violation of spirit of 
injunction, even though its strict letter may not have been disregarded. 

On facts of record, defendants held in contempt for violation of decree in not 
complying with requirements as to color of paint or lacquer to be applied to plain- 
tiff’s repaired or used spark plugs and in failing to comply with requirements as to 
legible markings to show that repairs and reconditioning were performed wholly by 
defendants. 

Defendants’ use of legend “Brooklyn 16, N. Y.” instead of their full address on 
cartons and containers criticized thought not relied upon by plaintiff. 

Plaintiff held entitled to order containing finding of contempt of decree on mandate 
and providing for appointment of master to take testimony as to damages and profits 
including legal expenses of this proceeding. 


Trade-mark infringement and unfair competition suit by Champion Spark 
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Plug Company against Peter Sanders, Samuel Sanders, and Harry Sanders, doing 
business as The Perfect Recondition Spark Plug Company. Plaintiff's motion to 
punish defendants for contempt granted. 

Ward, Crosby & Neal, of New York, N. Y. (Wilber Owen and Carl F. Schaffer, of 

Toledo, Ohio, of counsel) for plaintiff. 

Bernard Bienstock, of New York, N. Y., for defendants. 
Byers, D. J.: 

This is a motion by plaintiff to punish the defendants for contempt of court 
for selling used spark plugs or plaintiff’s manufacture contrary to certain terms of 
the decree on mandate of February 9, 1950, in that (a) the shells of such plugs are 
not painted as so authorized as to color; and (b) that such plugs do not have the 
word “Repaired” or “Used” stamped thereon “by any means or method such as to 
produce a legible marking”; and (c) that the plugs do not “legibly set forth the 
fact that the repairs thereto were performed by or for the defendants.” 

For convenience the applicable provisions of the said decree are quoted: 

“4. That defenadnts, Peter Sanders, Samuel Sanders and Harry Sanders, their 
agents, attorneys, salesmen, employees, servants, privies and confederates, and each 
of them, be and they are hereby perpetually enjoined— 

“(a) from selling or offering for sale, or delivering to others for sale, any used 
spark plugs of plaintiff's original manufacture which have been repaired, recondi- 
tioned or otherwise treated to improve its appearance or usefulness, unless and until— 

(1) the metal shell of one-piece plugs and the metal shell and bushing nut 
of two-piece plugs have been completely covered with permanent aluminum paint 
or with durable gray or brown or orange or green paint or lacquer, such as Duco. 

(2) the word ‘REPAIRED’ or ‘USED,’ all in capital letters of a size as large 
as the face of said plugs will permit, has been stamped and baked upon the hex 
portion of said plugs of all sizes by an electrical hot press, or by some other means or 
method to produce a durable marking, in a contrasting color in a manner clearly and 
distinctly visible on the background on the face of the metal shell of said plugs, which 
metal shell and the attached bushing nut shall have been completely covered by 
permanent aluminum paint, or other paint or lacquer as set forth in the preceding 
paragraph (4-a-1) hereof, to provide such background; 

“(3) there is plainly and permanently set forth on the plugs themselves the fact 
that the repairs and reconditioning thereof was performed wholly by the defendants.” 


The case on the merits is reported in 331 U. S. 125, affirming 156 F. 2d 488, 
493, so that all relevant facts are sufficiently recorded to render repetition thereof 
entirely superfluous. 

This motion went to hearing on December 27 and 28, 1951, in connection with 
which the testimony of four witnesses was taken, and many exhibits were received; 
the important part of the latter were spark plugs sold by the defendant to purchasers 
here and abroad, being those originally manufactured by plaintiff, and repaired by 
defendants and marketed by them in purported compliance with the said decree. 

These plugs are painted as to the metal parts so that they look black, and for 
all practical purposes are black, not green as permitted by the decree, or any other 
color therein stated. 

Thus the first specification of failure on the part of defendants to abide by 
the decree is clearly established. Further, the use of a dark green lacquer, which 
was darkened by the addition of lamp black, is consistent only with a purpose to 
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make the metal parts appear to be black. The purpose succeeded, thereby simulat- 
ing the appearance of new plugs. 

As to the second and third, concerning the alleged failure of the defendants 
to have the word “Repaired” or “Used” baked upon the “hex portion * * * to 
produce a durable marking, in a contrasting color in a manner clearly and distinctly 
visible * * *,” the demonstration of non-compliance, so far as the 65 or so plugs 
in evidence, is convincing. Most of them contain lettering, some of which is discern- 
ible, but much of which is not, in which the letters constituting the word “Re- 
paired,” or some of them, in contrasting color, can be made out by scrutiny; but 
they are frequently merged with or overrun the initials P. R. S. P. Co., constituting 
a lower or second row of the one panel. 

The hexagonal surface upon which this two-line combination appears, is half 
an inch long, and a quarter inch wide at its greatest extent, tapering at the ends to 
3/16 of an inch, whereby the attempt to crowd into so small a space an eight letter 
word over five initials so as to present a legible disclosure is necessarily difficult in 
the extreme. It would be deemed impossible except for four of the plugs contained 
in a set of ten, constituting defendants’ Exhibit D. As to them, the word and the 
initials can be read, but as to the other six that is not true, in varying degrees of 
deficiency. 

The plaintiff's Exhibits 1 and 5 are plugs purchased on or about July 6, 1951, 
by mail order from the defendants, in a box of 50, all enclosed in individual con- 
tainers, and these two contain no stamping whatever; as to them, the violation of 
the decree is flagrant. 

There is nothing in the quoted portions of the decree to require that the word- 
ing intended to identify the plugs as having been repaired by the defendants are to 
be stated in one panel of the hex. There is no apparent reason why the word “Re- 
paired” should not be stamped in one, and the true name, or the business name 
of the defendant in another. Since that is too long to be so shown in full, the abbrevia- 
tion adopted is probably all that can be required, provided it legibly appears in 
contrasting color, like that used for the word “Repaired.” The actual showing of 
the one panel arrangement would be consistent with a purpose to render nugatory 
these two provisions of the decree, and as to them it is held that the plaintiff has 
proved its present cause. 

The failure of the defendants to expose their full address (1137 Bedford Ave- 
nue, Brooklyn) on the cartons and containers upon which the legend “Brooklyn 16, 
N. Y.” is shown is less than a candid disclosure of their place of business. A postal 
zone is not known to be a presently permanent thing for the purpose of this cause. 
That, however, is not relied upon by plaintiff. 

For the defendants, it is argued that no case of civil contempt has been 
demonstrated, and that only a prosecution for criminal contempt would lie. 

The plaintiff, in answer to this contention, relies upon Leman v. Krentler- 
Arnold Co., 284 U. S. 448, and with complete success in the opinion of this Court. 

While the factual background is not the same, the language of the opinion in 
John B. Stetson Co. v. Stephen L. Stetson Co., 128 F. 2d 981, at page 983 [32 
T. M. R. 418], is believed to apply: “In deciding whether an injunction has been 
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violated it is proper to observe the objects for which the relief was granted and to 
find a breach of the decree in a violation of the spirit of the injunction, even 
though its strict letter may not have been disregarded. (Citing authorities.)” 

The spirit of this injunction was to require of these defendants such a labeling 
of the used product of the plaintiff, as would be calculated to apprise a purchaser 
that the permitted retention on the plugs of the plaintiff’s trade-mark “Champion” 
and style numbers, must be clearly associated with a legible notice that the device 
is no longer new and in the condition in which it was marketed by plaintiff; nor of 
its original durability, and that it is the defendants, not the plaintiff, who sponsor 
the used and repaired article originally manufactured by the plaintiff. 

Since it is shown by this testimony that some of the accused plugs were mar- 
keted abroad and thus tended to affect the plaintiff’s foreign distribution, the re- 
quirements of the decree gain an added significance. 

The plaintiff is entitled to an order containing a finding of contempt of the 
decree on mandate, and providing for the appointment of a master to take testi- 
mony and report his findings as to damages and profits (John B. Stetson Co. v. 
Stephen L. Stetson Co., 133 F. 2d 129), including legal expenses of this proceeding. 
Aladdin Mfg. Co. v. Mantle Lamp Co. of America, 116 F. 2d 708 at page 717 
[31 T. M. R. 366]. 

Settle order. 





HYDE PARK CLOTHES, INC. v. HYDE PARK FASHIONS, INC. 
No. 56-74—U. S. D. C. S. D. N. Y.—October 19, 1951 


Courts—J urIsDICTION—GENERAL 
On facts of record, federal court held to have jurisdiction on three grounds, viz. 
infringement of registered trade-mark, diversity of citizenship with requisite jurisdic- 
tional amount and unfair competition related to substantial claim under federal trade- 
mark laws. 
Courts—Conr.ict oF Laws—APpPLICABLE LAW 
Federal rather than state law held controlling in suit between citizens of different 
states involving infringement of registered trade-mark and unfair competition. 


TrADE-MarKsS—REGISTRABILITY—GENERAL 
Geographical name indicating place of origin of a product may not be legally 
registered as a trade-mark. 
The term “Hyde Park,” as used by plaintiff, held not “merely geographical” and 
a valid registered trade-mark for men’s suits. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BAsIsS OF RELIEF—GENERAL 

When a good will is established under the owner’s name, he may protect it not 
only against the competition of those who invade his market, but also against those who 
use the name to sell goods near enough alike to confuse his customers; and this right 
is based upon his reputation with his customers and his possible wish to expand his 
business into the disputed market. 

Mere fact of confusion does not always and of itself entitle first user to relief. 

On facts of record, defendant’s use of “Hyde Park” on and in connection with 
ladies’ suits and coats held not to constitute infringement of plaintiff’s trade-mark “Hyde 
Park,” used on and in connection with men’s clothes, nor unfair competition with 
plaintiff. 
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Trade-mark infringement and unfair competition suit by Hyde Park Clothes, 
Inc. against Hyde Park Fashions, Inc. Defendant counterclaims for declaratory 
judgment. Complaint and counterclaim dismissed. 

Truman A. Herron and Judson J. Allgood (Wood, Herron & Evans, of counsel) 
of Cincinnati, Ohio and Sidney Rhodes (Hays, Wolf, Schwabacher, Sklar & 
Epstein, of counsel) of New York, N. Y., for Plaintiff. 

Oscar Levine, of New York, N. Y., for Defendant. 

LEIBELL, D. ].: 

On February 1, 1950, the plaintiff, an Ohio corporation, filed a complaint in 
this Court alleging (1) that the defendant, a New York corporation, infringed 
the plaintiff’s Federally registered trade-mark “Hyde Park” and (2) that defendant 
has been guilty of unfair competition. The complaint stated that as far back as 
April 1922, one of plaintiff's predecessors, Levine Brothers, a partnership had 
adopted and used the trade-mark “Hyde Park” for a general line of men’s clothing, 
which has been sold and advertised in practically all of the States including New 
York. On January 2, 1923 plaintiff’s predecessor, Levine Brothers of Cincinnati, 
Ohio, registered a trade-mark (No. 163,111) for “Men’s suits,” which it renewed 
January 2, 1943. The complaint also alleges that in 1945 the defendant corporation 
was organized under its present name and commenced using the trade-mark 
“Hyde Park” for a line of ladies coats and suits, “goods of the same descriptive 
qualities as those of plaintiff’ and that defendant sells its ladies suits and coats 
throughout the United States. It is alleged that this has confused dealers and 
the purchasing public generally and has deceived them as to the origin of the 
defendant’s merchandise. It is also alleged that plaintiff’s goods are of the highest 
quality and that if plaintiff’s merchandise proves of inferior quality it will cause 
plaintiff irreparable damage. The complaint prayed for an injunction, an accounting 
of profits, and damages. 

The defendant filed an amended answer on July 5, 1950 which consisted of a 
general denial and three affirmative defenses. These asserted (1) that the words 
“Hyde Park” in the plaintiff's trade name and its registered mark refer to a 
geographical location and are not subject to appropriation as an exclusive trade- 
mark or trade name and that the registration was improperly granted; (2) that 
the respective businesses of the plaintiff and defendant are not competing; and 
(3) that the defendant and its predecessor, Al Friedland, Inc., have used the 
trade-mark “Hyde Park Fashions,” since 1939 and that plaintiff “permitted the 
defendant to continue the said use without objection and has permitted the 
defendant to continue to expend large sums of money in advertising its products 
and to acquire a meaning entirely independent of Hyde Park Clothes, so that if 
the plaintiff had any cause of action it waived said claim by reason of its laches 
in failing promptly to proceed against the defendant.” 

The counterclaim seeks a judgment declaring the rights of the parties, that 
there is no infringement of plaintiff’s registration, and that the registration is invalid. 

The plaintiff's reply, filed July 13, 1950, alleges that the words “Hyde Park” 
are susceptible to use as a trade-mark, denies that the registration was invalid 
and alleges that it became aware of the defendant’s use of the trade-mark “Hyde 
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Park” in or about 1946 and that it continuously asserted a claim against defendant 
for defendant’s alleged wrongful use and has not been guilty of laches. 


JURISDICTION 


The allegation of jurisdiction in the complaint is that: 

“This is a cause of action in which there is a diversity of citizenship between 
the parties and in which the amount in controversy exceeds the sum of Three 
Thousand Dollars ($3,000.00), exclusive of interest and costs. It is also a cause of 
action under the trade-mark laws of the United States, and for both reasons, this 
court has jurisdiction in the premises.” 

In fact, there are three grounds of jurisdiction in this case. The first, with 
respect to the trade-mark infringement claim, is Section 1121 of Title 15 (the 
Lanham Act) which provides: 

“The district and territorial courts of the United States shall have original 
jurisdiction, the circuit courts of appeal of the United States and the United States 
Court of Appeals for the District of Columbia shall have appellate jurisdiction, of all 
actions arising under this chapter, without regard to the amount in controversy 
or to diversity or lack of diversity of the citizenship of the parties. July 5, 1946, c. 
541, Title VI, §39, 60 Stat. 440.” 

The second, with respect to the unfair competition claim, is Section 1338 of 
Title 28, U. S. C. which provides: 


“(a) The district courts shall have original jurisdiction of any civil action 
arising under any Act of Congress relating to patents, copyrights and trade-marks. 
Such jurisdiction shall be exclusive of the courts of the states in patent and copyright 
cases. 

(b) The district courts shall have original jurisdiction of any civil action assert- 
ing a claim of unfair competition when joined with a substantial and related claim 
under the copyright, patent or trade-mark laws. June 25, 1948, c. 646, 62 Stat. 931.” 


A third ground of jurisdiction (as to the claim of unfair competition) is the 
diversity of citizenship between the parties under Section 1332 of Title 28, U. S. C. 
That would include also any claim of plaintiff’s based on a common-law trade-mark. 


THe APPLICABLE LAw 


Plaintiff contends that this Court, in passing upon the claim for unfair 
competition, must apply the law as laid down in the decisions of the State of New 
York, because of the diversity of citizenship of the parties, even though the Court 
would also have jurisdiction because the action involves the validity of a registered 
trade-mark. The defendant relies on the decisions of our United States Court of 
Appeals for this Second Circuit, which I believe are applicable. Prior to the enact- 
ment of the Lanham Act, (Trade Mark Act of 1946), 15 U. S. C. 1051 et seq., 
it does not appear that the question was ever finally settled. Judge Learned Hand, 
in S. C. Johnson and Son v. Johnson, 175 F. 2d 176 [39 T. M. R. 557] (C. C. A. 
2nd 1949) observed: 


“That act (Lanham Act) did indeed put federal trade-mark law upon a new 
footing. The Act of 1905 had made the registration of a trade-mark only prima 
facie evidence of ownership, and the question must be regarded as never finally 
settled whether it created a substantive federal trade-mark law, as distinct from the 
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common-law of the states, or whether it merely gave jurisdiction to the district 
courts and certain procedural advantages to the owner. The Lanham Act put an 
end to any doubts upon that score, and to the confused condition in which those 
doubts involved the whole subject, especially after Erie Railroad Company v. Tomp- 
kins. These were fully discussed by Judge Wyzanski in his opinion in National Fruit 
Product Co. v. Dwinell-Wright Co.,1 but they ceased to be important after Con- 
gress provided that any infringer ‘should be liable to a civil action by the registrant 
for any or all the remedies hereinafter provided’; and that the registration certifi- 
cate once become ‘incontestable’ after five years, should, with certain exceptions not 
here relevant, be conclusive evidence of the registrants’ exclusive right to use it. This 
conclusion is confirmed, if confirmation is necessary, by the report of the Senate 
Committee, of which we quote a portion in the margin. Nevertheless, although it 
is no longer open to doubt that the present act created rights uniform throughout 
the Union, in the interpretation of which we are not limited by local law, it does 
not follow that, in determining what these are, we are not to be guided by the 
existing common-law, especially in regard to issues as to which that law was well 
settled in 1946.” 


In Bulova Watch Co., Inc. v. Stolsberg, 69 F. Supp. 543 [37 T. M. R. 41] 
C. Mass. January 1947), decided by Judge Sweeney in the same district as 
the National Fruit Product case, the Court reconsidered an earlier view and held: — 


“We are now met squarely with the question whether under Erie R. Co. v. 
Tompkins, 304 U. S. 64, 58 St. Ct. 817, 82 L. Ed. 1188, 114 A. L. R. 1487, we are 
bound to follow the Massachusetts law of unfair competition, or already having juris- 
diction on a basis other than diversity, are we free to depart from the Massachusetts 
law and apply what seems to this Court to be a much more just solution of this par- 
ticular case? There is much authority to the effect that we are bound by the Massa- 
chusetts law. Time, Inc. v. Viobin Corporation, 7 Cir., 128 F. 2d 860 [32 T. M. R. 
422]; National Fruit Product Co. v. Dwinell-Wright Co., D. C. 47 F. Supp. 499, 502- 
504 [32 T. M. R. 114]; Folmer Graflex Corporation v. Graphic Photo Service, D. C., 
44 F. Supp. 429 [32 T. M. R. 280]. My own decision in Mishawaka Rubber @& 
Woolen Mfg. Co. v. Panther-Panco Rubber Co., D. C., 55 F. Supp. 308, followed 
this general rule although the question was not raised in the case. On more careful 
consideration, I feel that there is a strong policy in favor of interstate uniformity 
in the field of unfair competition. There is the dilemma between a checker-board 
result in the automatic application of Klaxon Co. v. Stentor Electric Manufacturing 
Co., Inc., 313 U. S. 487, 61 S. Ct. 1020, 85 L. Ed. 1447, to multi-state unfair com- 
petition on the one hand, or a return, on the other, to the evils of choice of forum if 
local law is to govern the interstate as well as local aspects of the tort. See S. S. 
Zlinkoff, Erie v. Tompkins: In Relation to the Law of Trade-Marks and Unfair 
Competition, 42 Columbia Law Review, 955; S. S. Zlinkoff. Some Reactions to the 
opinion of Judge Wyzanski in National Fruit Product Co. v. Dwinell-Wright Co., 
D. C. 47 F. Supp. 499, 32 Trade-Mark Rep. 131, December 1942. 

It appears that federal law governs on the question of infringement of a reg- 
istered trade-mark. Dwinell-Wright Co. v. National Fruit Product Co., 1 Cir., 140 F. 
2d 618, 620 [34 T. M. R. 128). This Court has jurisdiction because of the inter- 
relationship of the issues of unfair competition with those raised under the Trade- 
Mark Act. Federal law should govern both aspects of the complaint, while the local 
law of unfair competition is restricted to those cases where federal jurisdiction is 
sustainable only on diversity.” 


In a suit based upon a claim of unfair competition only, where there was 
no suggestion of a registered trade-mark, Food Fair Stores v. Food Fair, Inc., 83 


1. 47 F. Supp. 499 [32 T. M. R. 114]. 
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F. Supp. 445 [38 T. M. R. 1085] (1948), Judge Wyzanski held that jurisdiction in 
that case was based upon diversity of citizenship solely and that the law of the 
forum as to unfair competition was applicable. No consideration of any of the 
provisions of the Lanham Act was had. There was no claim of jurisdiction, 
pendent to an action founded on a federal statute; and the controversy was intra- 
state. (Affirmed 177 F. 2d 177 (C. C. A. Ist 1949) ). 

In Radio Shack Corp. v. Radio Shack, Inc., 180 F. 2d 200 [40 T. M. R. 211] 
(C. C. A. 7th 1950), where jurisdiction appears to have been based solely on 
diversity of citizenship, the Court specifically held local law to be applicable, but 
at the same time it noted with interest an article by Professor Bunn, “The National 
Law of Unfair Competition,” 62 Harv. L. Rev., p. 987 (1949) expressing a contrary 
view, which the Court characterized as persuasive. The Court did not otherwise 
refer to the effect of the Lanham Act. 

There is considerable authority for the view that the Lanham Act is a broad 
piece of legislation in the field of trade-mark and unfair competition law, and 
that its effect is to give legislative sanction to the reasoning of Judge Sweeney in 
the Bulova Watch Co. case, supra, and to create a federal substantive right to 
protect persons engaged in interstate commerce against unfair competition. 

The last paragraph of the Act states the purpose of Congress. Section 1127 of 
Title 15, U. S. C. provides: — 


“The intent of this chapter is to regulate commerce within the control of 
Congress by making actionable the deceptive and misleading use of marks in such 
commerce; to protect registered marks used in such commerce from interference 
by State, or territorial legislation; to protect persons engaged in such commerce 
against unfair competition; to prevent fraud and deception in such commerce by 
the use of reproductions, copies, counterfeits, or colorable imitations of registered 
marks; and to provide rights and remedies stipulated by treaties and conventions 
respecting trade-marks, trade names, and unfair competition entered into between 
the United States and foreign nations.” 

A commentary on the Act (Robert, ““The New Trade-Mark Manual, 15 U. S. C. 
p. 284) states that the intent of Congress was: — 

“* * * to occupy the entire field with respect to marks used in commerce, 
as well as to provide remedies against unfair competition, irrespective of whether 
a registered mark is involved or not. Deceptive and misleading uses of marks in 
commerce are actionable, and persons engaged in commerce are protected under the 
Act from unfair competition; and the remedies provided for infringement are made 
available to obtain such protection. This, perhaps, is the most far-reaching change 
in remedial advantages which are available under the new Act.” 


An article entitled “Federal and State Regulation of Trade-Marks” by Diggins 
in 14 Law and Contemporary Problems 200 (1949) published by Duke University, 
holds that the Lanham Act “makes unfair competition a matter of federal law 
and leaves it to the federal courts to determine what competitive acts, conduct or 
practices are ‘unfair’.” The author concludes as follows: — 


“The Lanham Act provides a uniform federal law of trade-marks and unfair 
competition which is controlling in all cases and situations affecting interstate or 
foreign commerce. The ever-expanding judicial concept of the commerce power 
of Congress makes the Act effective in substantially all trade-mark and unfair com- 
petition cases without recourse to state law. The Act eliminates most of the effects 
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of the Erie decision in trade-mark and unfair competition cases, and thereby elim- 
inates the uncertainty and confusion which resulted from the application of state 
law.” 






I have concluded that in the case at bar I am not required to follow the local 
law as set forth in the decisions of the State courts. The cases to be cited will be 
.those of the United States Court of Appeals, Second Circuit. 






PLAINTIFF'S TRADE-MarK Was ENTITLED To REGISTRATION UNDER 
Tue FEpERAL STATUTE 









A geographical name as indicating the place of origin of a product may not 
be legally registered as a trade-mark. Although the term “Hyde Park” is a geo- 
graphical name, nevertheless as used by the plaintiff it is not “merely geographical.” 
If it was used by the plaintiff in an “arbitrary or fictitious sense,” it could be the | 
subject of a valid registered trade-mark. LaTouraine Coffee Co. v. Lorraine | 
Coffee Co., 157 F. 2d 115 [36 T. M. R. 271] (C. C. A. 2nd 1946)?, cert. den. | 
329 U. S. 771. The words “Hyde Park” are used commercially to mean a product 

that is stylish or of high quality. Plaintiff’s trade-mark was registered for “men’s 

suits.” As thus limited it is a valid registered trade-mark. 











Ricut oF TRADE-MarK Owner TO ENJoIN Its INFRINGEMENT IN A 
RELATED FIELD 








Plaintiff does not make women’s suits or coats and has not done so during all 
the years it has used the words “Hyde Park.” But plaintiff claims the right to bar 
any manufacturer of women’s suits or coats from the use of those words on his 
products. 

The decisions in the federal courts and in this Circuit are more limited in the 
relief they grant in cases involving a related field than are the Courts of New 
York State. In S. C. Johnson & Son v. Johnson, 116 F. 2d 427 [31 T. M. R. 82] 
(C. C. A. 2nd 1940), the Court pointed out the two elements upon which a 
plaintiff might rely in asserting a claim against another in a non-competing field 
[31 T. M. R. 83-84]: 


“Obviously the plaintiff cannot stand upon the usual grievance in such cases; 
i.e. that the defendant is diverting its customers. It has no customers to divert, for 
it does not sell a cleaner for fabrics; and, as to glazed surfaces, it began to sell its 
cleaner for these after the defendant, it was the newcomer in that market. There- 
fore it invokes the doctrine that when a good will is established under the owner’s 
name, given or assumed, he may protect it, not only against the competition of those 
who invade his market, but also against those who use the name to sell goods near 
enough alike to confuse his customers. We have often so decided, and it is not neces- 
sary to do more than refer to our last discussion. Emerson Electric Mfg. Co. v. 
Emerson Radio & Phonograph Corp., 105 F. 2d 908 [29 T. M. R. 514]. Since in 
such a situation the injured party has not lost any sales, the courts have based his 
c? right upon two other interests; first, his reputation with his customers; second, his 
possible wish to expand his business into the disputed market. The first of these is 
real enough, even when the newcomer has as yet done nothing to tarnish the repu- 


























2. See also California Creators v. Wieder, 162 F. 2d 893 [37 T. M. R. 558] (C. C. A. 
2nd 1947). 
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tation of the first user. Nobody willingly allows another to masquerade as himself; 
it is always troublesome, and generally impossible, to follow the business practices 
of such a competitor closely enough to be sure that they are not damaging, and the 
harm is frequently done before it can be prevented. Yet even as to this interest we 
should not forget that, so long as the newcomer has not in fact misconducted him- 
self, the injury is prospective and contingent, and very different from taking away 
the first user’s customers. The second interest is frequently less palpable. It is true 
that a merchant who has sold one kind of goods, sometimes finds himself driven 
to add other ‘lines’ in order to hold or develop his existing market; in such cases 
he has a legitimate present interest in preserving his identity in the ancillary market, 
which he cannot do, if others make his name equivocal there. But if the new goods 
have no such relation to the old, and if the first user’s interest in maintaining the 
significance of his name when applied to the new goods is nothing more than the 
desire to post the new market as a possible preserve which he may later choose to 
exploit, it is hard to see any basis for its protection. The public may be deceived, 
but he has no claim to be its vicarious champion; his remedy must be limited to 
his injury and by hypothesis he has none. There is always the danger that we may 
be merely granting a monopoly, based upon the notion that by advertising one can 
obtain some ‘property’ in a name. We are nearly sure to go astray in any phase of 
the whole subject, as soon as we lose sight of the underlying principle that the 
wrong involved is diverting trade from the first user by misleading customers who 
mean to deal with him. Unless therefore he can show that, in order to hold or 
develop his present business, he must preserve his identity in the disputed market, 
he cannot rely upon the second of the two interests at stake.” 


On a later appeal in the same case, §. C. Johnson G& Son v. Johnson, 175 F. 2d 
176 at pp. 179-180 [39 T. M. R. 557], Judge Learned Hand discussed further the 
two interests on which the owner of a mark may stand in seeking to enjoin the 
use of a similar mark in a related field: — 

There are ‘“(1) the possibility that the trade practices of the second user 
may stain the owner’s reputation in the minds of his customers; and (2) the possi- 
bility that at some time in the future he may wish to extend his business into that 
market which the second user has begun to exploit. These are legitimate interests 
and they are properly weighed against the second user’s interests; but it is far from 
true that the mere fact of confusion between the two users should always and of 
itself tip the scales in favor of the first. In Emerson Electric Manufacturing Co. v. 
Emerson Radio & Phonograph Corporation [29 T. M. R. 514] and Dwinell-Wright 
Company v. White House Milk Company, Inc., we tried to show how the power of 
a first user to establish such a premonitory lieu upon a future market might lead to 
great injustice.” 


In Federal Telephone and Radio Corporation v. Federal Television Corp., 180 
F. 2d 250 [40 T. M. R. 219] (U.S. C. A. 2nd Cir.—Feb. 1950), the plaintiff manu- 
factured and sold radio receivers and sought to enjoin the defendant’s later use of 
the name Federal in the manufacture and sale of television sets. The plaintiff 
was a subisidiary of the International Telephone and Telegraph Corporation, which 
was manufacturing television sets under the name of another subsidiary, Capehart- 
Farnsworth Corporation. Judge Learned Hand after noting that confusion, if any, 
would be limited Jo retail dealers and their customers, stated [40 T. M. R. 220]: 


“Therefore, it could affect the plaintiff only in one of two ways: (1) it might 
make it more difficult for the plaintiff to sell television sets, if it ever wished to go 
into that field; (2) its general reputation might be damaged, if the defendant’s repu- 
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tation in the trade was bad. It is indeed well-settled that these two interests are at 
times enough to give the first user of a name or mark the power to compel anyone, 
who uses it later, to distinguish his wares. We have had occasion a number of times 
to discuss this doctrine, its scope and limits—the last time at some length—and it 
would merely cumber the books to repeat what we have said. Although there 
appears to be a persistent belief that the first use of a specific name or description 
gives a power to the first user to prevent its use by others, it is important to remem- 
ber that no such doctrine exists. In all such cases there is only one question: what 
damage to the first user will the second do by the use of the first user’s mark, 
or name or make-up, and what burden will it impose upon the second user effectively 
to distinguish the goods?” 
* * * * * 7 


“As for retailers and their customers, it is conceivable that the word, ‘Federal,’ 
may lead them to believe that the defendant’s television sets come from the plaintiff, 
and that, if the defendant’s reputation becomes unsavory, the blame may be put 
on the plaintiff. However, there is so far no evidence of this, and we should have 
no warrant for depriving the defendant of whatever good-will it has already acquired 
by its sales under its own name. It started the user in entire good faith, the word 
is in general use for all sorts of purposes, and the plaintiff’s pretension to monopolize 
it is without any present basis that we can discover.” 


“Hyde Park” is used by many business concerns as part of their business name, 
as the telephone directories of New York and other large cities will show. The 
same is true of the name “Federal.” The plaintiff did not show that it actually 
intends to go into the field of manufacturing women’s suits and coats. All it proved 
was that in 1947 it was thinking of doing so, but abandoned the idea. It advances 
the suggestion that it may desire to enter that field and that some other manu- 
facturers of men’s clothes have done so. But plaintiff has been in the business of 
manufacturing men’s clothes for thirty years and has not, in all that time, reached 
a conclusion that it would be to its interests to manufacture women’s suits. And 
during the last five years of that period the defendant has been using the words 
“Hyde Park” in the manufacture of women’s suits. Plaintiff has not shown that 
its reputation has been harmed by the defendant’s product or by defendant’s 
method of doing business. Nor has there been any proof that defendant has sought 
to get business on plaintiff’s reputation. The defendant has spent a greater per- 
centage of its gross business for advertising than has the plaintiff, about 4% com- 
pared with plaintiff’s less than 1%. Defendant advertised in national magazines 
some time before plaintiff did so. Defendant has not sought to reap where the 
plaintiff has sown. Defendant has done its own sowing in its own field and plaintiff 
has no right to “post” that field as plaintiff’s private preserve. 

Since 1946, apparently relying on the Lanham Act, the plaintiff has been noti- 
fying manufacturers who use the words “Hyde Park” on any form of male wearing 
apparel that plaintiff has the sole right to use the words “Hyde Park.” There may 
be serious doubt as to plaintiff’s right to do so under the Lanham Act, in view of 
Judge Hand’s observation in the second Johnson case at page 180 [39 T. M. R. 558]. 
Plaintiff's mark is not a “fabricated mark” (like “Uneeda,” or “Aunt Jemima”), 
a mark created by plaintiff. Rather the words “Hyde Park” are words “in general 
use for all sorts of purposes,” as the telephone directory shows. To such marks we 
may properly apply the following quotation from the second Johnson case. “If 
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Congress really meant to allow every first user of a mark so to stifle all excursions 
into adjacent markets upon showing no more than confusion would result, it 
seems to us it would have said so more clearly.” In the case at bar plaintiff did 
not show that it was the first user of the words “Hyde Park” in a trade-mark or 
a trade name. This court has no reason for assuming that it was. 

If plaintiff were permitted to post the women’s suits field and prevent any one 
from using the words “Hyde Park” on any such goods, its next step would be to 
extend its claim to the sole use of the words “Hyde Park” on other types of women’s 
wearing apparel, just at it has been doing in the field of men’s wearing apparel. 
This creeping form of monopoly should not receive the approval of the courts. 

“Hyde Park” means stylish, select, exclusive, high class; just as “Fifth Avenue,” 
has been associated with residences and shops of that type. Plaintiff was not the 
first to use the term “Hyde Park” to designate merchandise of fine quality. It was 
not a “fabricated” name. It was arbitrarily selected only to the extent that it was 
not intended to show the place of manufacture, but the style or quality of the 
“men’s suits” plaintiff manufactured. The registered trade-mark was expressly 
limited to “men’s suits.” And if we disregard the registered trade-mark and consider 
it as a common-law trade mark having a secondary meaning, it would still be 
limited to men’s clothes, because that is all the plaintiff has manufactured. 

I have concluded that defendant does not infringe plaintiff’s trade-mark and 
does not unfairly compete with plaintiff. No harm has come to plaintiff by way of 
“confusion”; nor any damage to plaintiff’s reputation by defendant’s use of the 
words “Hyde Park” in its corporate name or on its women’s suits. And there is 
no likelihood of any damage to plaintiff. Defendant has taken nothing from plain- 
tiff; the fact is defendant has paid its own way in acquiring a good will of its own 
in the women’s field. Plaintiff has stated that it does not ask damages. It proved 
none. Nor has it shown any threat of damage which could be the basis for asking 
for injunctive relief. The complaint will accordingly be dismissed on the merits. 

There is no need to pass upon defendant’s counterclaim for a declaratory 
judgment. The conclusions of law® which I am filing herewith, together with 





3. “I. This court has jurisdiction of the parties and of the claims asserted in the 
pleadings. Jurisdiction of plaintiff’s claim of unfair competition is based on 15 U. S. C. §1121, 
Title 28 U. S. C. §1338, and on T. 28 U. S. C. §1332. 

II. Plaintiff has a valid registered trade-mark in the words “Hyde Park” for “men’s suits.” 

III. Plaintiff also has a good common-law trade-mark in the words “Hyde Park’ for 
men’s clothes manufactured by the plaintiff. 

IV. Defendant does not infringe either plaintiff’s registered trade-mark or plaintiff’s 
common-law trade-mark, by using the corporate name “Hyde Park Fashions, Inc.” 

V. Defendant does not infringe the plaintiff’s registered trade-mark or plaintiff's com- 
mon-law trade-mark by manufacturing and selling ladies suits and coats, and using the 
name “Hyde Park”’ in its advertising and on the labels it attaches to its garments. 

VI. Defendant in the manufacture and sale of its ladies suits and coats does not com- 
pete unfairly with plaintiff in plaintiff's manufacture and sale of men’s suits and coats. 

VII. Plaintiff has suffered no damage from defendant’s use of the word “Hyde Park” 
in its corporate name, in its advertising and on its labels. 

VIII. Defendant’s use of the words “Hyde Park” and the manner in which defendant 
conducts its business do not constitute any threat to plaintiff's reputation or good will, and 
plaintiff is not entitled to any injunctive relief. 

IX. The complaint should be dismissed on the merits with costs to the defendant. 

X. These conclusions of law make it unnecessary to pass upon defendant’s counterclaim 
for a declaratory judgment, and for that reason the counterclaim is dismissed. 

XI. Let judgment be entered accordingly.” 
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findings of fact, adequately dispose of the issues raised by the counterclaim, which 
need not be decided a second time. Leach v. Ross Heater Mfg. Co. (C. C. A. 2nd, 
1939), 104 F. 2d 88. 

Settle a judgment accordingly. 


SURELINE MANUFACTURING COMPANY v. MARZALL 
No. 2044-49—U. S. D. C. D. C.—October 15, 1951 


TrADE-MARKS—LIKELIHOOD OF CONFUSION—GENERAL 


4915 Surrs—ErFrect or CoMMISSIONER’S FINDINGS—GENERAL 
While Commissioner’s determination as to possibility of confusion is entitled to 
great weight and should not be lightly set aside, this is not a question of a scientific or 
technical nature in respect of which experts of the Patent Office are especially equipped, 
but a question of fact concerning which District Court in 4915 suit is competent to make 
a finding on the basis of evidence before it. 


Trape-Marxs—Marxks Not ConrusInGLy SimMiILar—ParTICcULAR INSTANCES 
“Sureline” held not confusingly similar to “Sparkline,” used on similar goods. 

Suit under R.S. 4915 by Sureline Manufacturing Company against John A. 
Marzall, Commissioner of Patents, to compel issuance of registration. Judgment for 
plaintiff. 

Lloyd C. Root (Spencer, Johnston, Cook & Root, of counsel) of Chicago, IIl., and 

John W. Nairn, of Washington, D. C., for plaintiff. 

E. L. Reynolds and Samuel W. Cochran, of Washington, D. C., for defendant. 
Hottzorr, D. J. (orally) : 

The plaintiff seeks to compel the Commissioner of Patents to register the trade- 
mark “Sureline,” which the plaintiff uses in connection with certain automobile 
ignition parts. The registration was asked for under the Act of 1905, which was 
still in existence when the proceeding was instituted. Registration was refused on 
the ground of possibility of confusion with the trade-mark “Sparkline,” used on 
goods of the same type. 

It is elementary that the determination of the Commissioner of Patents is en- 
titled to great weight, and should not be lightly set aside. Nevertheless, the Court 
must make a decision whether the Commissioner of Patents was right in his determi- 
nation as to the possibility of confusion. 

It must be noted that this is not a question of a scientific or technical nature in 
respect of which experts of the Patent Office are specially equipped. We are dealing 
with a question of fact concerning which this tribunal is competent to make a finding 
on the basis of the evidence before it. 

Reports of appellate courts abound with cases in which trade-marks having the 
same suffix have been held not to be confusingly similar. The evidence in this case 
indicates that no instance of actual confusion as between the two trade-marks has 
ever come to the knowledge of the two witnesses who testified at the trial. This is 
evidence that was not available to the Commissioner of Patents, who has offered 
none to contradict it. 

The party that opposed the registration in the Patent Office has not sought to 
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intervene in this litigation. It is reasonable to infer that it is not capable of produc- 
ing any evidence showing the likelihood of confusion, other than an inspection of 
the trade-mark itself. 

The Court is of the opinion that trade-marks “Sureline,” and “Sparkline,” are 
not confusingly similar. There is no similarity either in the spelling or in the pro- 
nunciation of the words “Spark,” and “Sure,” the only similarity being in the first 
letter. As the Court stated before, there are any number of cases of trade-marks 
having the same suffix—which is true in this case—which have been held to be not 
confusingly similar. 

The Court is impelled to reach its conclusion on the basis of the decisions in 
Waterbury Chemical Company v. Reed and Carnick, 41 App. D. C. 256, in which 
the trade-marks “Pinozyme” and “Peptenzyme” have been held not to be confusingly 
similar; the decision in Younghusband v. Kurlash Company, 94 F. (2d) 230, in 
which the trade-mark “Kurlash” and the trade-mark “Starlash” have been held 
not to be confusingly similar; and Kelvinator Corporation v. Norge Corporation, 94 
F. (2d) 384, in which the trade-marks “Kelvinator” and “Aerolator” were held not 
to be confusingly similar. In each of these cases the decision of the Commissioner of 
Patents was adverse to registration. 

The decision in the first of the cases cited was reversed by the Court of Appeals 
for the District of Columbia, and in the other two cases by the Court of Customs 
and Patent Appeals. 

The Court finds that the two trade-marks are not confusingly similar, and that, 


therefore, plaintiff is entitled to register its trade-mark. The Court will render 
judgment for the plaintiff. Counsel will please submit proposed findings of fact and 
conclusions of law, and judgment. 


FINDINGS OF FACT 


1. This is an action under Section 4915, Revised Statutes of the United 
States (Title 35, Section 63, U. S. Code) in which the plaintiff, Sureline Manufac- 
turing Co., seeks to have the Court authorize the Commissioner of Patents to 
register the trade-mark Sureline for use on automobile ignition repair parts. 

2. Plaintiff, Sureline Manufacturing Co., is a firm domiciled in the City of 
Chicago, State of Illinois, and duly filed its application for registration of the trade- 
mark Sureline in the United States Patent Office on December 29, 1945, which 
application received Serial No. 494,139. 

3. The trade-mark Sureline is used by the plaintiff on automobile ignition 
repair parts. 

4. Plaintiff's application for registration of the trade-mark Sureline was 
duly prosecuted in the United States Patent Office where it was examined and 
passed for publication and was published in the Official Gazette of the United 
States Patent Office on November 19, 1946, Volume 592, No. 3, page 291. 

5. Thereafter, on December 14, 1946, Tungsten Repair Parts, Inc., a cor- 
poration of the State of New Jersey, filed its notice of opposition opposing the 
registration of plaintiff's mark Sureline on the basis that said trade-mark was con- 
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fusingly similar to the trade-mark Sparkline registered to said Tungsten Repair 
Parts, Inc., registration No. 324,758. 

6. The trade-mark Sparkline is registered for use on automobile ignition 
repair parts. 

7. On May 18, 1948, the Examiner of Interferences in the Patent Office 
sustained the opposition and refused to register the trade-mark Sureline. 

8. On November 12, 1948, the decision of the Examiner of Interferences 
was affirmed by the Commissioner of Patents and plaintiff was again denied the 
right to have the trade-mark Sureline registered. 

9. The trade-mark Sureline has been used continuously in the business of 
the plaintiff since 1939. No evidence was presented to indicate that any instances 
of actual confusion between the marks Sparkline and Sureline have arisen during 
that period of time. 

10. The trade-marks Sparkline and Sureline are different in sound, spelling, 
appearance and meaning, and there is no likelihood that any confusion in the minds 
of purchasers as to the source of the respective goods will result in the future. 


ConcLusions oF Law 


1. The Court has jurisdiction of the parties and of the subject matter hereof 
pursuant to the provisions of Section 4915, Revised Statutes of the United States 
(Title 35, Section 63, U. S. Code). 

2. Plaintiff is entitled to the registration of its trade-mark Sureline for use 
on automobile ignition repair parts. 

ALEXANDER Ho.rzorr, Judge. 
Approved as to form: 
E. L. ReyNotps, Attorney for Defendant. 


JUDGMENT 


This case coming on to be heard upon the pleadings and testimony of wit- 
nesses and evidence adduced in open Court in behalf of the parties, and the oral 
arguments of counsel, and the same having been duly considered by the Court, it 
is by the Court, this 12th day of October, 1951. 

ApJ UDGED, OrpEeRED and Decreep as follows: 

1. That there is no likelihood of confusion between the marks Sparkline 
and Sureline and plaintiff is entitled according to law, to have its mark Sureline 
registered in the United States Patent Office. 

2. That the Commissioner of Patents is authorized to issue to plaintiff a 
certificate of registration on the mark Sureline upon the plaintiff filing in the 
Patent Office a copy of this adjudication and otherwise complying with the require- 


ments of the law. 
ALEXANDER Ho vtzorr, Judge. 
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COHN & ROSENBERGER, INC. v. KAUFMAN & RUDERMAN, INC. 
No. 5680—App. Div. (N. Y.) Ist Dept.—June 4, 1952 


TraDE-MarkK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—LACHES, ACQUIESCENCE 


AND ESTOPPEL 
Fact that plaintiff's conduct constitutes laches which precludes right to damages is 
no reason why defendant should be permitted to deceive public and palm off its goods 


as those of plaintiff. 
Laches in absence of elements creating equitable estoppel does not preclude granting 


of injunctive relief. 
On facts of record, held there is no basis for the finding of estoppel. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ScOPE OF RELIEF—PARTICULAR 


INSTANCES 

Plaintiff, though chargeable with laches, held entitled to injunction restraining 
defendant from displaying its mark in script form and requiring defendant to accom- 
pany use of its mark by its corporate name. 


Trade-mark infringement and unfair competition suit by Cohn & Rosenberger, 
Inc. against Kaufman & Ruderman, Inc. Plaintiff appeals from dismissal of com- 
plaint. Reversed. 

Mock & Blum (Asher Blum, of counsel), of New York, N. Y., for Plaintiff- 
appellant. 

Morris Kirschstein, of New York, N. Y., for defendant. 
Before CALLAHAN, J.P., VAN VooruIs, SHIENTAG, HEFFERNAN, BErRGcAN, J.J. 
SHIENTAG, J.: 

In this action for trade-mark infringement and unfair competition between 
two companies in the costume jewelry business, it is substantially conceded that 
the defendant’s mark “Karu” constitutes an infringement of plaintiff's mark 
“Coro.” The complaint was dismissed below on the basis of a finding that plain- 
tiff’s long acquiescence in defendant’s use of the infringing mark created an estoppel 
which bars all relief. We agree that plaintiff's conduct constitutes laches and 
precludes any right to damages. That is no reason, however, why the defendant 
should be permitted to practice a deception upon the public and palm off its 
goods as those of the plaintiff. It is well established that laches, in the absence 
of elements creating an equitable estoppel, does not preclude the granting of 
injunctive relief. See Menendez v. Holt, 23 Fed. 869, aff'd 128 U. S. 514; 
Columbia Records, Inc. v. Goody, 278 App. Div. 401. 

The record demonstrates that when the offending mark “Karu” was first 
used, it was accompanied by the corporate name of the defendant and was printed 
in block form, in contra-distinction to plaintiff’s display of its mark in script form. 
Over the years, defendant has gradually abandoned those distinguishing features. 
In the light of defendant’s progressive and apparently deliberate imitation of 
plaintiff's mark, there is no basis for a finding of estoppel. We believe that plain- 
tiff’s legitimate interests will be protected and defendant will suffer no undue 
injury if defendant is prohibited from displaying its mark in a script form and is 
required to accompany use of its mark by its corporate name. Judgment dismissing 
the complaint is reversed with costs to the appellant, and judgment for a permanent 
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injunction granted to the plaintiff as herein indicated. Settle order reversing incon- 
sistent findings below and making new findings in accordance with the foregoing 
determination. (All concur.) 


MARTHA WASHINGTON CANDIES CoO., INC. 
v. MARTHA WASHINGTON ICE CREAM CO., INC. ET AL. 


App. Div. (N. Y.) Ist Dept.—June 3, 1952 


TRADE-MAaRKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Martha Washington,” used on frozen confectionery products, held confusingly 
similar to “Martha Washington” used on candy. 
TrADE-MarRK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—ABANDONMENT 
On facts of record, held that defendants have failed to establish defense of 
abandonment. 
Intent to abandon held negatived by plaintiff’s renewal of registrations during period 
of alleged abandonment and uninterruped use of mark on candy. 


TrADE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Plaintiff's candies and defendants’ frozen products constitute confectionery; and 
precise nature of goods of the parties is not of primary significance. 


UnFair CoMPETITION—BAsiIs OF RELIEF—GENERAL 

Plaintiff held to have a property right in trade name “Martha Washington” which 
is entitled to protection against unauthorized use. 

Sale of related products in same area by defendants under the same mark held to 
have resulted in actual confusion and to portend likelihood of continuing confusion 
sufficient to warrant equitable relief. 

TraDE-MarK INFRINGEMENT AND UNFAIR CompPETITION—Scope or RELIEF—PARTICULAR 


INSTANCES 
Plaintiff held entitled to injunction restraining defendants from using the name 


“Martha Washington” in connection with confectionery and to costs. 
Plaintiff held not entitled to damages. 


Trade-mark infringement and unfair competition suit by Martha Washington 
Candies Co., Inc. against Martha Washington Ice Cream Co., Inc. and L. & Y. 
Food Products Corporation. Plaintiff appeals from dismissal of complaint. Reversed. 
Before Peck, P. J.; CoN, VAN Voorutes, and HEFFERNAN, JJ. 

Harold Greenwald of counsel (Roberts B. Larson with him on the brief; Greenwald, 
Kovner & Goldsmith) for Plaintiff-appellant. 
Nathaniel T. Helman, for Defendants. 

Per CurtamM—This is a suit in equity for an injunction and damages by Martha 
Washington Candies Company, Inc., based upon trade-mark infringement and 
unfair competition in defendants’ adoption and use of the name “Martha Washing- 
ton” as their trade-mark in the marketing of frozen confectionery products. After 
a trial had before an official referee, a judgment was rendered dismissing the 
complaint. Plaintiff appeals. 

The evidence showed that the name “Martha Washington” was adopted by 
plaintiff’s predecessor in 1892 in the distribution of candies. Since, it has been 
used by him and by his successors, who include plaintiff, to identify its confectionery 
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products and ice cream, such use with respect to candies extending over many parts 
of the country. Plaintiff's manufacture and sale of “Martha Washington” ice 
cream commenced in 1928 and continued until 1943, when it was interrupted during 
the war. 

In plaintiff's operations during the years it always used the trade-mark 
“Martha Washington” on its stores, products, trucks, window displays and on its 
labels. Previous to World War II it conducted several stores in the State of New 
York and one in the city. It has carried on an extensive mail order and parcel 
post business which includes many shipments to New York City. , 

The name “Martha Washington” forms a material part of thirteen United 
States and New York State trade-mark registrations issued to plaintiff in the year 
1892 and in subsequent years. 

Defendants selected the name “Martha Washington” in 1946, and thereafter 
used it without any search of the trade-marks registered in the United States 
Patent Office or in the office of the Secretary of State of New York. Their exploita- 
tion of the name “Martha Washington” could and did result in actual confusion 
and in misleading the public with respect to the origin of the products of the parties. 
When, in November, 1949, plaintiff, upon hearing of defendants’ infringement, de- 
manded a discontinuance of the use of the name, such request was ignored. 

There is no substantial basis for a finding that plaintiffs ever abandoned the 
name or the trade-mark. Cessation of its candy operations never took place. Intent 
to abandon its operations and to relinguish its trade-marks was completely negated 
by renewal of these trade-marks during the period of alleged abandonment and 
the uninterrupted use thereof in the sale of candies. 

Plaintiff’s candies and defendants’ frozen products constitute confectionery. 
The precise nature of the products of the parties is not of primary significance. 
It has repeatedly been held that the use of like names or trade-marks even on non- 
competing goods is unfair competition and entitles the aggrieved party to injunc- 
tive relief (Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc., 679, aff'd 237 
App. Div., 801, aff'd 262 N. Y., 482; Forsythe Co., Inc. v. Forsythe Shoe Corp’n, 
234 App. Div., 355, mod. and aff'd 259 N. Y., 248; Long’s Hat Stores Corp’n v. 
Long’s Clothes, Inc., 224 App. Div., 497; Marvlo Mills, Inc. v. Marvel Mills, Inc., 
170 Misc. 770, aff'd 258 App. Div., 715; Great Atlantic & Pacific Tea Co. v. A. 
& P. Radio Stores, 20 F., Supp., 703). 

Plaintiff has a property right in the trade name “Martha Washington” which 
is entitled to protection against unauthorized use. The sale of related products in 
the same area by defendants under the identical trade name portends a likelihood 
of continuing confusion sufficient to warrant equitable interposition. Plaintiff 
made out a case of infringement of its trade marks and unfair competition by 
defendants in their use of the name “Martha Washington.” 

Plaintiff, however, adduced no proof of damages arising from defendant’s 
specialized activity. Reduced to its simplest terms, the action is one by which 
plaintiff primarily seeks to restrain defendants in the use of the name “Martha 
Washington.” That relief should have been granted on the facts shown. 
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The judgment should be reversed, with costs to appellant, and judgment is 
directed to be entered in favor of plaintiff for the injunctive relief demanded in 
the complaint. Settle order containing findings in accordance herewith. 

Peck, P. J. (dissenting)—I am inclined to think upon the whole case, parti- 
cularly plaintiff’s complete absence from the state during the years 1943 to 1949, 
its cessation of the ice cream business throughout the United States in 1943 and 
only slight resumption of that business in 1948 in places far removed from New 
York, and the establishment in the intervening years of defendant’s substantial 
business, confined to this state, that the issuance of an injunction is not necessary 
to protect plaintiff’s business and would be inequitable. I therefore dissent and vote 
to affirm. 


GERNANNT v. WORLD BROADCASTING SYSTEM, INC. 
N. Y. S. Ct., N. Y. County—June 24, 1952 


Unrair CompPETITION—Basis OF RELIEF—GENERAL 


Courts—PRELIMINARY INJ UNCTIONS—GENERAL 

On facts of record, plaintiff held to have acquired rights in radio program title 
“Country Fair” which are protectable and entitle plaintiff to injunction pendente lite 
restraining defendant from using the same words as the title of a radio program. 

On facts of record, held that the higher degree of proof and showing of intent to 
deceive required for permanent injunction under section 964 of Penal Law have not 
been met. 

UnrFair CoMPETITION—DEFENSES—ABANDONMENT 

On facts of record, defendant held to have failed to establish defense of abandon- 

ment. 


NATHAN, J.: 

Motion is granted to the extent of enjoining defendant pendente lite from 
using the name “Country Fair” as the title of a radio program; otherwise denied. 
It appears from the papers submitted on this motion that plaintiff has acquired 
property rights in the title “Country Fair” for a radio program, which rights may 
be protected against infringement; that defendant’s use of the title “Country Fair” 
for its radio program is likely to cause confusion as to source or origin and is in 
unfair competition with plaintiff's program; that plaintiff is entitled to restrain 
such use; and that such use during the pendency of the action would cause serious 
injury to plaintiff. The facts shown do not constitute any abandonment by plaintiff 
of his rights (Lehrenkrauss v. Universal Tours, Inc., 262 N. Y., 332). Upon the 
affidavits and exhibits submitted, however, the higher degree of proof and the 
showing of intent to deceive required for a permanent injunction pursuant to section 
964 of the Penal Law have not been met (see Overseas News Agency v. Overseas 
Press, 183 Mis., 40, aff'd 268 App. Div., 856). Settle order, with memoranda 
recommending amount of bond to be filed pursuant to C. P. A., section 893. 
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AVON PERIODICALS, INC. v. ZIFF-DAVIS PUBLISHING CO. 
N. Y. S. Ct., N. Y. County—May 1, 1952 


CourtTs—JuRISDICTION—CopyRIGHTS 
State courts have no jurisdiction of actions for copyright infringement. 
Trape-MarKks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Eerie” held generic, of common usage and in the public domain. 
TrRADE-MARKS—SECONDARY MEANING—GENERAL 
TrRADE-MarKsS—ACQUISITION OF RIGHTS—-GENERAL 
First use of a title does not ipso facto give user exclusive right to uncoined or non- 
fictitious name; and plaintiff held to have failed to establish that its title has acquired 
secondary meaning. 
Test by which secondary meaning is established is by satisfactory proof that in 
the mind of purchasing public there has been association between product and producer 
sufficient to create public sanction for exclusive appropriation of name. 


UnFair CoMPETITION—BASIS OF RELIEF—-GENERAL 
Equity intervenes to enforce fair play in business competition. 
In unfair competition suit it is not necessary to prove either intent to pass off 
or that actual confusion has resulted. 
Even where secondary meaning has been acquired, title can be freely used by 
others if additional words or differing combinations are sufficient to distinguish. 
On facts of record, because of combination of elements, cover of defendant’s comic 
book held likely to cause confusion. 
Unrair CompetTiTion—Scope oF RELIEF—PaArTICULAR INSTANCES 
Plaintiff held entitled to injunction restraining defendants from publishing “Eerie 
Mysteries,” with cover in its present form. 
Plaintiff held entitled to accounting of damages. 


FRANK, J.: 
The plaintiff in this action charges the defendants with an infringement of its 


’ 


rights, trade name and title to the word “Eerie,” and with unfair competition. 

All the parties involved are publishers. They are engaged, in addition to other 
forms of publication, in the business of publishing a comparatively new type of 
magazine. Called “Comics” or “Comic Books,” the magazines are described as 
“short stories told chiefly by illustrated sequences.” The sale of these periodicals 
has soared fantastically. It has been estimated that 80 million copies are sold every 
month through some 90,000 retail distributors. 

By the immortals, literature has been called the highest form of human expres- 
sion and the greatest of all sources of refined pleasure. The growth in contemporary 
literature of this new and malignant form, contrived as it is of lurid illustrations and 
language untouched by the essentials of grammar, good taste and careful vocabulary, 
makes a dreary prospect, indeed, for the art of American letters. What an unsavory 
dish to set before posterity. 

In February, 1951, plaintiff began the printing and distribution of a comic 
book entitled “Eerie,” devoted to the field of weird, ghostly and horror stories. Six 
issues were distributed with a total circulation of over 300,000 for each of the first 
four issues. The total for the last two is not yet known. 

The defendant Approved Comics, Inc., a wholly owned subsidiary of Ziff-Davis 
Publishing Company, which concedes joint responsibility, commenced publishing a 
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quarterly comic magazine called “Eerie Adventures.” They have abandoned this 
title and replaced it with “Eerie Mysteries.” Both publications were nationally dis- 
tributed by the American News Company. 

When plaintiff learned of the publication of this magazine, it communicated, 
first indirectly and later directly, with defendants, and requested cessation of pub- 
lication of any periodical using the word “Eerie.” The defendants refused to comply. 

This action followed. An injunction pendente lite was granted. Plaintiff claims 
the right to permanent injunctive relief because: First, there is an infringement on 
the title “Eerie” and on its good will and reputation; second, that its use of the 
word “Eerie” has acquired a “secondary meaning,” which gives to plaintiff an ex- 
clusive right to such use; third, there is imitation of the size, style, format, running 
heads, price and title of plaintiff's magazine, and that such simulation is likely to 
confuse the public into the belief that the two publications are one and the same. 

The plaintiff's predecessor, Avon Comics, Inc., obtained a certificate of regis- 
tration for a magazine to be called “Eerie Comics” from the United States Register 
of Copyrights on January 10, 1947. Only one issue of that magazine was published, 
and no part of the name was thereafter used by plaintiff until the first issue of “Eerie” 
in February, 1951. 

If this were an action to enjoin an infringement of that copyright, a judgment 
for defendants would be decreed, for the courts of this state have no jurisdiction in 
an action to prevent infringement of a copyright (Cohan v. Robbins Music Cor- 
poration, 244 App. Div., 697; Field v. True Comics, Inc., 89 N. Y. S., 2d, 35; Con- 
don v. Associated Hospital Service, 287 N. Y., 411). 

The plaintiff urges the theory that it has acquired the exclusive common-law 
right to the use of the word “Eerie” as the catchword of its comic book title, as first 
user, and in any event that such use by it has established a secondary meaning which 
gives the plaintiff the right to such exclusive use. 

With this conclusion we cannot agree. 

The word “eerie” is an adjective of Scotch origin. The Oxford Dictionary 
defines it as “fearful, timid, fear-inspiring, gloomy, strange, weird.” In modern 
usage it expresses a notion of a vague superstitious uneasiness. 

Its first known use was in “Cursor Mundi” in the 14th century. It appears in 
the works of Robert Burns, Charlotte Bronte and De Quincy. It thus is evident that 
the word is generic, of common usage and origin, with a semantic history for at least 
six centuries, and therefore in the public domain. 

A name, generic in origin or descriptive of an article of trade or of its qualities 
or characteristics cannot ordinarily be exclusively appropriated (Lawrence Mfg. Co. 
v. Tennessee Mfg. Co., 138 U. S., 537, 547; Beacon Magazines, Inc., v. Popular 
Publications, Inc., 248 App. Div., 204; Buffalo Typewriter Exchange, Inc., v. 
McGarl, 240 N. Y., 113; Manufacturing Co. v. Trainer, 101 U. S., 51; Kellogg Co. 
v. National Biscuit Co., 305 U. S., 111, at p. 116; Warner & Co. v. Lilly & Co., 
265 U. S., 526, p. 528). Thus, for example, the Court of Appeals (Ball v. Broadway 
Bazaar, 194 N. Y., 429) reversed an order restraining the use of the words “Lillipu- 
tian” and “Bazaar.” 

The first use of a title does not, ipso facto, give to such user an exclusive right 
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to an uncoined or non-fictitious name. Despite a persistent belief that the first use 
of a specific name or description gives a power to such user to prevent its employ- 
ment by others, it is important to find that no such doctrine exists (Federal Tel. @ 
Radio Corporation v. Federal Television Corporation, 180 Fed., 2d, 250, opinion by 
Learned Hand, C. J.; Brown & Bigelow v. Remembrance Adv. Products, N. Y. 
L. J., February 13, 1951, p. 533, Wasservogel, S. R., mod. 279 App. Div., 410). 

It is quite common to find magazines using names startingly similar. There is 
Radio Digest, Radio World, Radio Age, Radio Progress, Radio News, Radio Broad- 
cast; Motor, The Motor, Motor Transport, Motor Record, Motor World, Motor 
Age, Motor Life; Field and Stream, Forest and Stream; Popular Mechanics, Pop- 
ular Science; to cite a few. In the field of comics, a cursory examination of news- 
stand displays discloses magazines with titles such as: Weird Science, Weird Worlds; 
Suspense, Suspense Detective; Man, Bat Man; The Thing, The Beyond; Web of 
Mystery, Journey Into Mystery; First Love, Young Love. 

To bring itself within one of the exceptions to the rule that words, generic or 
descriptive, may not be exclusively appropriated, the plaintiff urges that the name 
of its publication has acquired a secondary meaning. 

The test by which secondary meaning is established is by satisfactory proot 
that in the mind of the purchasing public there has been association between the 
product and its producer sufficient to create public sanction for exclusive appropria- 
tion of the name. In this sense the word becomes the trade-mark of the producer 
(Gillette Safety Razor Co. v. Triangle Mech. Lab. Corporation, 4 Fed. Supp., 319, 
at p. 322; Elgin Nat. Watch Co. v. Illinois Watch Case Co., 179 U. S., 665; Herring- 
Hall-Marvin Safe Co. v. Hall’s Safe Co., 208 U. S., 554; Shredded Wheat Co. v. 
Humphrey Cornell Co., 250 Fed., 960; G. @ C. Merriam Co. v. Saalfield, 198 Fed., 
369, p. 373). 

The plaintiff has failed to establish either as a fact by a fair preponderance of 
the credible evidence or as a matter of law that its title has acquired a secondary 
meaning. 

The use of a title which has acquired no secondary meaning and is descriptive 
of the publication is open to all (Vogue Co. v. Brentano’s, 261 Fed., 420; Funk @ 
Wagnalls Co. v. Timely Films, 3 Fed., 2d, 93; Collegiate World Pub. Co. v. Du Pont 
Pub. Co., 14 Fed., 2d, 158, aff'd 25 Fed., 2d, 1018; Warner Publication v. Popular 
Publications, 87 Fed., 2d, 913; Beacon Magazines, Inc., v. Popular Publications, Inc., 
248 App. Div., 204). 

Even where a secondary meaning has been acquired, a title can be freely used 
by others if additional words or differing combinations substantially distinguish it 
(Time, Inc., v. Ultem Publications, Inc., 96 Fed., 2d, 164; Crowell Pub. Co. v. 
Italian Monthly Co., 28 Fed., 2d, 613; Investor Pub. Co. of Massachusetts v. Dob- 
inson, 82 Fed., 56; Commercial Adv. Assn. v. Haynes, 26 App. Div., 279). 

The remaining question to be determined is whether there is such imitation 
of size, style, format, running head and title of plaintiff’s magazine as to constitute 
unfair competition. 





26 i Pe ae lees elena ris re 


Oe nah Sal CD ell lina cE OF 5 


po AIMED tae No eS AVA He at 





55 i RC a ll Sane nl nee 


Senin te NIA A cet oa BI VO a ee « 


42 T.M.R. AVON PERIODICALS v. ZIFF-DAVIS PUB. 669 





Public policy recognizes, approves and encourages competition. Free markets 
and competitive enterprise are accepted standards of our society. Restraint in com- 
petition is decreed when the element of unfairness is added. The action upon which 
it is based is tortious in nature and is a modern counterpart of the ancient action 
on the case. The application of restraints against unfair competition rests upon 
equitable principles. Equity intervenes to enforce fair play in business competition. 
It seeks to prevent unfair and unconscionable advantages taken by one against his 
competitor (Philadelphia Storage Battery Co. v. Mindlin, 163 Misc., 52; 1 Callman, 
Unfair Competition and Trade-Marks, 2d ed., pp. 72-75, pp. 133-135, and cases 
cited). 

Unfair competition was originally applied to the palming off of one’s goods as 
those of a rival trader. This limited view has been extended and broadened in re- 
cent years to include a misappropriation of what equitably belongs to a competitor 
(Schecter Poultry Corporation v. United States, 295 U. S., 495, at pp. 531, 532; 
Internat. News Service v. The Associated Press, 248 U. S., 215). In the Interna- 
tional News Service case (supra, at pp. 241, 242) Mr. Justice Pitney, speaking for 
the majority, said: 

“Tt is said that the elements of unfair competition are lacking because there is 

no attempt by defendant to palm off its goods as those of the complainant, charac- 

teristic of the most familiar, if not the most typical, cases of unfair competition * * *. 


But we cannot concede that the right to equitable relief is confined to that class of 
cases.” 


It has been said that the law relating to unfair competition has a manifold 
purpose, which includes the shielding of the honest trader in the business which 
fairly belongs to him; the punishment of the trader who takes his competitor’s busi- 
ness away by unfair means; the protection of the public from deception (Gulden v. 
Chance, 182 Fed., 303). 

It must be held upon all of the credible evidence that plaintiff has failed to 
prove by a fair preponderance of the evidence that defendants intentionally and 
willfully sought to pass off their magazine as that of the plaintiff. No proof was 
offered that any reader or prospective customer was misled or deceived. 

In suits to enjoin unfair competition it is not necessary to prove that the de- 
fendant intended to pass off his product as that of the plaintiff. If his actions ac- 
complish that result, good intention or honesty of purpose is not a defense. Many 
tests may be applied to determine what is calculated to deceive or what the com- 
mercial effect will be, but the all-sufficient one is whether, in the light of experience, 
there has been actual deception or confusion. The restraints which may fully protect 
distributors may be wholly inadequate to safeguard the inexperienced public (Photo- 
Play Pub. Co. v. La Verne Pub. Co., 269 Fed., 730; Dutton @ Co. v. Cupples, 117 
App. Div., 172). 

It is not essential to prove actual confusion, deception or bad faith when the 
use of the name is calculated to mislead unwary purchasers (Golenpaul v. M. Lowen- 
stein & Sons, Inc., N. Y. L. J., June 25, 1940, p. 2868, Shientag, J.; Famous Sea 
Food House v. Skouras, 272 App. Div., 258, p. 260). 
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It appears that each of the parties uses a distinctive colophon, which is a com- 
paratively small emblem or imprint on the cover of the publication. 

It is found that the colophon serves to aid the common distributor to distinguish 
the periodical of one publisher from those issued by others. It is further found that 
no evidence was offered sufficient to warrant the conclusion that the purchasing 
public made any such distinction from the use or appearance of a colophon. 

The defendants offered proof of the sale and distribution of approximately 
3,000 display racks for the segregation of their products, including “Eerie Mysteries.” 
They urge that this testimony establishes a lack of intent to confuse or deceive, and 
that by segregation of publications there could be no unfair competition. It must 
be found that the number of racks distributed is insignificant in comparison to the 
number of retail outlets, nor does it remove the likelihood of confusion on the part 
of the ultimate purchaser, assuming that each retailer had such a display rack. There 
was no proof that these racks were used by the storekeeper in the manner requested 
by the defendants. 

The size, style, format, running head and title of the magazine in question, 
each considered alone, would not establish unfair competition. From _plaintiff’s 
witnesses it was established that all the publications in this group are of a similar 
size, contain 32 pages, sell for 10 cents, generally carry a running head, have a col- 
ored title page, and feature a supernatural or unnatural body and a terrified female. 

It is the combination of all of these components which creates the vice. If the 
entire cover is likely to confuse or mislead the ultimate -purchaser, then it is within 
the province of equity to interfere (Pocket Books, Inc., v. Meyers, 265 App. Div., 17). 
While the defendants have the right to use the word “eerie” in the title of their 
magazine, they must do so in such manner as will sufficiently distinguish it from 
plaintiff’s, to avoid confusion and thus prevent a deception upon the purchasing 
public (Fawcett Publications v. Popular Mechanics Co., 80 Fed., 2d, 194, p. 199). 

Considering the market for which these magazines are designed, published and 
purveyed, it must be found that the composition of the cover of defendants’ comic 
book would tend to confuse and mislead the reader desiring to purchase plaintiff's 
periodical. The defendants must be found guilty of unfair competition (Beacon 
Magazine, Inc., v. Popular Publications, Inc., supra). 

It is found that the plaintiff has been damaged in an amount not ascertainable 
at the time of trial. 

This constitutes the decision of the court pursuant to section 440, C. P. A. 


An interlocutory decree will issue enjoining the defendants from publishing 
“Eerie Mysteries” with its cover in its present form. A proposed cover may be sub- 
mitted for approval with the word “Eerie” reduced in size, the word “Mysteries” 
enlarged and such other changes as the parties may be advised to adopt in order to 
conform to the decision. 

The proposed decree shall also provide for the appointment of a referee to 
take proof, ascertain and determine the damages sustained by the plaintiff. 


Submit proposed interlocutory judgment on notice. 
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DELANCEY KOSHER RESTAURANT & CATERERS CORPORATION v. 
GLUCKSTERN ET AL. 


N. Y. S. Ct., N. Y. County—April 4, 1952 


Unrair CoMPETITION—Basis OF RELIEF—MIsUSE OF “ORIGINAL” 
On facts of record, held that neither defendant’s father, Louis Gluckstern, nor 
defendant, Philip Gluckstern, could properly claim his new place was the “Original 
Gluckstern’s Restaurant.” 


UnFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR INSTANCES 


CourtTs—PRELIMINARY INJUNCTIONS—PARTICULAR INSTANCES 
Plaintiff held entitled to preliminary injunction restraining defendants’ use of 
“original” in connection with “Gluckstern’s Restaurant;” and amount of undertaking 


fixed at $500. 


Unfair competition suit by Delancey Kosher Restaurant & Caterers Corpora- 
tion against Gluckstern et al. Plaintiff’s motion for temporary injunction granted. 
RaBin, J.: 

Plaintiff seeks to enjoin defendants from in anywise holding themselves out to 
be the “Original Gluckstern’s” or claiming to be “Gluckstern’s Kosher Resaurant.” 

Prior to 1919 Simon Gluckstern and Louis Gluckstern conducted separate 
businesses. It may be, as defendants claim, that Louis’ business was founded a few 
years earlier than that of Simon and that, therefore, up to 1919 it was the “original” 
Gluckstern’s Restaurant. In that year, however, Louis gave up his restaurant 
and became a partner in Simon’s business at No. 135 Delancey Street (see com- 
plaint in action commenced by Louis against Simon in 1937). For twenty-one 
years, until 1940, Louis was in business with Simon, at first as a partner, and later 
as a stockholder, after the business was incorporated. It could very well be said, 
therefore, that the restaurant at No. 135 Delancey street became the “original” 
Gluckstern’s Restaurant after 1919, for the “original” Gluckstern, Louis, was a 
partner of the restaurant and had no other. When Louis sold his stock in the 
Delancey street store and opened a new restaurant at an uptown address, it seems to 
me he could no longer properly claim that his new restaurant was the “Original 
Gluckstern’s Restaurant.” It would seem to follow that Louis’ son, Philip, one of the 
defendants, who acquired his father’s store after the latter’s death, likewise is in no 
position to claim that the new store which he is about to open opposite that of 
plaintiff is the “Original Gluckstern’s Restaurant.” Concededly, however, defend- 
ants are advertising and representing to the public that their new store is the 
“Original Gluckstern’s Restaurant.” 

In the circumstances and on the present record the court is of the opinion that 
the use of the word “original” by the defendants is misleading to the public. I 
feel, therefore, that pending the trial of this action, when all the facts—relating to 
the use of the word “original” and also the words ‘“‘Gluckstern’s Kosher Restaurant” 
—may be developed, the use of the word “original” should be enjoined. 

The motion for a temporary injunction is accordingly granted to that extent. 

The parties having consented to go to trial at an early date, the cause is placed 
upon the Special Term, Part III, calendar of April 9, for assignment to a part for 
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trial on April 14. The answer is to be served on or before April 8, and the clerk 
will accept a note of issue without compliance with the usual time requirements. 
The amount of the undertaking is fixed at $500. Order signed. 





GOLDEN SLIPPER SQUARE CLUB v. GOLDEN SLIPPER 
RESTAURANT & CATERING, INC. 


No. 93—S. Ct. Pa.—May 27, 1952 


Unrair CompetTiTion—Basis OF RELIEF—GENERAL 

If plaintiff and defendant were business corporations engaged in similar businesses the 
fact that defendant adopted its name with intent to trade upon plaintiff’s good will and 
that confusion and deception result from defendant’s activities threatening plaintiff's 
fund-raising activities would be sufficient ground to warranty injunctive relief and a 
charity held entitled to same protection as business corporation. 

While descriptive, geographical and generic words belong to the public, it is well 
settled that name, label, symbol or word may acquire secondary meaning entitling it to 
protection against infringement. 

Intent to deceive or defraud is not indispensable but is an important factor to be 
considered. 

It is sufficient to warrant granting injunctive relief to nonprofit corporation that 
its name or identity has been endangered or lost or that its standing or reputation is 
reasonably likely to be damaged or that there is actual or reasonable likelihood of loss 
of membership, contributions or of its ability to raise funds resulting from unfair conduct 
of defendant. 


Appeal from Court of Common Pleas No. 1, Philadelphia County. 

Unfair competition suit by Golden Slipper Square Club against Golden Slipper 
Restaurant & Catering, Inc. Defendant appeals from decree granting injunction. 
Affirmed. 

Irvin J. Kopf and Gabriel Berk, of Philadelphia, Pa., for Defendant-appelant.. 
Norman H. Fuhrman and Victor H. Blanc, both of Philadelphia, Pa., for Appellee. 
BELL, J.: 

Plaintiff, Golden Slipper Square Club, obtained an injunction against defend- 
ant, Golden Slipper Restaurant & Catering, Inc., enjoining the defendant from using 
the name “Golden Slipper” in conjunction with the operation of its night club, 
restaurant and catering business. From the decree granting an injunction the 
defendant has appealed. 

The chancellor found the following facts: Plaintiff is a non-profit corporation 
with its principal offices at 213 S. Broad Street, Philadelphia. It has been in ex- 
istence since 1924 and has now a membership of 1600 persons, predominantly from 
the Philadelphia area. It owns, maintains and operates the Golden Slipper Square 
Camp, a charitable summer camp for under-privileged children; a Milk Fund and 
a Coal Fund; it provides scholarships and outings for orphans; it gives aid to 
service men and to the needy poor; and it fosters achievement and service awards. 

Plaintiff in order to raise funds for its charitable activities, holds one to three 
large-scale entertainments or shows each year in which stars of national fame in 
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the entertainment field perform. In connection with these entertainments, plaintiff 
solicits advertisements for its program book from which it receives approximately 
$85,000 a year. Plaintiff also holds approximately eight meetings a year and at 
these meetings leading celebrities speak or perform and large contributions are 
solicited and received. In the last three years plaintiff had raised and distributed 
for charitable purposes over $350,000. It bears a splendid reputation, locally as 
well as nationally, and in metropolitan Philadelphia it has become known and 
identified as the “Golden Slipper” or “Golden Slipper Club.” 

The defendant is a business corporation engaged since March, 1948, in the 
restaurant, catering and night club business, with its principal place of business 
at 715 W. Girard Avenue, Philadelphia. It was originally known as Congress 
Restaurant, Inc., but changed its name on or about October 15, 1948. The chan- 
cellor specifically found that defendant changed its name “with the intent to trade 
upon the long-established good will and reputation of the plaintiff.” Defendant 
has spent substantial sum of money in advertising its business. The words “Golden 
Slipper” or “Golden Slipper Club” which defendant sometimes used in its adver- 
tising is identified by the citizens of Philadelphia and its environs solely with the 
plaintiff. Defendant has likewise used the same symbol in its advertising and on 
its neon sign as the plaintiff has used in much of its printed matter, namely, the 
symbol of a golden slipper. 

Members and non-members of the plaintiff organization have been confused as 
to the identity of the defendant and have frequently endeavored to ascertain if the 
plaintiff was operating the business of the defendant or had any connection with it; 
and on several occasions former contributors to the plaintiff organization have 
refused to make donations to the plaintiff because of such confusion until they 
learned that there was no relationship between the plaintiff and the defendant. 
Letters and bills intended for the defendant (which for a number of months was 
in a precarious financial condition) are frequently delivered to the plaintiff; several 
times a week the plaintiff receives telephone calls intended for the defendant. “Use 
of the words ‘Golden Slipper’ by the defendant as part of its corporate name has 
bred confusion in the minds of the public as to whether or not the defendant is 
identified with the plaintiff.” 

There was no evidence that the plaintiff had sustained any actual financial 
damages or that its reputation had been actually affected or irapaired. 

The name “Golden Slipper” was not originated by the plaintiff, nor has its 
use been confined solely to the plaintiff. The song “Oh Dem Golden Slippers” has 
been frequently used by string bands of the Philadelphia Mummers since 1901. The 
name “Golden Slipper” had been registered by one Anna Taffler on September 14, 
1927 for use in her hosiery business. The name “Golden Slipper” is also used by 
the manufacturer of “Golden Slipper” premium ginger ale. The defendant upon 
plaintiff's protest, promised to change its name but thereafter changed its mind, 
hence this suit. 

It is important to note that the defendant adopted its name with intent to 
trade upon plaintiff’s good will and reputation and that the name, symbol, adver- 
tising and activities of the defendant have bred confusion and deception and have 
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threatened the standing, reputation and fund raising abilities of the plaintiff. If 
plaintiff and defendant were business corporations engaged in a similar business 
these facts would be sufficient to warrant injunctive relief: KoolVent v. Price, 368 
Pa. 528, 84 A.2d 296; American Clay Manufacturing Co. v. American Clay Manu- 
facturing Co., 198 Pa. 189, 47 A. 936; Consolidated Home Specialties Co. v. Plotkin, 
358 Pa. 14, 55 A. 2d 404 [38 T. M. R. 218], Hartman v. Kohn, 350 Pa. 41, 38 
A. 2d 22 [35 T. M. R. 18]; Restatement of Law of Torts, §729, Comment f, 
pages 594-5. 

The acts and conduct of the defendant are reasonably likely to affect not only 
the plaintiff’s identity, standing and reputation but also the amount of its contribu- 
tions which are its life blood, and thus inevitably its charitable activities. 

While it is a well established principle that “Descriptive, geographical and 
generic words, as well as words of common or general usage belong to the public 
and are not capable of exclusive appropriation by anyone”; it is equally well 
established that a name or label or symbol or trade-mark or other words may 
acquire a special or so-called secondary meaning and where that has occurred the 
Courts will protect it against infringement: KoolVent v. Price, 368 Pa., supra. 
While actual intent to deceive or defraud is not indispensable, it is an important 
factor to be taken into consideration and if the evidence shows as here that the 
name and symbol and the conduct or practices of the defendant actually confused 
and deceived and were adopted by defendant with an unfair and fraudulent intent 
to acquire some of its business by deceptively appearing to be a part of or connected 
with the plaintiff, that is sufficient to warrant relief: American Clay Manufacturing 
Co. v. American Clay Manufacturing Co., 198 Pa. 189, 47 A. 936; KoolVent v. 
Price, 368 Pa., supra; Stroehmann Brothers Co. v. Manbeck Baking Co., 331 Pa. 
96, 200 A. 97; Thomson-Porcelite Co. v. Harad, 356 Pa. 121, 51 A. 2d 605 [37 
T. M. R. 362]. 

We see no sound or salutary reason why a charity should not be entitled to 
the same protection as a business corporation, namely, the protection of its name, 
symbols, labels, reputation, membership, credit and activities. In Societa, etc. v. 
Lombardo, 350 Pa. 530, 39 A. 2d 581, this Court restrained Christopher Columbus 
Auxiliary, a charitable organization, from the use of such name at the suit of 
Christopher Columbus Society, a charitable organization; and said that the same 
reasoning and principles apply to a non-profit corporation as to a business corpora- 
tion in the protection afforded by the law against unfair competition or unfair 
practices. 

In the case of Grand Lodge Improved Benevolent & Protective Order of Elks 
of the World v. Grand Lodge Improved, Benevolent and Protective Order of Elks 
of the World, Inc., 50 F. 2d 860, quoted with approval in Purcell v. Summers, 145 
F. 2d 979, it was said: “It is well established that a benevolent, fraternal or social 
organization will be protected in the use of its name by injunction restraining 
another organization from using the name or another name so similar as to be 
misleading * * *. The reasons underlying the rule are thus stated in Nims on 
Unfair Competition and Trade-Marks (3rd Ed.), sec. 86: “The fact a corporation is 
an eleemosynary or charitable one and has no goods to sell, and does not make 
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money, does not take it out of the protection of the law of unfair competition. 
Distinct identity is just as important to such a company, oftentimes, as it is to a 
commercial company. Its financial credit—its ability to raise funds, its general 
reputation, the credit of those managing it and supporting it, are all at stake if 
its name is filched away by some other organization, and the two become confused 
in the minds of the public.’” Similar reasoning and a similar decision has been 
applied to charitable corporations in Most Worshipful Widows’ Sons Grand Lodge 
of Ancient Free and Accepted Colored Masons of Pennsylvania, Inc. Case, 160 Pa. 
Superior Ct. 595, 52 A. 2d 333, and Cape May Yacht Club v. Cap May Yacht @ 
Country Club, 81 N. J. 454, 86 A. 972. 

To warrant injunctive relief in behalf of a non-profit corporation in a case 
involving allegedly unfair competition or legally fraudulent practices, it is sufficient 
if it proves that its name or identity has been endangered or lost, or that its 
standing or reputation has been or is reasonably likely to be damaged, or that there 
is an actual or a reasonable likelihood of loss of membership or of contributions or of 
its ability to raise funds or, that actual damages or substantial injury have actually 
been sustained or are reasonably likely to result from the unfair or fraudulent 
conduct of the defendant. 

Decree affirmed; appellants to pay the costs. 


HOWARD CLOTHES, INC. v. HOWARD CLOTHES CORPORATION 
No. 35—S. Ct. Minn.—April 4, 1952 


APPEALS—PLEADING AND PractTicE—EFFECT OF TRIAL Court FINDINGS 
Trial court’s findings must be sustained unless they are manifestly and palpably con- 
trary to the evidence as a whole. 


TrapE NAMEs—COonrFUSING SIMILARITY—GENERAL 
A corporate name is deceptively similar to name of another corporation only if the 
similarity tends to deceive the ordinary purchaser so that he is led to believe that he is 
getting plaintiff’s product when he is in fact getting defendant’s. 
Right of a corporation to use personal name of one of its founders is determined by 
the same principles applicable to an individual. 


Unrair ComPpetitTion—Basis oF RELIEF—GENERAL 

To obtain relief in action for unfair competition and infringement of a trade name, 
plaintiff has burden of establishing (a) that plaintiff’s name has special significance or 
secondary meaning; (b) that plaintiff has exclusive right or protectable interest in trade 
name with reference to goods, services or business and with reference to territorial or 
special group market in which trade name is used; and (c) defendant has unfairly used 
plaintiff’s trade name or a confusing simulation thereof resulting in deception of pur- 
chasers as to source of goods, services or business. 

The territorial market is not necessarily confined to the area of actual competition. 

Actual damage need not be shown in order to obtain injunctive relief; and while 
actual fraudulent intent is not essential, it may be material. 


TrapE NAMES—SECONDARY MEANING—PaRTICULAR INSTANCES 
On facts of record, plaintiff’s trade name “Howards Clothes, Inc.” held to have 
acquired secondary significance in the City of St. Paul. 
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UnrFair ComPEeTITION—Scope oF RELIEF—-GENERAL 
Though courts protect names which have acquired secondary meaning, the protection 
need not be any greater than is reasonably necessary to accomplish the desired purpose. 


Trape Names—Names Not ConFusinGty SIMILAR—PARTICULAR INSTANCES 
“Howard Clothes of New York, Inc.” held not confusingly similar to ‘Howard 
Clothes, Inc.” in St. Paul, provided the words “of New York” are featured prominently 
in defendant’s store front signs, its radio, television and other advertising and on its 
letterheads, bills, receipts, price tags and other printed matter. 


Appeal from District Court, Hennepin County. 

Unfair competition suit by Howards Clothes, Inc. against Howard Clothes 
Corporation (name changed to Howard Clothes of New York, Inc.) Plaintiff 
appeals from denial of motion for new trial. Affirmed. 

Silver, Green & Goff, of St. Paul, Minn., for Plaintiff-appellant. 

Morley, Cant, Taylor, Haverstock & Beardsley, of Minneapolis, Minn., for Re- 
spondent. 

Matson, J.: 

Appeal from an order denying plaintiff’s motion for a new trial in an action 
for damages and for an injunction for unfair competition and infringement of 
trade name. 

Plaintiff seeks to enjoin defendant from using the word “Howard” or the words 
“Howard Clothes” or any similar name in connection with the sale of men’s and 
boys’ clothing and furnishings in the city of Minneapolis or at any place within a 
radius of 100 miles from Minneapolis and St. Paul, and also prays for damages 
Plaintiff relies on M. S. A. 301.05, subd. 2 (forbidding the use of a corporate name 
deceptively similar to that of another corporation doing business within the state), 
and subd. 8 (authorizing injunctive relief), and on the general law relating to 
unfair competition and infringement of trade name to substantiate its claim. 


PLAINTIFF’s HISTORY 


Plaintiff was incorporated June 7, 1946, as a Minnesota corporation under the 
name of “Howard Clothes, Inc.” Its business and the business of its predecessors 
has been that of carrying on a retail men’s and boys’ clothing and furnishings busi- 
ness, principally in St. Paul, Minnesota. 

From August 25, 1945, to the date of incorporation, plaintiff’s business was 
carried on by a partnership composed of J. M. Silberstein and his son, Howard 
Silberstein, under the firm name of “Howard Colthes.” Prior to that time the 
name has a varied history. J. M. Silberstein first adopted the name in 1928 in con- 
nection with a store which he operated in La Crosse, Wisconsin. The name Howard 
was selected because it was his son’s name, and this name continued to be used 
in connection with various stores owned by J. M. Silberstein in Wisconsin, Iowa, 
and North Dakota. The first St. Paul store was opened in 1936 under the name 
“Howards,” and a certificate of trade name was filed. The present store was opened 
in 1941 under the name “Howards Clothes” and was operated by J. M. Silberstein as 
an individual until the formation of the partnership which, as already stated, was 
supplanted in 1946 by a corporation. In 1945 the son changed his surname to that 





Sea ML 





PBA ha iin teeth wi OS ni Sasenn nts innscrSi cos cece tab: cll cciilidaccnaghi: 








FF RErO ee 


i ee Se 


r~- nA NH ee DO wv 


meena RNR rere 


ast WO 


ea 


ees 


a, acta anaes T 


ee ee a et 








HOWARD INC. v. HOWARD CORPORATION 








42 T.M.R. 677 





of Howard. The latter has been president of plaintiff corporation since its organiza- 
tion and owns 50 percent of its stock. 


DEFENDANT'S HISTORY 


Defendant was first incorporated in Minnesota on November 9, 1948, under 
the name “Howard Clothes Corporation.” Subsequently, at the request of the 
attorney general, the corporate name was changed to “Howard Clothes of New 
York, Inc.” Defendant’s business is that of carrying on a retail men’s and boys’ 
clothing and furnishings store in Minneapolis, Minnesota. 

Defendant’s incorporators and their predecessors have long operated men’s 
clothing and furnishings stores in the East under the name of Howard. Their 
first Howard Store was opened in New York in 1924. This store likewise was 
named for the owner’s son. A corporation was subsequently organized in New York 
in 1925 under the name “Howard Clothes, Inc.,” though the name was later 
changed to “Howard Stores Corporation.” This corporation operates a chain of 
stores. Each store is separately incorporated and each store uses the words “Howard 
Clothes” in its corporate name. Defendant is one such store. Neither defendant nor 
its predecessor did any business in Minnesota prior to the incorporation of defendant 
in 1948, though a trade-mark consisting of the words “Howard Clothes” was filed 
by defendant’s predecessor in 1942. 

The trial court concluded that defendant’s name was not violative of the Min- 
nesota statutes or the general law relating to unfair competition and infringement 
of trade name, and that plaintiff has sustained no damages by defendant’s operations 
in Minneapolis. The court did, however, require defendant, except for labels in 
its haberdashery, suit coats, and other coats, to feature prominently the words “of 
New York” in its name and in its store-front signs, its radio, television, and other 
advertising, and in letterheads, bills, receipts, price tags, and other printed matter 
used by defendant in conducting its business. 

In unfair competition cases for the infringement of a trade name, the usual 
rule prevails that the trial court’s findings must be sustained unless, taking the view 
of the entire evidence most favorable to the prevailing party, they are manifestly 
and palpably contrary to the evidence as a whole. 

We are first confronted with two broad but interrelated issues: 


(1) Is defendant’s corporate name deceptively similar to plaintiff's corporate 
name in violation of M. S. A. 301.05, subd. 2? 

(2) Does defendant’s name as used in its business constitute unfair competition 
with plaintiff and an infringement of plaintiff’s trade name? 


1. As to the first issue, §301.05, subd. 2, provides: 


“The corporate name shall not be the same as, nor deceptively similar to, 
the name of any other domestic corporation or of any foreign corporation authorized 
to do business in this state * * *.” 
In the light of this statutory provision, the first issue relates to the corporate 
name in its entirety. The second issue, however, encompasses not only the cor- 
porate name as a unit but also variations and uses thereof in violation of the much 
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broader concept of unfair competition as that term is used at law and in equity 
generally. By its own terms, the statute provides that it shall not be applied so 
as to abrogate or limit the law as to unfair competition. §301.05, subd. 5. As 
applied in unfair competition cases, a corporate name is deceptively similar to the 
name of another corporation only if the similarity tends to deceive the ordinary 
purchaser as to the true identity of the goods whereby he is led to believe that he 
is getting plaintiff’s product when he is in fact getting that of defendant.! By 
sound analogy, it follows that if the similarity does not tend to deceive an ordinary 
purchaser, the corporate name, reasonably for all purposes, meets the statutory 
requirement (§301.05, subd. 2) that it shall not be the same as or deceptively similar 
to that of another corporation authorized to do business in this state. 


2. In order to obtain relief in an action for unfair competition and infringe- 
ment of trade name, plaintiff has the burden of proof* in establishing three requisites 
namely: 

(a) That plaintiff’s name has a special significance or secondary meaning in 
the trade ;3 

(b) That plaintiff has an exclusive right to, or a protectable interest in, the 
trade name with reference to his goods, services, or business‘ and with reference 
to the territorial® or special group market® in which his trade name is used; and 


(c) That defendant has unfairly used plaintiff’s trade name, or a confusing 
simulation thereof (although not necessarily with a fraudulent intent’), whereby 


1. See, Brown Sheet Iron & Steel Co. v. Brown Steel Tank Co., 198 Minn. 276, 269 

N.W. 633, 107 A.L.R. 1276; Thompson Lbr. Co. v. Thompson Yards, Inc., 144 Minn. 298, 
75 N.W. 550; 12 Minn. L. Rev. 764; 6 Dunnell, Dig. & Supp. §9670. 

2. On burden of proof generally, see Kellogg Toasted Corn Flake Co. v. Quaker Oats 
Co., (6 Cir.) 235 F. 657; McGraw-Hill Pub. Co., Inc. v. American Aviation Associates, Inc., 
73 App. D. C. 131, 117 F. 2d 293 [30 T. M. R. 113]; Hanover Star Milling Co. v. Metcalf, 
240 U. S. 403, 36 S. Ct. 357, 60 L. Ed. 713; Upjohn Co. v. Wm. S. Merrell Chemical Co., 
(6 Cir.) 269 F. 209, certiorari denied, 257 U. S. 638, 42 S. Ct. 50, 66 L. Ed. 410. 

3. Restatement, Torts, §716, comment b; 26 N. C. L. Rev. 424. 

4. See, Kotabs, Inc. v. Kotex Co., (3 Cir.) 50 F. 2d 810 [21 T. M. R. 592]; Yale Elec. 
Corp. v. Robertson, (2 Cir.) 26 F. 2d 972; Emerson Elec. Mfg. Co. v. Emerson R. @& P. 
Corp., (2 Cir.) 105 F. 2d 908 [29 T. M. R. 514]; Aunt Jemima Mills Co. v. Rigney & Co., 
(2 Cir.) 247 F. 407; 24 Ind. L. J. 575; 39 Trade-Mark Reporter 520; Restatement, Torts 
§717 (b), comments d and e, and §§730, 731. 

5. Despite what this court held in Direct Service Oil Co. v. Honzay, 211 Minn. 361, 
2N. W. 2d 434, 148 A. L. R. 1 [32 T. M. R. 72], the territorial market, by the modern trend 
and weight of authority, is not necessarily confined to the area of actual competition. See, 
particularly, 26 Minn. L. Rev. 568; 5 U. of Detroit L. J. 206; 2 Nims, Unfair Competition 
and Trade-Marks (4 ed.) §374; Restatement, Torts §732; cf. Maison Prunier v. Prunier’s 
Restaurant and Cafe, Inc., 159 Misc. 551, 288 N. Y. S. 529; Buckspan v. Hudson’s Bay Co., 
(5 Cir.) 22 F. 2d 721; The Governor, etc., Trading Into Hudson’s Bay v. Hudson Bay Fur 
Co., (D. C.) 33 F. 2d 801; White Tower System, Inc. v. White Castle System, etc., (6 Cir.) 
90 F. 2d 67; Terminal Barbershops, Inc. v. Zoberg, (2 Cir.) 28 F. 2d 807; American Radio 
Stores, Inc. v. American R. & T. Stores Corp., 17 Del. Ch. 127, 150 A. 180; 51 West 51st 
Corp. v. Roland, 139 N. J. Eq. 156, 50 A. 2d 369; Rainbow Shops, Inc. v. Rainbow Specialty 
Shops, Inc., 176 Misc. 339, 27 N. Y. S. 2d 390 [31 T. M. R. 415]; 26 Chicago-Kent L. Rev. 
185; 20 Temple L. Q. 599; 52 Am. Jur. Trade-Marks, Trade Names, etc., §§104 to 112. 

6. Restatement, Torts, §717 (b), comments d and e. 

7. While actual fraudulent intent is not essential, it may be material. Restatement, 
Torts, §§711, 712, and 717, comment a, 729 (b), comment f. See, Thompson Lbr. Co. v. 
Thompson Yards, Inc., 144 Minn. 298, 175 N. W. 550; Northwestern Knitting Co. v. Garon, 
112 Minn. 321, 128 N. W. 288. 
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the ordinary purchaser, to plaintiff’s or the public’s detriment,® has been, or is 
reasonably likely to be, deceived as to the true identity of the goods, services, or 
business, and is misled into believing that he is getting plaintiff’s product when he 
is in fact getting that of defendant.® 

Has plaintiff’s trade name acquired a secondary meaning? A trade name has 
acquired a secondary meaning when it has been actually used in association with 
plaintiff's goods to such an extent that with reference to plaintiff’s market, it has 
become the symbol by which plaintiff’s goods are identified as his by the ordinary 
purchaser.1° A secondary meaning exists when the trade name indicates to the 
purchasing public the origin or source of goods. Upon the evidence, there is little 
question that plaintiff's name has acquired a secondary significance in the city of 
St. Paul. Whether plaintiff's market extends beyond the St. Paul area, and to 
what extent, we need not now determine. 

Is defendant’s name “Howard Clothes of New York, Inc.” so confusingly 
similar to that of plaintiff’s name “Howards Clothes, Inc.” that the public, as 
represented by the ordinary purchaser in plaintiff’s market, is likely to be misled 
into believing that defendant’s products are those of the plaintiff? 

In determining the foregoing issue, a number of factors may be considered. 
Restatement, Torts, §729. Although unfair competition and infringement of trade 
name may occur whether defendant acted innocently or for the purpose of deceiving 
prospective purchasers,'! the element of intent is material because if defendant 
knowingly adopted plaintiff’s trade name with the intent of deriving benefit from 
plaintiff's reputation and advertising, that intent is highly persuasive evidence of 
a confusing similarity, and defendant’s denial that his conduct was likely to achieve 
the result intended by him will carry little weight.‘ Defendant’s history estab- 
lishes that it acted in good faith and without any fraudulent intent. In 1924, 
defendant’s original predecessor established the first Howard’s store in New York 
City, and it was by him named for his son. It was not until four years later that 
plaintiff adopted the same name for the same reason. Since 1924, defendant’s 
incorporators have established a number of retail stores for the sale of men’s 


8. See, Stork Restaurant, Inc. v. Marcus, (D. C.) 36 F. Supp. 90 [31 T. M. R. 132]; 
39 Mich. L. Rev. 1047; 2 Nims, Unfair Competition and Trade-Marks (4 ed.) §§419 to 432. 
Actual damage need not be shown in order to obtain injunctive relief. 52 Am. Jur., Trade- 
Marks, Trade Names, etc., §142; Restatement, Torts, §§745 to 748. 

9. Houston v. Berde, 211 Minn. 528, 2 N. W. 2d 9 [32 T. M. R. 122]; Brown Sheet 
Tron @ Steel Co. v. Brown Steel Tank Co., 198 Minn. 276, 269 N. W. 633, 107 A. L. R. 
1276; Thompson Lbr. Co. v. Thompson Yards, Inc., 44 Minn. 293, 175 N. W. 550; North- 
western Knitting Co. v. Garon, 112 Minn. 321, 128 N. W. 288; Restatement, Torts, §§717, 
728, 729, 731. 

10. See, Brown Sheet Iron & Steel Co. v. Brown Steel Tank Co., 198 Minn. 276, 269 
N. W. 633, 107 A. L. R. 1276; Houston v. Berde, 211 Minn. 528, 2 N. W. 2d 9 [32 T. M. R. 
132]; 3 Callmann, Unfair Competition and Trade-Marks (2 ed.) §66.1. The term “secondary 
meaning” does not mean that the trade name has acquired a subordinate or rare significance, 
but rather a subsequent and special significance which, as added to its previous meaning of 
designation, has become its usual and primary significance in the market. Restatement, Tort, 
§716, comment b. 

11. Nesne v. Sundet, 93 Minn. 299, 101 N. W. 490; Northwestern Knitting Co. v. 
Garon, 112 Minn. 321, 128 N. W. 288; Thompson Lbr. Co. v. Thompson Yards, Inc., 144 
Minn. 298, 175 N. W. 550. 

12. See, Safeway Stores, Inc. v. Sklar, (D. C.) 75 F. Supp. 98; Restatement, Torts, 
§729 (b), comment f. 
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clothes and furnishings under the trade name of “Howard Clothes.” In fact, they 
own the factories in which Howard Clothes are produced. Through systematic 
advertising and maintenance of standards of quality, the name “Howard Clothes” 
has become for them a valuable trade asset in their market. In the light of this 
history, it clearly appears that defendant’s use of the Howard name in Minneapolis 
was simply to take advantage of the reputation and good will built up by its own 
incorporators and predecessors and involved no intent to ride on plaintiffs repu- 
tation. 

Upon the issue of good faith, it was proper for the court to admit evidence 
of the operative history of defendant and its predecessors. Both parties having 
adopted the name of Howard in good faith, the element of intent ceases to be 
a material factor upon the issue of whether a confusing similarity exists. 

In disposing of the issue of confusing similarity, we shall assume, without so 
deciding, that plaintiff and defendant are doing business in the same market or 
trade area. In this assumed market, defendant’s initial use of the name Howard 
was subsequent to that of the plaintiff. Through their respective founders or 
predecessors, the parties adopted the same personal name in good faith. A 
personal name, whether it be a surname!® or a given name!* may become a trade 
name. The right of a corporation to use the personal name of one of its founders 
or incorporators is determined by the same principles applicable to an individual.!5 
A subsequent user of a personal name, though it be his own, may not, even in the 
exercise of good faith, use such name as a trade name in a market where another 
has acquired a prior right to use the same name with respect to related goods, 
unless such subsequent user accompanies the name with a distinguishing legend— 
or with some other appropriate explanation or device which will eliminate any 
reasonable likelihood that the ordinary purchaser will mistake the subsequent 
user’s goods for those of the prior user.1® 


7. In changing its corporate name from “Howard Clothes Corporation” to 
that of “Howard Clothes of New York, Inc.,” has defendant accompanied the 
significant words Howard Clothes with a legend which is reasonably likely to caution 
and inform an ordinary purchaser that he is not dealing with the plaintiff? The 
distinguishing legend to be effective must be sufficiently striking in appearance or 
effect to distinguish defendant’s name from that of plaintiff not only when the two 
hames are in juxtaposition, but also when they are seen apart from each other as 
they are normally used in the trade. Restatement, Torts, §728, comment b. The 
trial court found and determined that no confusion on the part of the ordinary 


13. Brown Sheet Iron @ Steel Co. v. Brown Steel Tank Co., 198 Minn. 276, 269 
N. W. 633, 107 A. L. R. 1276; 1 Nims, Unfair Competition and Trade-Marks (4 ed.) §72. 

14, Lucile Limited, New York & Paris v. Schrier, 191 App. Div. 567, 181 N. Y. S. 
694; Louis’ Restaurant, Inc. v. Coffey, 132 Misc. 690, 230 N. Y. S. 82; Gottdiener v. Joe’s 
Restaurant, Inc., 111 Fla. 741, 149 So. 646; 1 Nims, Unfair Competition and Trade-Marks 
(4 ed.) §72, p. 226. 

15. See, Chas. S. Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 39 N. E. 490, 27 
L. R. A. 42, 43 A. S. R. 769; Howe Scale Co. v. Wyckoff, Seamans & Benedict, 198 U. S. 
118, 25 S. Ct. 609, 49 L. Ed. 972; 12 Minn. L. Rev. 764; contra, The L. Martin Co. v. 
L. Martin @ Wilckes Co., 75 N. J. Eq. 39, 71 A. 409. 

16. Sheffield-King Milling Co. v. Sheffield Mill &@ Elev. Co., 105 Minn. 315, 117 N. W. 
447; see, Thompson Lbr. Co. v. Thompson Yards, Inc., 144 Minn. 298, 175 N. W. 550; 
Restatement, Torts, §§740, 744, comment d. 
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purchaser will result and no trade will be diverted from plaintiff to defendant 
if the words “of New York” are featured prominently with the words “Howard 
Clothes” in defendant’s store-front signs, its radio, television, and other advertising, 
and on its letterheads, bills, receipts, price tags, and other printed matter. This 
finding is reasonably sustained by the evidence. The words “of New York,” 
when given prominence, at once arrest the eye and explain to the ordinary pur- 
chaser that he is not dealing with plaintiff or any other local Minnesota concern. 
Furthermore, as we pointed out in Brown Sheet Iron & Steel Co. v. Brown Steel 
Tank Co. supra, wherein the parties were located only a few blocks from each 
other but one was in St. Paul and the other in Minneapolis, the very fact that 
plaintiff and defendant were located in different cities would tend to keep their 
identities separate. Here, the distance between plaintiff’s establishment and that 
of defendant is not just a few blocks but about ten miles. Although both parties 
are engaged in selling related goods, men’s clothes and furnishings, there are some 
additional factors involving their manner of doing business which—although of 
little significance if standing alone—when added to the difference in corporate 
names, the location of the parties in separate cities, and the considerable distance 
between their respective business establishments, will contribute to keep the ordi- 
nary purchaser from being misled into believing that he is dealing with plaintiff 
or buying his goods when he patronizes defendant’s store. In the first place, plain- 
tiff, in addition to the clothes which it handles under its own brand name of 
Howard’s Clothes, features other nationally advertised brands in its St. Paul 
window and in its other advertising, whereas defendant does not handle other 
national brands. On occasion, plaintiff conducts fire and smoke sales, whereas 
defendant never does. Plaintiff handles hats and shoes, and defendant does not. 
Finally, with respect to suits bearing the name Howard, plaintiff carries a wide 
range of grades priced from $29.50 to $115, whereas defendant sells suits at only 
two prices, namely, $31.95 and $39.95. 

8. In its requirement that defendant shall at all times feature the words “of 
New York” prominently, the trial court made one exception by permitting the 
use of the words “Howard Clothes” alone in its haberdashery, suit, and coat labels. 
This lone exception is justified on two grounds. First, defendant’s parent organiza- 
tion manufactures all its clothes with the same sewed-in label and follows the 
practice of shifting its supply of suits from one retail outlet to another according to 
changes in the purchasing demands of its various retail locations. It would have 
been an unnecessary hardship to require defendant to change labels and thus make 
it difficult for it to make use of the national production and distribution of its 
parent organization. Secondly, the labels sewed in a garment have little trade 
name significance, as was pointed out by the court in Brooks Bros. v. Brooks Cloth- 
ing of California, Ltd., (D. C.) 60 F. Supp. 442, 456 [35 T. M. R. 99] (affirmed 
(9. Cir.] 158 F. 2d 798), when it said: 


“#* # * Hence such similarity as may appear in the labels has little bearing on 
the case. We should not forget that we are dealing with men’s clothes and that labels 
on them are sewed on the inside, and do not have the visual appeal which a label 
on a bottle, box, can, package or like containers has, and are only incidental to the 
purchase.” 
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Conflicting interests and equities must always be weighed in determining 
the lines to be drawn in separating fair from unfair competition. See, Emerson 
Elec. Mfg. Co. v. Emerson R. & P. Corp., (2 Cir.) 105 F. 2d 908 (29 T. M. R. 514}. 

Although courts will protect the use of a name that is so identified with a 
product that it has acquired a secondary meaning, the protection need not be any 
greater than is reasonably necessary to accomplish the desired purpose. Brown 
Sheet Iron & Steel Co. v. Brown Steel Tank Co. supra. 

The use by defendant of its trade name, as expressly qualified and restricted by 
the trial court, reasonably avoids a confusing similarity in trade names, and in 
this respect the trial court’s findings are sustained by the evidence. In the light 
of the trial court’s restrictive decree for the protection of plaintiff, the names 
herein are not nearly so similar as those involved in Thompson Lbr. Co. v. Thomp- 
son Yards, Inc., 144 Minn. 298, 175 N. W. 550. 

In the absence of a confusing similarity in the trade names, it becomes unneces- 
sary to consider whether the parties occupy the same market or trade area, as 
well as the related issues thereto pertaining. 

The order of the trial court is affirmed. 





E. P. LYNCH, INC. v. W. J. LYNCH PAINT & VARNISH CO., INC. 
Commissioner of Patents—April 23, 1952 


Trape-Mark Act or 1946—RecisTRABILITY—SECTION 2(d) 


CANCELLATIONS—BAsIs OF RELIEF—GENERAL 
Issue presented is whether respondent’s mark so resembles petitioner’s previously used 
trade name as to be likely to cause confusion in trade. 
Under Section 2(d) of 1946 Act, previously used trade name bars registration of 
confusingly similar as well as identical subsequent marks. 
Petitioner is not required to show prominent display of trade name as producer of 
goods, 
CANCELLATIONS—PLEADING AND PRACTICE—GENERAL 
On facts of record, petitioner held to have established likelihood of confusion re- 
sulting from respondent’s use of its mark on competitive goods. 
Ground of attack on respondent’s registration not specifically raised or considered 
until brief and hearing on appeal may not be considered here. 
TrapE NAMEs—DoMINANT FEATURE—PARTICULAR INSTANCES 
The name “Lynch” held the distinguishing and dominant part of petitioner’s trade 
name “E. P. Lynch, Inc.” 
TrapdeE-Marks—ConFusinG SIMILARITY—PAaRTICULAR INSTANCES 
“Lynch” held confusingly similar to “E. P. Lynch, Inc.,” used on similar goods, 
under 1946 Act. 


Appeal from Examiner of Interferences. 


Trade-mark cancellation proceedings by E. P. Lynch, Inc. against W. J. Lynch 
Paint & Varnish Co., Inc. Respondent appeals from decision sustaining petition 
for cancellation. Affirmed. 
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Barlow & Barlow, of Providence, R. I., for Petitioner. 
Nathaniel Frucht, of Providence, R. I., for Respondent. 
K.uINncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the petition for cancellation filed by the petitioner, E. P. Lynch, 
Inc., appellee, seeking cancellation of registration No. 442,022, issued February 8, 
1949, to the respondent W. J. Lynch Paint & Varnish Co., Inc., appellant. 

Both parties have filed testimony and briefs were represented at the hearing. 

Respondent’s registration, here sought to be canceled, is for the surname 
“Lynch” for use upon paints and varnishes for house and industrial use. Re- 
spondent claims use of its mark since on or about August 15, 1946. It appears 
from the testimony submitted that the respondent manufactures paints which are 
sold under the mark “Lynch,” that the sales of its paint increased very substan- 
tially from 1946 to 1950 and that considerable sums were spent in advertising 
“Lynch” paints nationally. 

The record, on the other hand, shows that petitioner is a corporation organized 
in 1933, whose paint business comprises principally the sale of certain well-known 
name-brand paints and paints known as “A. D.” Paints, a special brand manu- 
factured for the petitioner for distribution under its own labels. In addition to 
the sale of such paints it appears further that petitioner also sells painters’ material 
including varnishes, lacquers, oils, thinners, turpentines, shellac and proprietary 
alcohols, some of which are packaged and shipped by petitioner under its corporate 
name. The testimony also shows that petitioner manufactures shellac and, some- 
times, special paints which are sold with petitioner’s trade name “E. P. Lynch, Inc.” 
on the labels. Petitioner’s sale of paints amounts to substantially sixty-five per cent 
of the total volume of its business. It is evident, as respondent points out, that 
petitioner’s trade name was not associated with the paints that it sold except as a 
distributor, and that petitioner never sold paint and paint materials for house and 
industrial use under its own labels with its name prominently displayed as the trade 
name of the producer of the goods. 

Respondent lays great stress on the fact that petitioner sold no goods bearing 
the name “Lynch” alone and never advertised “Lynch” as its name. It is argued 
that since petitioner only applied its corporate name as a local distributor of certain 
paints, which it did not manufacture, use of the trade name of the petitioner with 
a trade-mark does not make the name of the distributor a trade-mark. 

The issue presented in this appeal is not whether the petitioner’s use of its 
corporate name as the distributor of “A. D.” and other paints has acquired trade- 
mark significance, but whether the use by the respondent of the surname “Lynch,” 
which is the prominent and the dominant part of the petitioner’s trade name, 
would be likely to lead to confusion or mistake in the minds of customers. As the 
examiner stated, if the respondent’s mark “Lynch” so resembles the petitioner’s 
previously adopted trade name “E. P. Lynch, Inc.” as to be likely when applied to 
the respondent’s goods to cause confusion in trade, it is immaterial whether or 
not the petitioner regarded its trade name as a trade-mark or used it in a trade- 
mark sense. 
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Under the provisions of section 2(d) of the Trade-Mark Act no trade-mark 
may be registered which “consists of or comprises a mark registered in the Patent 
Office or a mark or trade name previously used in the United States by another 
and not abandoned, as to be likely, when applied to the goods of the applicant, to 
cause confusion or mistake or to deceive purchasers.” (Emphasis added.) Re- 
spondent’s mark does not actually “consist” of petitioner’s trade name, but under 
this section a prior trade name, as such, may be a bar to the registration of a 
subsequently adopted conflicting trade-mark of another if confusion or mistake or 
deception of purchasers is likely. It is therefore not necessary that the petitioner 
be either the owner of a trade-mark or that its trade name be used as a trade-mark. 
Neither is it necessary, as respondent contends, that the petitioner prominently 
display its trade name as the producer of the goods with which it is used. 

From the testimony submitted by petitioner, the examiner found that there 
were instances of actual confusion after the time when respondent commenced the 
sale of its goods in the same territory in which the petitioner deals. Although such 
testimony, in part, is hearsay or otherwise incompetent or insufficient, there was 
no doubt in the mind of the examiner, upon the record submitted, that confusion 
or mistake has resulted from the use of the respondent’s mark “Lynch” and the 
petitioner’s trade name in connection with the sale of the competitive products 
in question. The examiner found that regardless of any such evidence, the con- 
temporaneous sale of paints in the same markets under a mark and trade name of 
which the identical term “Lynch” is the sole or primary distinguishing feature 
inevitably would lead to confusion or mistake as to the source of origin of the goods. 
So much of the testimony in behalf of the petitioner considered to be hearsay and 
otherwise incompetent has been disregarded in the present consideration of this 
proceeding. 

The Safeway Stores, Incorporated v. Dunnell case (C. C. A. 9), 172 F. 2d 
649; 80 U. S. P. Q. 115, cited by the examiner, differs from the present one prin- 
cipally in the fact that Safeway advertised its business under the name “Safeway” 
alone, which is not the situation here. That distinction, however, is not considered 
of importance in this case if, as is apparent from the present record, customers in 
the area where petitioner conducts its business have come to identify petitioner’s 
store as “Lynch’s” rather than by its full corporate name “E. P. Lynch, Inc.” The 
name “Lynch” is undoubtedly the distinguishing and dominant part of petitioner’s 
trade name, and is recognized by the trade, at least to some extent, just as in the 
decided case “Safeway” is the distinctive and dominant part of the trade name 
“Safeway Stores, Incorporated,” and is so recognized by customers. Not only has 
the respondent registered the distinctive and dominant part of the petitioner’s trade 
name, but has done so for goods of the same class and kind as those in which 
petitioner deals. What is more, both parties deal in the same general territory and, 
according to the record, have had dealings with the same customers. The fact that 
both parties to this proceeding use the surname “Lynch” in their respective corpo- 
rate names makes the likelihood of confusion nonetheless apparent. 

Respondent cites the decision in Standard Brands Incorporated v. Isenberg, 
625 O. G. 1156, 82 U. S. P. Q. 106, as involving a situation analogous to that here 
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presented. There the registrant’s mark “Standard Brand” has been used concur- 
rently with the petitioner’s trade name “Standard Brands Incorporated” for a very 
substantial period of time, over a decade, and no instance of actual confusion was 
cited. Under the circumstances the Commissioner held that such absence of con- 
fusion would lead to the conclusion that confusion and likelihood of confusion is 
absent. That is not the situation here presented. The record of the present case 
indicates that there has been some confusion on the part of petitioner’s customers 
as, for instance, in the case of Mrs. Headley’s painter Giammarco who, knowing of 
the petitioner in Providence, Rhode Island, did not know that there was a “Lynch” 
paint produced by the respondent and as a result sent to Mrs. Headley paint with 
“Lynch” on the can thinking that was what Mrs. Headley referred to when she 
stated that she wanted “Lynch’s” paint, without specifying that she had in mind 
paint sold by the petitioner. The witness Turner, a customer of petitioner who 
purchased mostly art supplies, in which petitioner also deals, bought “Lynch” paint 
at another store because she saw the name “Lynch” on a sample card, assuming 
that the name referred to petitioner’s store, the only one the witness knew by 
that name. The witness Taylor expressed surprise to see a “Lynch” ad in the 
paper, thinking it referred to the petitioner, when in fact it was an add of the 
respondent. Finding no manifest error in the conclusion reached by the examiner, 
his decision will be sustained. 

Petitioner argued in the brief, and before me at the hearing, that respondent’s 
registration should be canceled for the additional reason that a mark which is 
primarily merely a surname is not proper subject matter for registrtaion on the 
Principal Register, as provided in section 2(e) (3) of the Act of July 5, 1946. This 
ground of attack on the registration was not heretofore specifically raised or con- 
sidered and it may not, nor need it be considered here. 

The decision of the Examiner of Interferences is affirmed. 


THE CUDAHY PACKING COMPANY v. YORK PHARMACAL COMPANY 


Commissioner of Patents—April 29, 1952 


INTERFERENCES—Proor OF Use—GENERAL 

Junior party has burden of establishing use of its mark prior to that of senior party. 

Senior party having taken no testimony is restricted to filing date of its registration 
as its earliest date of use. 

On facts of record, junior party (Cudahy) held to have established priority on 
basis of clear, definite and uncontradicted testimony. 

Questions as to how much soap was sold by Cudahy under the mark held not 
pertinent to issue of priority of use of mark. 


TRADE-Marx Act oF 1946—CANCELLATIONS—SECTION 18 


INTERFERENCES—SCOPE OF RELIEF—GENERAL 
Burden and obligation to secure cancellation is upon prior user. 
Recommendation to cancel should not be made by Examiner in interference pro- 
ceedings pro forma, as incident to decision awarding priority to junior party who has 
not raised question of cancellation. 
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Appeal from Examiner of Interferences. 

Trade-mark interference proceedings between The Cudahy Packing Company 
and York Pharmacal Company. York Pharmacal Company appeals from decision 
recommending cancellation of its registration and awarding priority to The Cudahy 
Packing Company. Affirmed as to priority and recommendation as to cancellation 
vacated. 

Edward S. Rogers, William T. Woodson, and Beverly W. Pattishall, of Chicago, 
Ill., and Thomas L. Mead, Jr., of Washington D. C., for The Cudahy Packing 
Company. 

John H. Cassidy, of St. Louis, Mo., for York Pharmacal Company. 

KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences, in an interference proceeding, adjudging that the junior party, The 
Cudahy Packing Company, is entitled to the registration for which it has made 
application and recommending, in accordance with the provisions of section 18 
of the Act of 1946, that the senior party’s registration No. 400,934, issued to the 
senior party, York Pharmacal Company, be canceled. 

The interference involves application No. 558,369, filed June 3, 1948 by the 
junior party, The Cudahy Packing Company, and registration No. 400,934, granted 
April 13, 1943 to the senior party, York Pharmacal Company. 

The trade-mark of each of the parties to this proceeding is the notation “Spot- 
light,” applied to cleaning preparations in the form of a dry cleaning fluid in the 
senior party’s registration and to an oil soap in jelly form in the junior party’s 
application. 

The junior party has presented testimony of the witness Breathed, vice 
president in charge of sales of the junior party’s Industrial Soap Department and 
has also introduced in evidence a number of exhibits in the form of communications 
relied upon to show use of its mark “Spotlight” on its product here involved. 
The senior party having taken no testimony is restricted to the filing date of its 
registration as its earliest date of use, namely, April 14, 1942. The junior party is 
under the burden of establishing use of its mark prior to that date. 

The witness Breathed, who has been in charge of sales of the Industrial Soap 
Department of the junior party since 1940 and vice president since 1944, testified 
that the trade-mark “Spotlight” was first applied to its soap product in the 
spring of 1933, and that the mark has been so used continuously since that time. 
It appears from the testimony of the witness that the notation “Spotlight” was 
applied to drums and other containers in the form of printed labels and stenciling 
directly applied to such containers, printed labels being used during the 1930's 
when paper and printing was obtainable and stenciling being employed during 
the war and more recently when it was impossible to get printing done without 
undue expense. 

The exhibits introduced in evidence by the junior party consist of a number of 
interoffice communciations and communications between the junior party and third 
persons, said communications bearing dates between the years 1933 and 1941, 
wherein the junior party’s soap is referred to by the notation “Spotlight.” 
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The senior party contends that there is neither testimony nor documentary 
proof that the notation “Spotlight” was used as a trade-mark by the junior party 
prior to its application, there being no testimony by the witness that he ever saw 
the mark applied to the goods prior to the date of the application. The senior 
party objected to the introduction of the junior party’s exhibits on the ground that 
they are hearsay, are not the best evidence, and are immaterial in that they do 
not tend to show any trade-mark use of the junior party’s mark on its goods prior 
to the date of the senior party’s registration. It is further contended that the 
junior party has named only three purchasers of its product during the seventeen 
years it has claimed that such goods was continuously sold and nationally distributed. 

The examiner, in his decision, noted the senior party’s challenge to the 
admissibility and competency of these exhibits and apparently gave little weight 
to them, it being his opinion that the testimony of the witness Breathed con- 
cerning the junior party’s use of the mark in question is clear, definite and 
uncontradicted on the record and therefore alone sufficient to establish use of the 
mark by the junior party on the goods specified since prior to the senior party’s 
record date of use. Macaulay v. Malt-Diastase Co., 55 App. D. C. 277, 4 F. 2d 
944, 1925 C. D. 269; B. R. Baker Company v. Lebow Bros., 32 C. C. P. A. 1206, 
150 F. 2d 580, 66 U. S. P. Q. 232; Brewster-Ideal Chocolate Co. v. Dairy Maid 
Confectionery Co., 20 C. C. P. A. 848, 62 F. 2d 844, 16 U. S. P. Q. 310; England 
v. American Chemical Paint Company, 617 O. G. 940, 79 U. S. P. Q. 239; Anchor 
Products Company v. Hospital Import Corporation, 484 O. G. 982, 35 U. S. P. Q. 
199. 

The testimony of the witness Breathed has been carefully reviewed and it is 
my opinion that it is sufficient to establish that the junior party used its mark 
on the containers in which the goods was shipped prior to the record date of the 
senior party, the testimony being clear and definite, and in nowise contradicted. 

The senior party complains that during cross-examination of the junior 
party’s witness he refused to divulge the amount of the sales involved in the use 
of its mark for the years 1933 through 1950, and moved to suppress the deposition 
of the witness. The examiner considered the matter of the sales volume to be of 
no consequence in view of the testimony of the witness, which was otherwise 
deemed satisfactorily to establish the junior party’s claim of prior and continuous 
use of the mark in issue in connection with its product. The motion to suppress 
was therefore denied. The examiner’s decision in this regard is considered proper, 
since the questions put to the witness on cross-examination as to how much 
“Spotlight” soap was sold by the junior party between the years 1933 and 1950 
are not pertinent to the issue of priority of use of the mark here presented. It is 
my conclusion that the examiner’s decision adjudging the junior party entitled 
to the registration for which it has made application is correct and it will be 
sustained. 

The examiner concluded his decision with a recommendation that the registra- 
tion of the senior party be canceled, to which objection has been made on the 
grounds, among others, that the junior party has not requested such action, 
either formally or informally, and that a case for cancellation under section 18 
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of the Trade-Mark Act of 1946 is not present. The junior party in its brief 
has stated merely, “The question being, insofar as applicant is concerned, an 
ex parte matter in this action, applicant offers no comments.” The recommendation 
is vacated. There has been diversity in the practice with respect to pro forma can- 
celation of the registration of a registrant who loses an interference, as an incident 
to the interference. At some periods recommendations to cancel were made, at other 
periods they were not made, and during some periods recommendations were made in 
some instances and not in others. I believe that there should be a uniform practice 
with respect to the cancelation of the registration of the losing registrant. When one 
files an application for registration after the issuance of a registration to another it 
seems to me that he should file a formal request to cancel the registration before it 
will be canceled, since under the Trade-Mark Act of 1946 situations may exist 
in which it may not be possible to cancel the registration. The burden and obliga- 
tion of securing cancelation of the registration should be upon the prior user who 
has thus delayed in applying for registration since the registration would not 
have been granted in the first place and might not even have been applied for 
had the prior user moved seasonably to obtain a registration himself. Consequently, 
a recommendation to cancel should not be made in such a case, pro forma, incident 
to the decision in an interference and the question of canceling the registration 
should not be considered by the Examiner of Interferences unless it is raised by 
the other party to the interference. 

The decision of the examiner adjudging the junior party entitled to the registra- 
tion for which it has made application is affirmed. 

The recommendation to cancel the senior party’s registration is vacated. 





EX PARTE EASTERN SHELL-CRAFT COMPANY 
Commissioner of Patents, April 23, 1952 


Trape-Marks—Worps INCAPABLE OF ExcCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The word “shell” being the name of a component from which applicant’s jewelry is 
made and “craft” being descriptive of the character or quality of toy kits for making 
jewelry, the combination “Shell-Craft” cannot create an arbitrary mark registrable under 
1905 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Eastern Shell-Craft Company. 
Applicant appeals from refusal of registration, under 1905 Act. Affirmed. 

Patrick D. Beavers, of Washington, D. C., for applicant. 
K.uIncE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration to the applicant, under the provisions of the Trade-Mark Act of Feb- 
ruary 20, 1905, the mark “Shell-Craft” for a “toy kit for making jewelry.” 

The refusal to register the mark is predicated upon the fact that the mark is 
merely descriptive, the word “Shell” being the name of the components from which 
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the jewelry is made and the word “Craft” being descriptive of the goods and their 
character or quality when used for the purpose intended. It is the examiner’s posi- 
tion that the combination of these two descriptive terms does not create an arbitrary 
mark registrable under the provisions of the Act of 1905. 

In support of his position the examiner has referred to the decision in Ex parte 
Invex, Inc., 78 U. S. P. Q. 129, wherein the term “Electrocraft,” sought to be reg- 
istered as a trade-mark for “sets of parts for boys and girls to assemble and use in 
making electrical, chemical and magnetic experiments including a variety of mag- 
netic parts, a variety of chemicals, a variety of electrical parts, a variety of materials, 
and a manual of instruction,” was refused registration on the ground of descriptive- 
ness. In that case the Commissioner found that the description of the goods indicated 
that the mark is applied to a kit for electrical experimentation by children and, 
being used for practical work in the electrical art, the word “Craft” was merely 
descriptive of the goods and their character or quality. Combining the word “Craft” 
with “Electro,” which was also held descriptive, did not give the mark any other 
significance. 

It is my opinion that the reasoning in the decided case discussed above applies 
with equal force to the situation here presented. The term “Shell” is, as the exam- 
iner noted, merely the name of components from which the applicant’s jewelry is 
made and the word “Craft” is merely descriptive of the character or quality of the 
goods which is a kit for making jewelry. The combination of the two words “Shell” 
and “Craét” cannot, in my opinion, create an arbitrary mark registrable under the 


provisions of the Act of 1905, as the examiner held. 
The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE BAILEY METER COMPANY 
Commissioner of Patents—April 23, 1952 


Trape-Mark Act or 1946—REGISTRABILITY—SECTION 2(f) 


TraDE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Boiler Meter” held the generic name of applicant’s goods, incapable of indicating 
origin of such goods, and unregistrable under Section 2(f) of 1946 Act. 


TraDE-Marks—SECONDARY MEANING—GENERAL 
No amount of use of generic name of the goods may be accepted as establishing 
secondary meaning and distinctiveness especially where, as here, others have used sub- 
stantially the same term in a generic sense with respect to goods of the same class. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Bailey Meter Company. Appli- 
cant appeals from refusal of registration, under section 2(f) of 1946 Act. Affirmed. 
Raymond D. Junkins, of Cleveland, Ohio, and Richard G. Radue, of Washington, 

D. C., for Applicant. 

Kunce, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 

registration of the term “Boiler Meter” for use on goods referred to in the applica- 
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tion as “operational performance guides for vapor power plants.” Registration is 
sought under the provisions of section 2(f) of the Act of July 5, 1946, reliance 
being had upon substantially exclusive use of the term by the applicant for the five 
years next preceding the filing of this application and also upon evidence separately 
submitted. 

The goods in connection with which the term “Boiler Meter” is used are 
described more specifically by the examiner as instruments for indicating and recor- 
ding the rate of air flow and steam flow coming from a power producing or utilizing 
apparatus. Since such instruments are ordinarily referred to as meters and such meters 
are used in connection with a boiler, it was the examiner’s view that the term “Boiler 
Meter” is a broad term generically descriptive of the goods and totally devoid of 
trade-mark significance because it is incapable of indicating origin of such goods in 
the applicant. 

Applicant urges that even though each of the words “Boiler” and “Meter” has 
a descriptive meaning the expression “Boiler Meter” is not generic. The Court of 
Customs and Patent Appeals in an earlier decision (In re Bailey Meter Co., 26 
C. C. P. A. 1136, 102 F. 2d 843, 41 U.S. P. Q. 275) involving the same term, agreed 
with the Commissioner that the word “Meter” is the generic name of the appli- 
cant’s device, there being no doubt but that the devices to which applicant applies 
the term “Boiler Meter” are meters and are used in connection with boilers. The 
court found, therefore, that the device is a boiler meter and could hardly be more 
aptly described. The device as shown in the photo-specimens submitted with this 
application is labeled “Bailey Boiler Meter Made by Bailey Meter Company.” 

Applicant, in the brief, has given a rather detailed description of the instru- 
ment to which its mark is applied and it is contended that the dominant character 
of the goods is that of an operational performance guide or efficiency indicator. 
Whatever its function, it is in fact a meter in the usual sense of the term. Devices 
of this character for indicating the efficiency of operation of a boiler are well known, 
and have been referred to by others as boiler efficiency meters. This is clearly 
apparent from the patents to Spitzglass, No. 1,730,541, dated October 8, 1929, and 
to Germer, No. 2,305,769, dated December 22, 1942 for such apparatus, the titles 
of which are “Boiler Efficiency Meter.” Another patent granted to Spitzglass, No. 
1,686,186, dated October 2, 1928, for a somewhat similar device is referred to as a 
“Furnace Efficiency Meter.” 

A number of affidavits have been filed in this application as evidence showing 
that “Boiler Meter” has acquired secondary meaning and distinctiveness in its over 
thirty-eight years exclusive use as a trade-mark. These affidavits have been care- 
fully considered, but no amount of use of the generic name of the goods may be 
accepted as establishing secondary meaning and distinctiveness therein especially 
where, as here, others have used substantially the same term, here sought to be reg- 
istered, in a generic sense to identify goods of the same class. In this connection 
the examiner calls attention to the Thomas Register, in which reference is made to 
the listing of the term “Meters, Boiler.” While, as the applicant seems to contend, 
there may be no specific meter known as a boiler meter, the fact remains that there 
is a class of meters for indicating boiler efficiency generically referred to as boiler 
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efficiency meters. The word “Meter” is clearly the generic name of the device and, 

in my opinion the word “Boiler” is equally the generic name of the object upon 

which it is used. The term “Boiler Meter” is therefore considered clearly generically 

descriptive of the goods to which the term is here applied, as evidenced by the 

present record. It is my conclusion that the term “Boiler Meter,” being the generic 

name of the goods, is incapable of indicating origin of such goods in the applicant. 
The decision of the examiner is affirmed. 





EX PARTE THE ELWELL-PARKER ELECTRIC COMPANY 
Commissioner of Patents—April 29, 1952 


Trape-Mark Act or 1946—ReEcisTRABILITY—SeEcTIONS 2, 23 AND 45 
Service MarKs—REGISTRABILITY—GENERAL 

Exhibits filed with application may be looked to in order to determine how mark is 
actually used. 

On facts of record, applicant held not primarily engaged in rendering services but 
in business of manufacturing and selling trucks, tractors and cranes and its services 
apparently intended essentially to advertise its goods and therefore its mark is not 
registrable as a service mark under 1946 Act. 


Appeal from Examiner of Trade-Marks. 
Application for registration of service mark by The Elwell-Parker Electric 
Company. Applicant appeals from refusal of registration of service mark, on 
Supplemental Register under 1946 Act. Affirmed. 
Albert R. Golrick, of Cleveland, Ohio, for Applicant. 
KuncE, Assistant Commissioner: 

Applicant appeals from the decision of the Examiner of Trade-Marks refusing 
registration on the Supplemental Register under the Trade-Mark Act of July 5, 
1946, the notation “Industrial Logistics” as a mark for services described by 
the applicant as “an advisory service for manufacturers, assemblers, distributors, 
warehouses and other materials-handling establishments wherein a study is made 
of the materials-handling practices and problems of an establishment, and recom- 
mendations and suggestions are submitted through experienced materials-handling 
consultants for the planning of efficient, economical and strategic handling of the 
establishment’s materials at all or various stages of receiving, storage, processing, 
routing, assembly, packing, warehousing, and shipping, through the use of load 
transporting and load-tiering trucks, tractors, and cranes designed and adapted for 
the specific materials to be handled.” 

Refusal to register the applicant’s mark is based upon the ground that the 
advisory services above set forth are part of the extensive program developed 
by the applicant for the advertising and sales promotion of materials-handling 
equipment and accessories manufactured and sold by the applicant and do not 
constitute “services” within the meaning of the statute; and that the notation 
“Industrial Logistics” as used in the applicant’s advertising literature relative 
to its products, submitted as specimens of use of the mark, does not function as 
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a service mark identifying and distinguishing the services as contemplated by 
the statute. 

As the examiner states, and as is indicated by the exhibits on file, the applicant 
is a manufacturer of power industrial trucks including fork and lift-type trucks used 
in loading, transporting and stowing materials. Applicant has developed in con- 
nection with such trucks a system which it designates “E-P System of Industrial 
Logistics.” 

A number of exhibits in the form of sales promotion pamphlets were filed 
with the application to show the mark as actually used. One of these entitled 
“A Survey for Management” is a bulletin containing, among others, the state- 
ment “This permits maximum stowage in cars and trucks and speedy, safe 
unloading by Elwell-Parker Fork Truck—which also tiers palletized loads to ware- 
house rafters” and similar references to applicant’s trucks. In relating how the 
Elwell-Parker system of “Industrial Logistics’ operates the bulletin states 
that ‘Master unit loads are handled at each transfer point by an Elwell-Parker 
Power Industrial truck and one man.” This bulletin, replete with reference to 
applicant’s trucks, is clearly a bid to industry to improve assembling and handling 
of materials such as bales, boxes, barrels, and other packaged goods to insure 
economies by the use of Elwell-Parker trucks, which are generously advertised 
throughout the bulletin. Another and similar bulletin labeled “The Logistics of 
Bags” explains the “E-P System” and the advantages of “Industrial Logistics,” 
likewise giving prominence to applicant’s trucks by means of profuse illustrations 
of such trucks and the part they play in the total picture. Three other bulletins 
“The Logistics of Boxes,” “The Logistics of Bales” and “The Logistics of Barrels” 
also well illustrate with many pictures the operation of applicant’s trucks. In addi- 
tion to these bulletins there are several exhibits in the form of single sheets. Form 
No. A-9523 describes briefly the meaning of the term “Industrial Logistics” and its 
advantages and refers to the “Elwell-Parker Materials-Handling Consultant” whose 
“suggestions many times have led to savings large enough to completely pay 
within months for the Elwell-Parker Equipment installed on his recommendations.” 
Form No. A-9533 like the one previously referred to, defines “Industrial Logistics” 
as “The science of assembling and handling materials to insure maximum economies 
at every stage of (a) Procurement, (b) Production and (c) Distribution, using 
Elwell-Parker Electric Trucks, Tractors and Cranes.” Form No. A-9545 refers to 
the Elwell-Parker System, which is defined as “the soundly planned program of 
operation by which Elwell-Parker Electric Trucks, Tractors and Cranes can earn 
those greater returns by cutting out wastes.” 

These exhibits lead me to the conclusion that the applicant is not engaged 
primarily in the business of rendering a service, but is in the business of manufac- 
turing and selling trucks, tractors and cranes and that the advisory service which 
it offers is in the nature of an instructive course wholly incidental to the efficient 
use of the trucks in which it primarily deals and which, apparently, it hopes to sell 
through its advisory service. That is the plain purpose of the service which 
applicant’s Bulletins and Forms advertise. It is considered that applicant is not a 
service organization in the sense that it is engaged in the business of advising others 
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in the operation of their business apart from the sale of special merchandise which 
the applicant manufactures for sale and use in that particular business. 

Applicant points out in the brief that the advising service which it renders is 
not restricted, by the description thereof in the “statement” of the present appli- 
cation, to the use of applicant’s goods and any fair reading of said description of 
services in applicant’s statement must find implied therein advisory services cover- 
ing far more than education in the apt use of applicant’s industrial electric vehicles. 
It is true that the advising service as described in this application is not restricted 
to the use of applicant’s goods, but the same cannot be said of the exhibits filed 
with this application which may be looked to in order to determine how the mark 
is actually used in commerce. While such services deal with advice on the use of 
suitable containers, packages, or load units for specific goods, the bulletins used to 
advertise the service constitute the clearest form of advertising of the applicant’s 
own vehicles. Even though the service offered may not depend for its effectiveness 
entirely upon specific equipment manufactured and sold by this applicant, the fact 
remains that the advertising of such service is, in effect, essentially advertising of 
the goods, and is apparently so intended. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE NORTHAM WARREN CORPORATION 
Commissioner of Patents—April 30, 1952 


TraDE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TraDE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“De Luxe” held a common trade term having no special trade-mark significance 
and not registrable on the Principal Register under Section 2(f) of 1946 Act. 
Existence of numerous prior registrations of term held not controlling as argument 
for continuing registration. 

Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Northam Warren Corporation. 
Applicant appeals from refusal of registration, under section 2(f) of 1946 Act. 
Affirmed. 

Mock & Blum, of New York, N. Y., for applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the term “De Luxe” as a trade-mark for “cuticle remover, nail polish in 
liquid, cake and paste form, rouge, nail-white and cuticle-salve, polish remover,” 
on the Principal Register under Section 2(f) of the Trade-Mark Act of 1946. 

The examiner refused registration on the ground that the term is incapable of 
distinguishing applicant’s goods from like goods of others, stating that the term 
“de luxe” is very generally used “to give information about the goods and to dis- 
tinguish various lines or grades of goods, and that it is regarded by the public not 
as a badge of origin but as a laudatory term used to designate a superior grade of 
goods or goods of the highest quality.” 
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The word “de luxe” is defined in the dictionary and is commonly used to 
denote or claim special elegance or sumptuousness of goods, and is a laudatory 
expression generally used in trade. Applicant in its brief does not controvert the 
examiner’s statement concerning the general use of the word. I do not believe that 
the term can be considered as having any special trade-mark significance. 

The specimens of labels filed by the applicant support the view that de luxe 
has no particular trade-mark significance. The most prominently appearing word 
on the labels is the trade-mark ‘“Cutex,” beneath this is the term “de luxe” in 
smaller letters, and beneath this in still smaller letters the name of the goods, such 
as polish remover, rouge, nail-white, cuticle salve, etc. Such a label does not sug- 
gest or imply trade-mark significance in a common trade term. 

Applicant states that “de luxe” has been registered about 150 times. The 
number has not been verified but it can not serve as good argument for continuing 
the registration of the term. 

The decision of the examiner is affirmed. 





EX PARTE BROWN & BIGELOW 
Commissioner of Patents—April 30, 1952 


Trape-Mark Act or 1946—REGISTRABILITY—SECTION 2(f) 


TrapE-MarKs—Marks INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

Composite mark consisting of two horizontal black bands, having the word 
“Automatic,” in white letters, on the upper band and the words “Push * Back” on the 
lower band, the word “Automatic” being disclaimed, held informational material, lacking 
distinctiveness, incapable of distinguishing applicant’s mechanical pencils and not 
registrable on Principal Register, under Section 2(f) of 1946 Act. 

Descriptiveness may be considered in connection with goods on which mark is 
used and not abstractly. 

Question of descriptiveness, while relevant, is not in issue in case of application 
under Section 2(f) of 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Brown & Bigelow. Applicant 
appeals from refusal of registration, under section 2(f) of 1946 Act. Affirmed. 
Howard L. Fischer, of St. Paul, Minn., for applicant. 

Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register a trade-mark on the principal register under the provisions of Section 
2(f) of the Trade-Mark Act of 1946. 

The mark is used for mechanical pencils and comprises two horizontal spaced 
black bands with the lower one displaced to the right; written in the upper band 
is the word “automatic” in white letters, and in the lower one the words “push 
back” with a dot between. In the center and overlapping the two bands is the 
representation of a hand holding a pencil in vertical position. 

Registration has been refused on the ground the words “automatic push back” 
constitute the dominant feature of the mark presented and are incapable of distin- 
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guishing applicant’s goods. The appiicant concedes that the word automatic is 
generic and this word has been disclaimed. The examiner states that the wording 
“push back” is “purely informational matter, not used as a badge of origin, but 
rather to inform purchasers that after the pencil has been used, the lead may be 
pushed back into the barrel of the pencil by placing the point on any firm surface 
and pressing down.” The examiner also states that the pictorial representation 
is merely used to illustrate how this may be done and emphasizes the informational 
character of the wording. The examiner concludes that the mark is lacking in any 
registrable material and in its entirety is incapable of distinguishing the goods. 

The applicant, while not specifically denying the Examiner’s Statements, as- 
serts that “push back” is the outstanding portion of the mark and is not descriptive 
of the goods because its meaning is not evident from the mark itself. Applicant 
asserts that the mark should be registered because of the arbitrariness and the domi- 
nance of the “push back” portion. Since this is an application for registration under 
Section 2(f) the question of descriptiveness while relevant is actually not in issue. 
I agree with the Examiner’s Statements concerning the descriptive nature of the 
mark, which applicant has not controverted other than by general statements and 
a misconstruction of the examiner’s remarks. Descriptiveness of a mark may be 
considered in connection with the goods on which it is used and not abstractly as 
urged by applicant. The specimen submitted supports the examiner’s statement 
that the words are informational material on the package rather than a trade-mark, 
and further indicate lack of distinctiveness. The specimen is a small paper box 
used to hold one of the mechanical pencils. It contains the mark “Redipoint” with 
the statement “Reg. U.S. Pat. Off.” on one face; two of the other faces contam 
pictorial and other instructions as to filling the pencil. The remaining face, between 
the two with filling instructions, contains two designs similar to the one shown on 
the drawing of this application. The design on the left is of the same nature 
described above except that the words “one hand” appear on the upper band and 
the words “propel repel” on the lower black band and the hand holding the pencil 
is in a different position than on the other design. The design sought to be registered 
appears on the right of the same face of the box. The words on the two designs 
appear in the following approximate location and arrangement: 


ONE ° 
casita AUTOMATIC 


PROPEL * REPEL PUSH * BACK 


This whole side of the box appears to be no more than illustrated informational 
material relating to the operation of the pencil and it is difficult to see how one por- 
tion of it can be considered as a trade-mark. 

Registration has also been refused on the basis of a prior registration, No. 
70,598, issued September 15, 1908, for the word “Automatic” for lead pencils. In 
view of the generic nature of the word “automatic” when used with mechanical 
pencils, I do not believe that this rejection should be pressed; if applicant’s mark 
were otherwise registrable, it does not appear to me that this prior registration 
would be applicable. 

The decision of the examiner refusing registration is affirmed. 
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EX PARTE LOFT CANDY CORPORATION 


Commissioner of Patents—June 9, 1952 


TRADE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Chocolate Cocoanut Royals,” the words “chocolate” and “cocoanut” being dis- 
claimed, held merely the name of a kind of candy, incapable of trade-mark significance 
when used on candy and not registrable under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Loft Candy Corporation. Ap- 
plicant appeals from refusal of registration, under 1946 Act. Affirmed. 

GREENE & Durr, of New York, N. Y., for Applicant. 
FepeErico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the words “Chocolate Cocoanut Royals” as a trade-mark for candy, 
the words “chocolate” and “cocoanut” being disclaimed apart from the mark as 
shown. The ground for refusing registration is that the phrase is merely the name 
of a particular kind of candy and therefore incapable of trade-mark significance 
when used on candy. 

To support his position, the examiner has referred to Bulletin No. 37, of the 
New York State Department of Labor, Division of Placement and Unemployment 
Insurance, defining a position called “Cocoanut Royal Machine Operator,” the 
definition also referring to making “Cocoanut royal candies.” 

Applicant’s position is that the job description in the bulletin was most probably 
obtained from an employee of applicant corporation and merely describes a job 
existing in applicant’s business. An affidavit has been filed stating that this is the 
most probable inference of how the description came into the bulletin. However, 
it does not appear that applicant has made any effort; as far as the record shows, 
to verify the cause of the inclusion of the job description in the bulletin. 

While the evidence submitted by the examiner is unusual and not voluminous, 
it is considered sufficient in this case to cast upon applicant a burden of showing 
positively that the expression is in fact its trade-mark and not the name of a 
particular type of candy. The manner of use by applicant, as shown by the record 
in this case, tends to support the examiner’s position. Applicant has filed box tops 
as specimens; these show the name “Loft” in large letters and the words “Chocolate 
Cocoanut Royals” in small letters near the lower edge of the box top. The box 
would give the impression that “Loft” was the trade-mark or trade name and 
“Chocolate Cocoanut Royals” the name of the particular kind of candy in the box. 
Applicant has also submitted an early advertisement of its products, but this does 
not show trade-mark significance; the words “chocolate covered cocoanut royals” 
appear in the same style and relation to text as the names of other kinds of candy, 
“chocolate covered nut caramels,” “assorted hard candies,” etc., included in the 
same advertisement. 

The decision of the examiner is affirmed. 
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EX PARTE PARFUM L’ORLE, INC. 


Commissioner of Patents—June 9, 1952 


Trape-Mark Act or 1946—REGISTRABILITY—SECTION 2(a) 


TRADE-MARKS—REGISTRABILITY—PARTICULAR INSTANCES 
The word “Libido,” applied to perfumes and toilet waters, held not immoral or 
scandalous, under 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Parfum L’Orle, Inc. Applicant 
appeals from refusal of registration, on Principal Register, under 1946 Act. Reversed. 
David J. Moscovitz, of New York, N. Y., for Applicant. 

Feperico, Examiner-in-Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register the word “Libido” as a trade-mark for perfumes and toilet waters. 

Refusal of registration is based on Section 2(a) of the Trade-Mark Act of 1946, 
which requires the refusal of registration of a mark which “consists of or comprises 
immoral, . . ., or scandalous matter.” The examiner states that the word “Libido” 
is of this nature in view of its definition in the dictionaries, one of which is that 
the word refers to sexual desire. 

Insofar as any decisions which can be found show, this appears to be the first 
instance in which the question of refusal of a registration on the ground of the 
immoral or scandalous nature of the mark itself has arisen on appeal. Cases dis- 
cussed by the examiner and the applicant did not involve this same problem. Ex 
parte Martha Maid Manufacturing Company, 37 U. S. P. Q. 156, In re Riverbank 
Canning Company, 37 U. S. P. Q. 268, and Ex parte Summit Brass G& Bronze 
Works, 59 U.S. P. Q. 22, involved the name of a famous personage (in the first case 
cited) and names and words of religious significance, the use of which in trade or 
on the particular goods involved were held scandalous. Doughboy Industries, Inc. 
v. The Reese Chemical Company, 88 U. S. P. Q. 227, involved the name of a group 
of persons the use of which on the particular goods involved was considered dis- 
paraging.? 


1. Mention might be made of a case in England decided several years ago. An applicant 
was seeking to register the word “Oomphies” as a trade-mark for shoes and the Registrar, 
exercising a discretion under the statute, refused the registration, inter alia, on the ground 
that “oomph” meant sex appeal and that a word with such a meaning should not be registered 
as a trade-mark. The Patent Office was reversed on appeal in a decision which has become 
notorious for its observations on American slang terms, In the Matter of an Application by 
La Marquise Footwear, Inc., 64 Reports on Patent, Design, and Trade-Mark Cases 27 
(High Court of Justice, 1946). On the particular point involved here the court said: 


“When the Registrar came to exercise his discretion, he did so upon the somewhat 
broad ground that, assuming that one meaning of the word was sex appeal, no registra- 
tion of such a word should be allowed in respect of any goods. 

“I must wholeheartedly accept the proposition that it is the duty of the Registrar 
(and it is my hope that he will always fearlessly exercise it) to consider not merely the 
general taste of the time, but also the susceptibilities of persons, by no means few in 
number, who still may be regarded as old fashioned and, if he is of opinion that the feelings 
or susceptibilities of such people will be offended, he will properly consider refusal of the 
registration. I should certainly hope that, in taking, as I do take in this case, a different 
view from him, I am in no way debasing the standard which, as a servant of the State, 
he should exercise and maintain in his jurisdiction; but it does seem to me, I confess, 
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It is notorious that the perfume trade uses names and advertisements of a 
suggestive nature and this matter has received some attention in the literature, see 
for example Printers’ Ink, June 7, 1946, pages 95, 96 (“Sex Again”), Newsweek, 
June 24, 1946, pages 71, 72 (“Women: Scent vs. Sex”) and New Republic, January 
20, 1947, pages 15-17 (“Seduction, Incorporated”). Many of the names used have 
been registered as trade-marks and some of these might well have been refused 
on the ground raised in this case. 

The word involved in this case has more general meanings than the particular 
one mentioned, notably in psychoanalysis, and is probably not a word in every day 
use. I do not think that, when used in ordinary writing or speech, particularly 
among the class of persons who would be apt to use such a word, it would be con- 
sidered shocking or offensive, or obscene, and I do not believe that the Office can 
refuse registration in this particular case on the ground raised. 


that, certainly in these times, it is over-wide to found the discretion on the view that any 
word having a meaning or reference to sex appeal must be refused registration. I think 
that that is too wide a statement and, although, as I have briefly indicated, in American 
slang this strange word “Oomph” has a significance, clearly, I think, of sex appeal, 
I do not think that, if all the circumstances of this case are taken into account. Including 
the circle of people in which such words are likely to be current, it is just to reject on 
that ground an application for registration.” 

“I repeat that, on the question of discretion, I have expressed my own view on the 
evidence, taking, as I do, a different view from that taken by [the Registrar]. I have tried 
to explain the reasons why I think that I must make up my own mind in the matter. 
I only repeat that I do indeed hope that nothing that I have said will encourage anybody 
to suppose that the Registrar hereafter will be less astute to watch the proper suscepti- 
bilities of persons who may be offended by the use of words which would be thought by 
them to have a morbid, erotic or salacious significance.” 
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